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Dear Reader
Welcome to Shelston’s wrap-up of the most
notable patent decisions in Australia and
New Zealand delivered during 2019. It was
a busy year for patent jurisprudence with
some interesting themes emerging – in
particular, it has been a banner year for
decisions on the “manner of manufacture”
requirement for patentable subject matter.

• An expanded Full Federal Court clarified the
“manner of manufacture” test for computerimplemented methods to be patentable
(Encompass), a topic that was also central to
several other Federal Court (Tettman, Repipe,
Watson) and Patent Office (Apple) decisions.
• There were also important “manner of
manufacture” decisions in the life sciences space,
with single judges finding both a diagnostic
method involving a process of detecting genetic
material (Sequenom) and use of genetic
information to infer traits (Meat & Livestock
Australia) to be patentable subject matter.
• The Full Court confirmed there is no doctrine
of patent exhaustion in Australia, the critical
distinction being between repairs permitted by
implied or express licence terms brought home to
the purchaser of a product, and the impermissible
re-making of the product beyond the scope of any
licence (Calidad (No. 1)).
• The Full Court confirmed that a permanent
injunction framed in general form by reference
to the claims of an infringed patent is generally
appropriate and may be ordered in addition to a
specific injunction describing products or conduct
found to infringe (Calidad No. 2).
• The Full Court overturned an award of additional
damages for flagrant patent infringement on the
basis that the infringer had believed, on objectively
reasonable grounds, that its conduct did not
infringe the patent (Oxworks).
• The tide continued to turn against pharmaceutical
patentees being granted interlocutory injunctions
(Mylan, Sanofi-Aventis).

• Patentees learned some harsh lessons as the Full
Court dismissed infringement claims based on the
construction of the terms “contains” (construed
exhaustively in Nichia) and “recognise” (construed
broadly in Davies).
• There were several applications by patentees to
amend patent claims and specifications after
commencing infringement proceedings (Meat
& Livestock Australia, Neurim, BlueScope), with
mixed success.
• Consideration was given in the Patent Office to
Australia’s “raised bar” requirements for support
and sufficiency (Gary Cox, Universal Polymers).
• Both clinical trial patient consent forms
(InterPharma) and academic conference posters
(Regeneron) were considered prior art documents
in life sciences cases.
• There were further decisions regarding families of
patents that have been litigated for a decade or
more (Globaltech, SNF).
• There were also decisions regarding the
admissibility of “WayBackMachine” evidence (Dyno
Nobel), summary dismissal of an infringement case
(Pilkin), a successful application for preliminary
discovery (MMD), a failed cross-claim for unjustified
threats (Liberation), a failed attempt to withdraw
admissions relating to infringement (Juno), a
“strawman” opponent to a patent application
having to pay security for costs in an appeal despite
winning the opposition (Toolgen) and a party
commencing infringement proceedings despite
not being a proper exclusive licensee having to pay
indemnity costs (Vald).
• Two recent decisions issued by the Intellectual
Property Office of New Zealand provide new hope
that, in certain circumstances, it may be possible
to obtain an extension of time to file a divisional
patent application (Primapak, Magic Leap).
As 2020 gets underway, we hope this provides a useful
and practical resource and, of course, please do not
hesitate to take the opportunity to contact our authors,
all subject-matter experts in their respective fields,
for advice on the issues raised by these important
decisions.
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Snapshot

In Australia
mere ‘computerimplementation’
is insufficient
to provide
patentability to
an otherwise
unpatentable
scheme
Encompass Corporation Pty Ltd v
InfoTrack Pty Ltd [2019] FCAFC 161
(13 September 2019)
Read the Decision
Judges: Allsop CJ, Kenny, Besanko,
Nicholas, Yates and Perram JJ
computer-implemented method
manner of manufacture | innovative step

Authors
Mark Vincent*
Principal (Lawyer)
Duncan Longstaff*
Principal (Lawyer)
* Both authors were engaged by InfoTrack
in its successful challenge to the two
Encompass innovation patents at first
instance and before an expanded bench
of five Judges in the Full Court of the
Federal Court of Australia.

Encompass is the latest Full Federal Court decision
regarding patentability of computer-implemented
inventions and in particular the circumstances in
which they will comprise patentable subject matter
within sections 18(1)(a) and 18(1A)(a) of Australia’s
Patents Act 1990 (Cth) – in Australia known as the
“manner of manufacture” requirement. The Court
will seek to properly characterise a claimed invention
to ascertain “whether it is in substance a scheme or
plan or whether it can broadly be described as an
improvement in computer technology”.

Background
The case concerned two similar innovation patents
relating to a method of displaying information related
to “entities” (such as individuals and corporations) and
the connections between those entities so as to provide
business intelligence. The claimed method would allow a
user to generate and display a “network representation”
by querying remote data sources. The claimed method
would then allow the user to select a node (representing
an entity) on the network representation, perform further
searches to retrieve information related to the selected
node and provide the retrieved information to the user
– such as by updating the network representation to
display further nodes, from which further searches could
be performed, and so on.
Encompass’s patents referred in the body of their
specifications to each specific function of the
claimed method being realised “in a number of ways,
depending on the preferred implementation”. The
patents in suit did not stipulate any specific hardware,
programming or software to perform the invention.
Indeed, the specifications repeatedly emphasised that
the steps of the claimed method “may be achieved
in any suitable manner” or “using any other suitable
technique” or “mechanism”.

First Instance Decision
At first instance in Encompass Corporation Pty Ltd
v InfoTrack Pty Ltd [2018] FCA 421, Perram J found
all claims of both of Encompass’s Innovation Patents
invalid for failing to meet the manner of manufacture
requirement. His Honour also found some claims
(those which lacked a “purchasing step”, which was
held to contribute substantially to the working of the
invention) invalid for lack in innovative step in light of
a prior platform known as “They Rule”, and otherwise
dismissed InfoTrack’s other challenges to validity
based on novelty and innovative step in light of prior
art, alleged self-anticipation, secret use and section
40 (clarity, support and sufficiency).
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Appeal Decision
An expanded Full Court of five Judges (Allsop CJ,
Kenny, Besanko, Nicholas and Yates JJ) heard the
appeal by Encompass and its exclusive licensee SAI
Global. The Commissioner of Patents also exercised
her right to appear and make submissions, which
were broadly aligned with those of InfoTrack in
arguing Encompass’s patents did not satisfy the
manner of manufacture test. The Institute of Patent
and Trade Mark Attorneys (IPTA) also sought, and
ultimately was granted, leave to make written
submissions in the appeal as amicus curiae, which
were broadly aligned with those of Encompass and
SAI Global in arguing Encompass’s patents should
qualify as patent-eligible computer-implemented
methods.
The Full Court essentially upheld all of the findings
of the primary judge, finding all of the claims of both
of Encompass’s patents invalid for failing to meet
the manner of manufacture test and the claims that
lacked the “purchase step” (claims 1 and 3-5 of the 164
Patent) invalid for lack of innovative step.

Generic computer implementation
The Full Court confirmed that where, as a matter of
substance, there is “no more than an instruction to
apply an abstract idea [or scheme] (the steps of the
method) using generic computer technology”, there
will be no patentable subject matter. It is not enough
that an “uncharacterised electronic processing
device (for example, a computer) is employed as an
intermediary to carry out the method steps”. An “idea
for a computer program” where it is “left…to the user
to carry out that idea in an electronic processing
device…which itself is not characterised” is not
patentable subject matter. The Full Court upheld the
primary judge’s findings that Encompass’s patents
fell into this category and accordingly failed to claim
(or even disclose) any patentable subject matter.

The role of Prior Art in the “manner of
manufacture” assessment
An issue raised before the Full Court by IPTA as an
intervener was the trend in examination practice
before the Australian Patent Office of considering
prior art in assessing patentability. The Full Court
emphasised the caution expressed in previous
judgments against importing concepts of novelty
and obviousness in the assessment of manner of
manufacture, but declined to comment on the
examination practices of the Commissioner of
Patents in unrelated matters.
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In a seminar delivered in November 2019, the Patent
Office stated that to identify the substance of the
claim and what is the alleged or actual contribution
the need to understand “inventiveness” may include
a consideration of prior art. This approach has
attracted criticism from members of the profession.
The Full Court in Encompass did not provide any
firm guidance as to the approach adopted by the
Commissioner. It is important to refer to the Patent
Office Manual of Practice and Procedure at 2.9.2.2
identifying the current practice:
“In order to determine the substance [of a claim]….
consideration should be given to the claimed
invention and the contribution that it makes to
the art. Logically this consideration may take into
account the prior art at the priority date rather
than merely common general knowledge.”

Significance
Computer-implemented inventions may still be
patentable in Australia on a case-by-case basis,
particularly where they result in an improvement in
computer technology. If there is more than “generic
software” or hardware used to implement the
invention then this must be reflected in the claims
and supported in the specification by appropriate
detail. Claims reciting particular (non-generic)
software or programming steps for carrying out such
a method may satisfy the manner of manufacture
test.
It is necessary to avoid using only functional language
to describe only the result or purpose of a step in
a method. A patentee must also describe how its
method is actually performed and implemented,
in a technical sense, rather than just the idea or
information flow. As the Full Court in this case
warned, a patent specification should not, “…having
identified the cardinal steps of the exemplified
method, [leave] it to the user to implement the
method in the way he or she might choose to do
so, assisted by broadly-expressed and non-limiting
suggestions or possibilities.”

Background

Full Federal Court
clarifies distinction
between repair
and re-making and
appropriate scope
of final injunction
Calidad Pty Ltd v Seiko Epson
Corporation [2019] FCAFC 115
(5 July 2019)
Read the Decision

Calidad Pty Ltd v Seiko Epson
Corporation (No 2) [2019]
FCAFC 168 (27 September 2019)
Read the Decision
Judges: Greenwood, Jagot, Yates
and Burley JJ
mechanical | patented product
implied licence | exhaustion
repair | final injunction

Authors
Dr Roshan Evans
Lawyer
Duncan Longstaff
Principal (Lawyer)

Snapshot
These important decisions by the Full Court of the
Federal Court clarify the scope of the implied licence
issuing from the sale of a patented product and
provides guidance to re-manufacturers and repairers,
and that a permanent injunction framed in general
form by reference to the claims of an infringed patent
is generally appropriate and may be ordered in
addition to a specific injunction describing products
or conduct found to infringe.
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Seiko Epson Corporation (Seiko) sells Epson printer
cartridges worldwide. The Epson cartridges embody
the invention claimed in the two Australian patents
in suit. The cartridges are designed as a consumable
product and are intended to be discarded and
replaced when the ink runs out. This is achieved by
memory chips programmed to recognise when a
cartridge is spent, thereby preventing the cartridges
from being refilled. Each cartridge is also configured
to be compatible with only certain Epson printers.
After initial sale of the original Epson cartridges, a
third party modified the used cartridges to enable
them to be re-used. Calidad Pty Ltd (Calidad) then
imported and sold the cartridges in Australia, in
competition with the original Epson cartridges.
Calidad asserted an implied licence to treat the
cartridges as an ordinary chattel deriving from Seiko’s
unconditional sale of the original Epson cartridges.
In the alternative, it asserted that a patentees’ right
to exploit the patented product under the Patents
Act 1990 (Patents Act) did not include the right to
prevent a subsequent owner of the product from
repairing or refurbishing the product and dealing
with the refurbished goods.

Modifications Made
The process of refurbishment carried out by the third
party, first, involved cartridges being emptied and
cleaned in preparation for refilling. Replacement
ink was then injected into the cartridge through a
new entry port created in the cartridge, which was
subsequently sealed. Next, for some cartridges,
the memory chip was reprogrammed so that the
cartridge would not read as spent, referred to as
the “current products”. For other cartridges a new
memory chip was inserted and the modified circuit
boards refitted to the cartridges. Some cartridges
were further modified by changing their interface
pattern to allow them to be used with a wider range
of Epson printers than originally intended. These
latter categories were referred to as the “past range
of products”. There was no dispute that all the
modified cartridges supplied by Calidad fell within
the scope of claim 1 of each of the patents in suit.

Opposing Doctrines: Implied Licence
vs Patent Exhaustion
The right of a patentee to control what may be
done with a patented product, once sold, involves
competing rights – the patentee’s exclusive right to
“exploit” the patented product under the Patents Act,

which includes the right to make, use, sell and import
the product, and the personal proprietary rights of
ownership in a chattel at common law. Two opposing
doctrines have developed to address this tension.

Appeal Decision
(Infringement)

• The doctrine of patent exhaustion was recently
endorsed by the United States Supreme Court
in Impression Products v Lexmark (2017) 581 U.S.
1523. Under this doctrine, upon the first authorised
sale of a patented product by or with the consent
of a patentee, all patent rights in that article are
exhausted.

Scope of the Implied Licence

• The implied licence doctrine provides that the
sale of a product embodying a patented invention
with the authority of the patentee carries with it an
implied licence permitting the purchaser to use,
maintain, re-sell and import the product without
infringing the patent. Such implied licences are
subject to any conditions of sale the patentee
imposes and “brings home” to the purchaser at
the time of sale. This approach was adopted in the
United Kingdom and Australia following the Privy
Council’s decision in National Phonograph Co of
Australia Ltd v Menck (1911) 12 CLR 15 (Menck).
At first instance, Burley J found that Menck applied
in Australia and Calidad’s past range of products
infringed Seiko’s patents in suit, whereas Calidad’s
current products did not. Both parties advanced
the appeal and cross-appeal on this basis. However,
Calidad had reserved the right to challenge the
approach taken in Menck in any subsequent appeal
to the High Court, including raising at that stage its
contention that the doctrine of exhaustion should
apply in Australia, as it does in the United States.

Form of permanent injunction
Following the Full Court’s decision in the appeal on
questions of infringement, the Full Court considered
the parties’ competing proposed orders on the form
permanent injunction to be granted in favour of Seiko.

First Instance Decision
Justice Burley held that Calidad infringed the Seiko
patents in relation to the past range of products
(where memory chips were replaced or the interface
pattern was changed), but not the current products.
Justice Burley’s analysis turned on whether the
implied licence, which was taken to have arisen
validly, was terminated by the modifications carried
out by the third party. This was to be determined by
whether the product was “materially altered” by the
modifications.
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The Full Court (Greenwood, Jagot and Yates JJ), each
in separate judgments, found entirely in favour of
Seiko. The Full Court concurred in finding that the
primary judge erred by asking the wrong question
– that is, was the implied licence brought to an end
by the materiality of the modifications. Instead,
the question to be addressed was whether the
modifications constituted conduct outside the scope
of any implied licence arising from an unrestricted
sale. Each of the Full Court judges held that the
modifications brought into existence a new article,
which could only be properly characterised as an
impermissible making of the patented product, and
unequivocally outside any possible licence recognised
by Menck. The licence did not come to an end by
reason of the materiality of the modifications – it
never authorised the relevant conduct of Calidad and
the third party from whom it procured the cartridges.
Justices Yates and Jagot, in their separate reasons,
pointed to the fact that none of the modifications
amounted to repair, as the cartridges had been
consumed in the manner intended by Seiko and were
not damaged. An implied licence did not authorise
modifications or refurbishment after the useful life
of a patented article. Justice Jagot also observed
that the refurbishment process involved “unmaking”
the patented cartridges by effectively removing one
integer of the patent claims (by creating a hole in
the ink container) and then making a new patented
article when adding that integer back in (by sealing
the newly-made hole to re-establish a functional ink
container).

Licence to repair?
The question of whether Australian patent law
recognises an implied licence to repair did not
arise on the facts of the present case, leaving this
question, ostensibly, to be resolved on another
occasion. However the exclusive right to “exploit” the
invention granted to a patentee under section 13 and
Schedule 1 of the Patents Act does not include (at
least expressly) the exclusive right to repair a patented
product. Under the current legislative regime,
arguably, an implied licence to repair is not required,
provided the work performed does not cross over into
an impermissible making of the invention. Consistent
with this view, the United Kingdom courts while long

having recognised a right to repair (as an implied
contractual term associated with the purchase of a
product), more recently have characterised this as
a residual right to do whatever does not amount to
making the invention (Lord Hoffman in United Wire
Ltd v Screen Repair Services (Scotland) Ltd [2001]
RPC 24).

Appeal Decision (Injunction)
Seiko proposed that the Court should order both of
two different forms of injunction:
• an injunction in general form directed at restraining
Calidad from infringing claim 1 of each of Seiko’s
Australian patents; and
• an injunction restraining Calidad from further
exploiting the infringing cartridges with
the combinations of modifications held to
infringement, and additionally any other
combination of those modifications to a cartridge.
Seiko submitted that a specific injunction would not
restrain Calidad from exploiting cartridges that had
these alternative combinations of modifications. To
cover this eventuality, Seiko argued an injunction
in general form was also required. Calidad opposed
the making of an injunction in general form and
argued that a more limited form of injunction that
covered only the combination of modifications held
to infringe was appropriate.
The Full Court unanimously decided that injunctive
relief expressed in terms of a patentee’s statutory
monopoly is appropriate, and consistent with existing
authority and customary practice in both the United
Kingdom and Australia in cases of patent and trade
mark infringement. The Full Court also pointed
to a number of cases that illustrate the practice
of granting both an injunction in general form
coupled with an injunction in specific form aimed at
restraining particular infringing acts or conduct. The
Full Court made clear that this does not, however,
preclude considerations of proportionality when
granting injunctive relief in intellectual property
cases.
The Full Court awarded Seiko both an injunction
in general form and an injunction specifically
restraining Calidad from exploiting certain cartridges
containing only those combinations of modifications
found to infringe Seiko’s Australian patents.
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Significance
Re-manufacturers will need to carefully consider
whether their activities may infringe the patent rights
of original product manufacturers, particularly where
work goes beyond mere repair of damaged or broken
parts, or where parts are replaced or refurbished
thereby extending the useful life of the patented
article. Each case will, however, turn on its facts – both
with respect to the nature of the patented invention
and the article that embodies it. The High Court
has since granted Calidad special leave to appeal
and we await with interest its decision regarding
these important questions regarding the distinction
between permissible repair and infringing remanufacture, and whether a doctrine of exhaustion
applies under Australia’s patent law.
The Full Court has made clear that patentees
who succeed in infringement proceedings can
reasonably expect, subject to specific circumstances
in each case, to obtain a broad form of permanent
injunction reflecting not only the specific infringing
conduct and products but also the full scope of their
asserted patent rights. The Full Court in this case
clearly favoured providing certainty to the successful
patentee through a broad restraint on future
products and conduct.
The Full Court also stated, in obiter: :
“In the case of other rights, there can be no
real objection to an injunction in general form
if the scope of the holder’s rights is made
clear by the injunction itself. As our survey of
the cases shows, copyright infringement cases
are a paradigm. We accept that confidential
information cases and passing-off cases may
stand in a different camp …… although, even in a
confidential information case, the prospect exists
that, as between the parties, the information
in question can be appropriately identified by
the form of the injunction so as to warrant it
being granted in general form. What cannot
be countenanced is an injunction which simply
restrains, in blanket terms, the infringer from
using another person’s “confidential information”
without precise identification of that information.”
Accordingly, where the injunction is directed at nonpatent related IP rights, any general injunction must
make clear the scope of the rights involved.

Background

Seek appropriate
advice before
engaging in
re-designs around
patent claims –
Guidance from
the Full Court
on Additional
Damages
Oxworks Trading Pty Ltd v Gram
Engineering Pty Ltd [2019] FCAFC
240 (23 December 2019)
Read the Decision
Judges: McKerracher, Burley, O’Bryan
and Robertson JJ
infringement | additional damages
flagrancy

Authors
Andrew Rankine
Special Counsel (Lawyer)
Dr Roshan Evans
Lawyer

Snapshot
The Full Federal Court has overturned an award of
additional damages for flagrant patent infringement
on the basis that the infringer had believed, on
objectively reasonable grounds, that its conduct did
not infringe the patent.
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Gram Engineering Pty Ltd (Gram) produces and sells
steel plinths used in fence construction. The Gram
plinth embodies the claims of Australian Patent
2004291566 (566 Patent). Gram alleged that its patent
was infringed by the “Colour Smart plinth” sold by
Oxworks Trading Pty Ltd (Oxworks). The relief sought
by Gram included additional damages under s 122(1A)
of Australia’s Patents Act 1990 (Cth) (Patents Act).
Section 122(1A) was introduced into the Patents Act in
2007 and has received limited judicial consideration
to date. Justice Jagot summarised the applicable
principles in H Lundbeck A/S v Sandoz Pty Ltd
(2018) [2018] FCA 1797 at [354]-[355]. By contrast to
ordinary damages, which are awarded to provide
compensation, additional damages involve an
element of penalty. In assessing liability for additional
damages, the Court’s disapproval of the infringer’s
conduct and the need for deterrence have a role
to play. Section 122(1A) provides a non-exhaustive
list of factors to which a court must have regard
when assessing a claim for additional damages.
These include whether the infringing conduct
was “flagrant”, in the sense that it was “deliberate
and calculated in disregard of the injured party’s
rights, or a cynical pursuit of benefit”. Other relevant
considerations include the defendant’s conduct after
learning of the infringement allegations, as well as
any benefit they have accrued by reason of their
infringing conduct.

First Instance Decision
Manufacture of the Colour Smart plinth involves
first heating aluminium billets and forcing them
through a die to create a zig-zag cross-sectional
profile. Relying on these steps, Oxworks denied
that its plinth was “formed from sheet material” as
required by claim 1 of the 566 Patent. The primary
judge, Robertson J, disagreed, noting that claim 1
was directed to a product, not a process, in rejecting
Oxworks submission that “sheet material” is limited
to material that is substantially flat or planar, without
corrugations or profile. Oxworks did not dispute the
validity of the 566 Patent.
Justice Robertson found that Oxworks had engaged
in deliberate copying of the Gram plinth, which it had
previously purchased in substantial quantities. His
Honour noted that Gram had sent its manufacturer
a link to Gram’s website, where the Gram plinth was
depicted and described in detail. Justice Robertson
was also prepared to infer that Oxworks had been
aware of the 566 Patent, which was referred to at
its website. That inference was drawn more readily

because, although Oxworks’ CEO was available to
give evidence at the trial, he chose not to do so.
Justice Robertson also took account of the fact that
Oxworks had continued to sell its infringing plinth
after receiving a cease and desist letter from Gram.
Taken together, these factors were deemed to justify
an award of additional damages.

Appeal Decision
In a unanimous decision, the Full Court (McKerracher,
Burley and O’Bryan JJ) upheld Robertson J’s
infringement findings but overturned his Honour’s
determination that Oxworks was liable to pay
additional damages, allowing the appeal in part.
The Full Court found that, in assessing liability for
additional damages, Robertson J had erred by not
taking proper account of the fact that Oxworks
believed, on objectively reasonable grounds, that
Gram’s infringement allegations were unfounded.
Summarising its findings on this point, the Full Court
said:
“… the primary judge erred in this case by failing to
attend to an important aspect of the argument
advanced on behalf of Oxworks, namely that
Oxworks had a reasonably arguable defence
to the allegation of infringement based on its
construction of the claims of the patent … the
decision of Oxworks to continue to pursue its own
commercial interests in the face of allegations
of infringement that could objectively be
considered to be reasonably defensible is a strong
factor telling against the award of additional
damages.” (emphasis added)
In the Full Court’s view, Oxworks’ belief that it was
not infringing the 566 Patent significantly weakened
Gram’s submission that infringement had been
flagrant and weighed heavily against an award of
additional damages. No evidence was led at the trial
to demonstrate that Oxworks’ belief that it was not
infringing the 566 Patent was based upon relevant
legal advice. Oxworks’ belief was ultimately found to
be incorrect, both by the primary judge and by the
Full Court, who concurred in finding that Oxworks
had infringed the 566 Patent. In assessing whether
Oxworks’ infringement had been “flagrant”, it was
significant both that Oxworks subjectively believed
that it was not infringing the 566 Patent and that this
belief was objectively reasonable, in the sense that
there was an arguable case of non-infringement.
The Full Court’s analysis is consistent with previous
authorities on additional damages in patent cases:
• In Zetco v Austworld Commodities (No 2) [2011] FCA
848 (Zetco), the patent owner, seeking additional
damages, noted that the only defence raised by
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the infringer was alleged invalidity of the asserted
patent. Justice Bennett observed that is hardly
unusual. Finding that the invalidity defence was not
hopeless and had not been improperly pursued,
her Honour declined to award additional damages.
• A defence of patent invalidity was also raised
in Industrial Galvanizers Corporation v Safe
Direction [2018] FCA 1192 (Industrial Galvanizers).
Finding that the defence was neither hopeless
nor improperly pursued, Burley J said that, in such
circumstances, an alleged infringer’s decision to
pursue its own commercial interests and continue
the allegedly infringing conduct was unlikely to
attract an award of additional damages.

Significance
While deliberate copying may be a relevant factor to
be taken into account by a court in assessing whether
patent infringement has been “flagrant”, it will always
be necessary to have regard to the public policy
considerations which serve to distinguish patents
from some other forms of intellectual property. As the
Full Court explained, at [72]:
“It is not illegitimate, or flagrant, for a
competitor to examine the disclosure of a patent
and to attempt to work around the monopoly
claimed in the claims. An important public policy
rationale for the requirements of s 40(2) of the
Patents Act that the complete specification
describe the invention fully, including the best
method known, and that the specification end
with a claim or claims defining the invention
is to give the world access to the technical
contribution to the field provided by the patentee.
It is part of what is often referred to as the
“consideration” given by the patentee in return for
the fixed term monopoly granted by the patent.”
(emphasis added)
The Full Court’s decision suggests that infringement
is unlikely to be regarded as “flagrant” so as to
warrant an award of additional damages where
the infringer can be shown to have believed, on
objectively reasonable grounds, that their conduct
would not infringe the patent. By contrast, where a
person engages in conduct, later found to infringe a
patent, having received advice or otherwise formed
the view that their conduct was likely to infringe, they
will be at risk of being found to have acted flagrantly
and ordered to pay additional damages. These
considerations serve to emphasise the importance
for businesses of seeking appropriate professional
(including legal) advice before engaging in conduct
that presents a material risk of infringing a patent.

Background

Full Court upholds
exhaustive
construction of
“contains” but
overturns primary
judge
on obviousness
Nichia Corporation v Arrow
Electronics Australia Pty Ltd
[2019] FCAFC 2 (29 January 2019)
Read the Decision
Judges: Besanko, Jagot, Nicholas JJ
electrical | construction | “contains”
infringement | inventive step
Cripps question

Authors
Grant Shoebridge PhD
Principal (Patent Attorney)
Duncan Longstaff
Principal (Lawyer)

Snapshot
The Full Federal Court has upheld a primary judge’s
exhaustive (narrow) construction of the word
“contains” in a patent claim, noting it was ambiguous
but the patent specification did not contemplate
any further examples beyond those claimed. The Full
Court also confirmed that the “Cripps question” with
respect to obviousness must be asked with respect to
the invention as claimed.

8

Shelston IP  Established. Excellence.

Nichia Corporation (Nichia) owned Australian
Patent No. 720234 (234 Patent). Nichia sued Arrow
Electronics Australia Pty Ltd (Arrow) for infringement
of claim 3 of the 234 Patent, which claimed:
“A light emitting device according to claim 1
[which specified a light emitting component and
a phosphor capable of both absorbing a part
of the light emitted by the emitting component
and itself emitting light of a different wavelength
to the absorbed light], wherein the phosphor
contains fluorescent material represented by a
general formula (Rel-rSmr)3(Al1-sGas)5O12:Ce,
where 0≤r<l and 0≤s≤1 and Re is at least one
selected from Y and Gd.” (emphasis added)
Arrow admitted that its products included a
fluorescent material within the general formula of
claim 3 of the 243 Patent, but denied infringement
on the basis that those products also included
fluorescent materials not within the general formula.
The disputed issue on infringement was therefore
whether the term “contains” was used exhaustively or
inclusively in claim 3.
Arrow cross-claimed for renovation of claims 1 and 3
of the 234 Patent on the grounds of lack of novelty,
inventive step, manner of manufacture, fair basis and
clarity.

First Instance Decision
At first instance, Yates J concluded that Nichia had
not established its case of infringement of the 234
Patent based on an exhaustive construction of claim
3 that required that the phosphor contain one or
more fluorescent materials of the type defined, but
no fluorescent material of any other type.
Justice Yates also found that Arrow had not
established that the 234 Patent was invalid on any
of the grounds alleged in the cross-claim. Given his
Honour’s findings on construction, it was unnecessary
to resolve Nichia’s allegation of lack of fair basis.
Justice Yates considered claims 1 and 3 of the 234
Patent were novel and involved an inventive step in
light of the common general knowledge and prior
art cited by Arrow. His Honour was not persuaded
that the person skilled in the art would have used the
particular combination of phosphors and fluorescent
materials with the requisite expectation of success, as
the expert evidence pointed to a lack of predictability
about their performance in combination given
various facts that were not commonly known at the
priority date.

Appeal Decision
Infringement
Nichia submitted on appeal that the promise of
the 234 Patent is secured just as well by construing
“contains” as the equivalent of “includes” (ie,
inclusively). Nichia argued that it is the presence
of fluorescent material represented by the general
formula which secures the promise, not the absence
of other fluorescent material not represented by the
general formula. Nichia contended that Arrow was
impermissibly reading the word “only” after the word
“contains” and seeking to limit the scope of the 234
Patent claims to exclude working combinations of
phosphors and fluorescent materials not disclaimed
by the specification.
The Full Court did not find Nichia’s arguments
persuasive, noting there was nothing in the
specification of the 234 Patent about achieving the
object of the invention by including fluorescent
material not specifically defined in the claims. Their
Honours emphasised that the issue was not what
was disclaimed, but what was claimed, noting “the
principle that it is for the [patentee] to define the
things which are within its monopoly” and that “the
specification is a unilateral document in words of
the patentee’s own choosing”. The Full Court agreed
“contains” was ambiguous in claim 3 and it was
therefore appropriate to construe it in the context
of the specification, which confined the invention
described to fluorescent material of the kind defined
in the claims. Accordingly, the Full Court affirmed
Yates J’s exhaustive construction of “contains” in claim
3 and dismissed Nichia’s appeal of the finding of noninfringement.

Validity
The Full Court did disagree with aspects of Yates
J’s decision with respect to the validity of the 234
Patent, allowing Arrow’s cross-appeal on the basis
that the invention in claims 1 and 3 was obvious.
As explained by Jagot J (with whom Besanko and
Nicholas JJ agreed), the Full Court arrived at this
finding by reference to the factual findings of Yates J
and correctly applying the Cripps question (what the
hypothetical skilled addressee would have done and
the expectation of the hypothetical skilled addressee
in so doing) to the invention as claimed:
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“[68] In summary, I have decided that the
primary judge conceived of the outcome
Nichia sought to achieve or the invention as
useful only if it involved a white LED which was
“satisfactory” in terms of all qualities identified
in the specification, of durability, colour tone and
luminance, when the invention understood in
the context of the claims, the specification and
the prior art did not need to meet all of these
requirements to be useful … [120]… I do not accept
that the fact that the Cripps question is directed
to a useful result leads to the conclusion that
the invention was not obvious unless the person
skilled in the art would have taken the routine
steps as a matter of course which Nichia took
with an expectation that those steps may well
produce a white LED which is durable, with good
colour tone and high luminance. This involves too
high a standard given that which is claimed and
the terms of the specification.”

Significance
The Full Court’s affirmation of Yates J’s construction
of the word “contains” illustrates the likelihood that
terms such as “contains”, “comprises” and possibly
even “includes” may be considered ambiguous by a
court during enforcement or revocation proceedings.
In such cases of ambiguity, extensive analysis of the
patent specification will be required to determine
whether terms such as “contains” should be
understood in an inclusive or exhaustive sense. In this
case, the specification was deemed to clearly favour
an exhaustive and therefore narrow construction of
the claim, which assisted the patentee on aspects
of its defence to the revocation claim (especially fair
basis and also novelty) but thwarted its infringement
claim.
The Full Court’s approach to obviousness is also a
timely reminder that the Cripps question must be
asked with respect to the invention as claimed.

Background

Full Court upholds
findings on claim
construction,
infringement
and validity in
the latest case
brought by
Australian Mud
Company
Globaltech Corporation Pty Ltd
v Australian Mud Company
Pty Ltd [2019] FCAFC 162
(13 September 2019)
Read the Decision
Judges: Kenny, Robertson,
Moshinksky and Besanko JJ
mechanical | mining | claim construction
preferred embodiment | infringement

Author
Peter Treloar
Principal (Patent Attorney)

Snapshot
This is a Full Federal Court appeal dealing primarily
with patent claim constructions issues. The Full Court
upheld the trial judge’s findings on construction and
confirmed the patent in suit was valid and infringed.
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Australian Mud Company Pty Ltd (AMC) owns
Australian Patent Application No. 2010200162 titled
“Core Sample Orientation” (162 Patent), which
it asserted had been infringed by Globaltech
Corporation Pty Ltd (Globaltech). Globaltech crossclaimed for revocation on several grounds, including
lack of entitlement to the claimed priority date (and
consequent lack of novelty due to self-publication),
lack of novelty in light of prior art acts and documents
and lack of inventive step in light of the common
general knowledge alone and together with
additional prior art.
The 162 Patent belongs to a family of patents about
which there had previously been litigation between
AMC (and related companies) and a company called
Coretell Pty Ltd (Coretell) and its related entities.
Globaltech and Coretell are not related. Earlier patents
in the family were upheld as valid and infringed by
Coretell, first by McKerracher J (Australian Mud
Company Pty Ltd v Coretell Pty Ltd (No 4) [2015]
FCA 1372) then on appeal to the Full Court by Jagot,
Nicholas and Burley JJ (Coretell Pty Ltd v Australian
Mud Company Pty Ltd [2017] FCAFC 54), with an
application by Coretell for special leave to appeal
to the High Court refused. The specifications and
claims of those earlier patents were substantially
the same as the specification and claims of the 162
Patent. Consequently, in subsequent proceedings
where AMC asserted the 162 Patent against Coretell,
the validity of the 162 Patent was not contested at
trial and Coretell was also found by Besanko J to
have infringed (Australian Mud Company Pty Ltd v
Coretell Pty Ltd (No 2) [2018] FCA 1109).
The technology of the 162 Patent deals with the
mining technology of down hole rock sampling
in rock boring operations, and more particularly,
in determining the spatial orientation of the core
samples taken from the down hole. The orientation
of the extracted core sample being of significant
importance in subsequent processing of the rock
core samples. AMC had provided an advance over the
prior art by providing for a complex timing system
which included an in-situ down core processing unit
including an internal timer in addition to a surface
timer. There was a need to correlate the two timers
at some stage during operations. Globaltech had
provided a system which used a different timing
arrangement for timer correlation than AMC’s
preferred embodiment.

First Instance Decision
The first instance trial before Besanko J centred
around whether Globaltech’s device was still an
infringement of at least the main claim of the 162
Patent, and AMC was successful: Australian Mud
Company Pty Ltd v Globaltech Corporation Pty Ltd
[2018] FCA 1839.

Appeal Decision
The appeal dispute was centred on the interpretation
of claim 1 and the operation of the correlation process
of the two timers. Globaltech’s prime contention was
that the two timers needed to be synchronised at the
start of operations, which was something Globaltech
did not do. The appeal dispute dealt with claim
interpretation questions in addition to claim clarity.
The Full Court (Kenny, Robertson and Moshinksky
JJ) followed its own guidance in previous cases on
claim interpretation. In particular, one of the main
principles was that: “It has been said, and we accept,
that it is usually not legitimate, in the absence of an
express reference in the claim itself, to import into
a claim features of the preferred embodiment”. The
Full Court upheld the trial judge’s interpretation of
the claim to include broader timing arrangements
and refused to colour the claim by importing features
of the preferred embodiment, stating:
“While it may be accepted that the best method
section (which describes one embodiment)
contemplates a system of synchronisation, or
at least counting forwards, as discussed above
it is not usually legitimate, in the absence of an
express reference in the claim itself, to import into
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a claim features of the preferred embodiment.
In the present case, the claim itself does not
contain an express reference to a system of
synchronisation or counting forwards, and we do
not consider there to be a proper basis to import
this aspect of the preferred embodiment into the
claim.”
Of further interest are the Full Court’s remarks on
Globaltech’s contention that it is not allowable to
construe the claims having regard to Globaltech’s
allegedly infringing products. The Full Court noted:
“It was appropriate for his Honour to consider
how Globaltech’s products worked in order to
frame the construction issues that needed to
be determined. This appears to be what the
parties did in framing the issues of construction
for his Honour. There is no requirement that the
Court shield itself from any knowledge of an
allegedly infringing product until it has reached
a final conclusion about construction. It would
be impossible to conduct a trial and write a
judgment on that basis.”
The Full Court did not diverge from the trial judge’s
interpretation of the primary claim of the 162 Patent
and did not find any clarity issues with the claim. As a
consequence, Globaltech’s appeal was unsuccessful.

Significance
This decision is quite specific to its facts, but does
demonstrate the difficulties of overturning a primary
judge’s findings on construction of patent claims in
an appeal.

Background

Full Federal Court
construes the
term “recognise”
broadly in
patent claims
for machinery
safety system
Davies v Lazer Safe Pty Ltd [2019]
FCAFC 65 (26 April 2019)
Read the Decision
Judges: Greenwood, White, Burley
and McKerracher JJ

Kevin Davies and Triclops Technologies Pty Ltd (the
appellants) are owners of Australian patent No.
2003229135 (135 Patent) entitled “A Safety System”.
The 135 Patent relates to a safety system for use with
machinery having moving parts, and particularly
press brakes. A press brake is a manufacturing tool
used to bend profiles into sheet metal. The sheet
metal is placed between a punching tool, defining
the upper profiled shape, and an anvil, defining the
lower profiled shape. Once the metal is in position,
the tool is moved down onto the sheet metal
pushing it into the anvil to form the desired profiled
shape. The claimed system detects the presence of
a hazardous obstruction in the path of the moving
tool. Once the obstruction is detected, movement of
the tool is halted or slowed to allow removal of the
obstruction.

First Instance Decision

Rodney Dabboussy
Senior Associate (Patent Attorney)

In the first instance decision (Davies v Lazer Safe
Pty Ltd [2018] FCA 702), McKerracher J held that the
Lazer Safe’s product did not infringe claims 1-5, 8, 12,
14, 21, 22, 28-31, 38, 44 and 46 of the 135 Patent. The
primary judge also held that the claims were valid,
dismissing Lazer Safe’s cross-claim. Mr Davies and
Triclops appealed the infringement decision and
Lazer Safe cross-appealed the validity decision.

Allira Hudson-Gofers
Principal (Patent Attorney)

Appeal Decision

electrical | IT | construction of claims
non-infringement

Authors

Snapshot
The Full Federal Court has upheld a primary judge’s
broad construction of the term “recognise” in a patent
claim and consequently dismissed both an appeal
from findings of non-infringement and a crossappeal from findings of validity.

The crux of this appeal to the Full Federal Court
(Greenwood, White and Burley JJ) surrounded the
interpretation of integers 1.5 and 1.6 of claim 1 as
recited below, with no disagreement between the
parties as to the meaning of the remaining integers
of claim 1:
“(1.5) a processing and control means arranged
to receive image information from the light
receiving means and thereby recognise the
presence of one or more shadowed regions on the
light receiving means cast by obstructions in the
region;
(1.6) wherein the illumination of the region is
such that the processing and control means has
sufficient image information to determine the
boundaries of the or each shadowed region and
control movement of the part dependent on said
image information.”
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Integer 1.5
At first instance, McKerracher J construed the term
“recognise” in integer 1.5 in the comparative sense
in that the image is compared to a stored image
in memory. However, Triclops submitted that the
term “recognise” (in combination with “the presence
of” that follows) means no more than the ability to
identify the existence of a shadowed region which has
been cast by some form of obstruction in the region.
The Full Court agreed with this latter construction,
finding that:
“No language in claim 1 indicates that the words
“image information” and “recognise” are to be
understood as inviting a comparison between
the detected shadowed region and a previously
known shape or obstruction. The words “image
information”, “recognise” and “obstruction” are
not terms defined in the body of the specification
so as to invite that conclusion. The words are of
ordinary English.”
The words “recognise the presence of one or more
shadowed regions” indicate that “recognise” is to
be understood as “to perceive as existing” rather
than as inviting comparison with something
previously known. It is simply the presence of the
shadowed region that is required. This accords
with the third definition of “recognise” in the
Macquarie Dictionary, quoted by the primary
judge at [200]. The first definition, which the
primary judge preferred, is “to know again;
perceive to be identical with something previously
known”. However, to adopt that meaning is to
set to one side the words “the presence of” that
immediately follow.”

Integer 1.6
At first instance, McKerracher J provided two
alternative interpretations of integer 1.6, whereby
even if the primary construction was wrong, the
second construction would apply. In the primary
construction, integer 1.6 was interpreted as a safety
system to engage in recognition of regions of
obstruction by reference to shadow maps and their
shapes and required the comparison with either
stored known safe or un-stored unknown hazardous
shadows of obstructions. The second interpretation
required the boundary determination of an
obstruction by recognising a realistically substantial
portion or part of the shadowed region, so as to
determine a sizable portion of the outline or shape
of the obstruction, in contrast to a dot, spot, point or
edge of any such region.
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Triclops contended that both of McKerracher J’s
interpretations of integer 1.6 were incorrect. The
Full Court, however, agreed only that the primary
interpretation was incorrect and upheld the second
interpretation. In particular, the Full Court was of
the view that the primary construction imported
the requirement of a comparison to be made
between a stored known image and the shadowed
region. The Full Court held that “[t]he requirement
of a comparison is not present in integer (1.5) and
cannot be discerned from the language used in
integer (1.6). In our respectful view, the error that we
have identified in relation to integer (1.5) permeates
integer (1.6).” That error, however, is not present in the
second interpretation which only requires boundary
determinations of the shadowed regions.

Infringement
On the basis of the correct claim interpretation
and, in particular integers 1.5 and 1.6, the Full Court
found that the Lazer Safe System fell within the
bounds of integers 1.1-1.5 of claim 1. The Lazer Safe
System did not, however, include integer 1.6 of claim
1. More specifically, Lazer Safe’s guarding function
uses a beam of light, which descends with the tool.
The beam of light is transmitted to a light receiver
including a camera. When the beam of light is
interrupted or obstructed, the tool stops. As such,
the Lazer Safe System does not determine the
boundaries of the shadowed regions as required by
integer 1.6. Rather, Lazer Safe’s system is based on
determining obstructions.
The finding of non-infringement was therefore
upheld. The Full Court dismissed both the appeal and
cross-appeal, such that the 135 Patent remains valid
and in force (but not infringed in this case).

Significance
The main takeaway from this decision is that while
parts of the specification can be used to explain the
background to the claims, generally the ordinary or
dictionary meaning of non-technical words should
be used in claim interpretation. In understanding
the scope and the meaning of the claims, examples
or embodiments of the invention described in the
specification cannot be relied upon to add glosses to
claim interpretation.

Interlocutory
injunctions: is
the balance of
convenience
shifting away from
the originator?
Sanofi-Aventis Deutschland
GmbH v Alphapharm Pty Ltd
[2019] FCAFC 28 (22 February 2019)
Read the Decision
Judges: Jagot, Yates, Moshinsky and
Burley JJ
pharmaceutical | interlocutory injunction
balance of convenience

Authors
Duncan Longstaff
Principal (Lawyer)
Candace Wu PhD
Patent Attorney

generic or biosimilar product lists on the PBS. Once
generic products enter the market in competition
with the original products, a patentee will usually be
forced to implement “voluntary” price reductions to
be competitive. An interlocutory injunction prevents
the launch and PBS-listing of generic and biosimilar
products. In assessing whether to grant an injunctive
interlocutory relief, the Court considers:
• if there is a prima facie case for infringement of
at least one valid claim (taking account of the
apparent strength of infringement and validity
arguments of both parties); and
• the balance of convenience, including the
consequences of granting the interlocutory
injunction or not on each of the parties and also
their customers, end users, other third parties and
the general public.
The circumstances affecting the balance of
convenience generally include the likely harm to the
patentee if the interlocutory injunction is refused, the
likely harm to the alleged infringer if the interlocutory
injunction is granted, whether damages will be an
adequate remedy for each party and any affected
third parties, and the status quo (whether or not the
product has launched or not). For over a decade,
pharmaceutical patentees have successfully argued
that the balance of convenience weighed in their
favour because the PBS price reductions triggered
by generic listing were effectively irreversible and
the loss of market position enjoyed by the originator
product would be complex and difficult to calculate
and recover.

First Instance Decision
Introduction
The Full Federal Court has upheld Burley J’s decision
to refuse an application by Sanofi seeking an
interlocutory injunction to prevent Alphapharm from
launching its Semglee product for delivering insulin,
on the basis of a weak case of prima facie validity
(and therefore infringement).

Background
Many prescription medicines are subsidised by the
Australian Government under the Pharmaceutical
Benefits Scheme (PBS). A statutory reduction of
25% to the price product sponsors receive from
the Australian Government for each prescription is
applied to existing PBS-listed products when a first
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Sanofi-Aventis Deutschland GmbH and SanofiAventis Australia Ltd (collectively, Sanofi) sought
an interlocutory injunction to restrain Alphapharm
Pty Ltd (Alphapharm) from launching its SEMGLEE
insulin glargine solution for injection injector pen
(Semglee product). Alphapharm had obtained a
listing for the Semglee product on the Australian
Register of Therapeutic Goods (ARTG) and was
seeking PBS listing. The Semglee product is a
biosimilar to Sanofi’s Lantus SoloStar and is “a”
flagged. This means that if bought to market, the
Semglee product could be substituted for Sanofi’s
product, Lantus SoloStar, by a pharmacist.
Sanofi asserted that, unless restrained, the launch of
the Semglee product would infringe claims 1 to 4 of
its Australian Patent No. 2009304105 (105 Patent). In
response, Alphapharm challenged the novelty of the
105 Patent, alleging that the claims are anticipated
by three prior patents. Justice Burley concluded that
Sanofi has made out a prima facie case that the

Semglee product falls within the scope of claim 1 of
the 105 Patent. However, his Honour found that “there
is a sufficiently strong prospect” that the patent
would lack novelty at trial. His Honour expressed
doubts that Sanofi has established a prima facie case
of infringement of valid claims. Justice Burley found
that on this basis alone, the interlocutory injunction
should be refused.
Justice Burley held in any event that the harm
suffered by Alphapharm if an injunction were granted
improperly would be significant and less readily
compensated by an award of damages than Sanofi’s
losses if an injunction were refused and the Semglee
products were ultimately found to infringe a valid
claim of the 105 Patent. As the Semglee product
would be the first biosimilar in the market for insulin
glargine, Burley J stated that it would be difficult to
know precisely what advantage Alphapharm would
have as a first mover. His Honour considered that the
calculation of loss likely to be suffered by Alphapharm
would likely be more difficult compared to the
calculation of loss for Sanofi, even with the (effectively
irreversible) PBS price reductions in mind.

Appeal Decision
Sanofi applied for leave to appeal to the Full Federal
Court (Jagot, Yates and Moshinsky JJ) but leave
was refused, with reasons. Importantly, the Full
Court explained the weighing process involved in
evaluating where the balance of convenience lies
does not affect the assessment of the existence
or strength of the prima facie case. The Full Court
confirmed that “a sufficiently strong case of invalidity
may well qualify the conclusion that there is a prima
facie case of infringement at all”. In this context, the
Full Court affirmed Burley J’s approach, stating that
“The balance of convenience was to be evaluated on
the basis that the prima facie case of infringement
was weak, so much so that the primary judge
considered it to be doubtful that Sanofi had even
established such a case…this alone was likely to be
sufficient to mean that interlocutory relief should
be refused.” The Full Court also affirmed Burley J’s
findings that the balance of convenience favoured
Alphapharm anyway, concluding that “Sanofi had not
demonstrated a sufficient likelihood of success in all
of the circumstances to justify the preserving of the
status quo…His Honour weighed all those matters
but the balance favoured Alphapharm not Sanofi.”

Significance
This decision demonstrate that pharmaceutical
patentees can no longer confidently rely on the
balance of convenience by default weighing in their
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favour, and justifying an interlocutory injunction, on
the basis that the launch of a generic or biosimilar
will result in a significant PBS price reduction and
irreparable harm to the patentee. This is one of a
number of recent cases in which the Federal Court
has declined to grant interlocutory injunctions to
pharmaceutical patentees. In particular, having
recently conducted the first contested trials to
enforce the patentee’s undertaking as to damages,
the Federal Court has cited “the difficulty, complexity
and uncertainty involved in assessing compensation
under an undertaking as to damages given in
patent infringement proceedings involving the
supply of pharmaceutical products in the Australian
market” as a factor pointing against the grant of an
interlocutory injunction: Mylan Health Pty Ltd v Sun
Pharma ANZ Pty Ltd (No 2) [2019] FCA 505 (11 April
2019) at [137] (discussed later in this publication).
With the balance of convenience no longer
necessarily the determinative or even dominant
consideration, additional focus in pharmaceutical
patent interlocutory injunction applications has
moved back to the prima facie case of infringement
and validity. To improve the likelihood of success,
patentees applying for injunctive relief will need to
build a strong prima facie case of infringement and
persuade the Court of the complexities associated
with assessing damages having regard the target
market. Accordingly, it has become more difficult to
predict whether an interlocutory injunction is likely
to be obtained by a patentee seeking to prevent
the PBS listing and launch of a pharmaceutical or
biosimilar pending the trial outcome, and each case
will turn very much on its own facts regarding the
market and also the strength of the patents and
nature of the products involved.
In practice, to be compelling a non-infringement
or invalidity argument presented in defence of
an application for an interlocutory injunction will
generally need to be relatively simple to satisfy a
judge that the patentee’s prima facie case is weak,
given the limited nature of supporting evidence and
submissions at that early stage of a proceeding. Noninfringement arguments will likely need to relate to
the clear absence of one or more claimed features,
rather than nuanced disputes about the proper
construction of terms within the claims requiring
expert opinion. Validity arguments will likely need to
relate to a threshold issue of novelty in light of one
or only a few prior art documents, or a patentable
subject matter (manner of manufacture) challenge
based on the nature of the claimed invention or
statements in the patent specification.

Background

Gene-based
medical
diagnostics remain
patent-eligible
in Australia
Sequenom, Inc. v Ariosa
Diagnostics, Inc. [2019] FCA 1011
(27 June 2019)
Read the Decision
Judges: Greenwood, White, Burley
and McKerracher JJ
life sciences | prenatal testing
product of a process
manner of manufacture

Authors
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Principal (Patent Attorney)

Snapshot
Non-invasive prenatal genetic testing based on maternal
blood sampling is replacing older invasive forms of
testing – a paradigm shift in prenatal medicine. The
patent rights associated with these diagnostic methods
have been litigated in several jurisdictions, most notably
to date the US, UK and Australia. In clear contrast to the
US Court of Appeal’s decision in Ariosa Diagnostics v
Sequenom 788 F.3d 1371 (2015), where the claims were
found to be directed to non-patentable subject matter,
this decision by Beach J provides certainty that claims
defining practical applications of natural phenomenon
are patent-eligible under Australian law.
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Sequenom Inc. (Sequenom) is the patentee of
Australian Patent No. 727919 entitled “Non-invasive
prenatal diagnosis” (919 Patent). The claims relate to
a method of detecting the presence of nucleic acid of
foetal origin in a maternal serum sample. Sequenom
sought relief for infringement of the 919 Patent
in relation to the Ariosa Diagnostics Inc (Ariosa)
“Harmony test”. The respondents, Ariosa together
with two Australian pathology companies licensed
by Ariosa to promote and supply the Harmony test,
cross-claimed seeking revocation of the 919 Patent.
The 919 Patent relates to discovery that cell-free
DNA of foetal origin (cffDNA) could be detected in
the blood of pregnant women. The 919 Patents is
directed to a method of detecting the presence of a
nucleic acid of foetal origin in a maternal serum, using
standard techniques. Sequenom began offering its
non-invasive prenatal test in the US in 2011, for the
prenatal diagnosis of genetic anomalies and foetal sex
determination. A number of other companies followed
suit, including Ariosa Diagnostics which provided its
own Harmony test.

Decision
Invalidity - genetic information v
practical application
The leading authorities on Australia’s manner of
manufacture requirement are the High Court
decisions in Research and Development Corporation
v Commissioner of Patents (1959) 102 CLR 252 (NRDC)
and D’Arcy v Myriad Genetics Inc (2015) 258 CLR 334
(Myriad) make clear that there are two essential
factors necessary to the characterisation of an
invention as a manner of manufacture:
• whether the invention as claimed is for a product
made, or a process producing an outcome as a
result of human action (an artificially created state
of affairs); and
• whether the invention as claimed has economic
utility.
Ariosa conceded that where a new scientific principle
is discovered, its practical application might be
patentable, even if that application is straightforward
once the new principle is known. However, Ariosa
argued that the discovery of the location (in maternal
serum) of a known product (foetal DNA) was not
the discovery of a new principle, and that the 919
Patent merely claims the use of the discovery, for
the purposes to which it is inherently adapted. In
particular, Ariosa contended that there was no claim

in the 919 Patent to any new method of detecting
cffDNA once it was discovered to be present in the
plasma or serum of a pregnant woman. Second,
Ariosa submitted that none of the claims involved
the creation of an artificially created state of affairs,
as the outcome of each claim was merely genetic
information about the DNA of the foetus, which is a
naturally occurring phenomenon.
Justice Beach disagreed, finding that the 919 Patent
did not contain any claims to cffDNA as a product per
se or as genetic information as it existed in nature
(as was the case in Myriad), but rather to a method
by which the discovery of the existence of cffDNA
can be put to practical use. In this way, the subject
matter of the relevant claims can be seen to fall
within the principles of NRDC and affirmed in Myriad,
whilst not being akin to the impermissible sequence
claims rejected in Myriad. Justice Beach articulated
his reasons in the following terms: “The invention
is undoubtedly an artificial non-invasive detection
method involving artificial DNA amplification
methods and synthetic probes deriving from the
presence of cfDNA in the maternal circulation
from both the mother and developing foetus.” His
Honour concluded that such a “process of detection
and discrimination” could only be characterised
as artificial and could not be naturally occurring
information of a non-patentable character.

Infringement - Diagnostic test results a
“product” resulting from a process?
Sequenom cross-claimed for relief for infringement
against Sonic Healthcare and Clinical Laboratories.
Prior to being licensed, each pathology company
would collect blood samples from women in Australia
to send to the US for testing by Ariosa. The results
were then provided to Sonic Healthcare and Clinical
Laboratories, to provide to the treating clinician in
Australia.
Justice Beach found that the Harmony Test fell within
the scope of each of the asserted claims of the 919
Patent, meaning that Ariosa infringed the relevant
claims, with the exception of claim 26 which was
held to be invalid for lack of fair basis. Insofar as Sonic
Healthcare and Clinical Laboratories had used the
Harmony Test in Australia, that use also infringed
the relevant claims. Sequenom argued that where
Sonic Health and Clinical Laboratories had supplied
the results of the test to consumers and health
professionals in Australia, the results (or the reports
produced) were, properly characterised, a “product”
resulting from the patented process carried out
overseas.
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Section 13(1) of the Patents Act 1990 (Patents Act)
gives the patentee the exclusive right to “exploit” the
patent during the term of the patent. The definition
of “exploit” contained in Schedule 1 of the Patents Act,
provides that:
“exploit”, in relation to an invention, includes:
(a) where the invention is a product — make, hire,
sell or otherwise dispose of the product, offer to
make, sell, hire or otherwise dispose of it, use or
import it, or keep it for the purpose of doing any of
those things; or
(b) where the invention is a method or process
— use the method or process or do any act
mentioned in paragraph (a) in respect of a
product resulting from such use.
As affirmed by the Full Court in Warner-Lambert
Co LLC v Apotex Pty Ltd (No 2) [2018] FCAFC 26, this
definition does not expressly contain a territorial
limitation. Such an interpretation can address any
attempt to exploit a patented process overseas, and
then bring the product resulting from that process
into Australia for supply and sale.
Sonic Healthcare and Clinical Laboratories claimed
that that the results (or reports) of the Harmony test
were merely information and not a “product”. Justice
Beach disagreed, noting that the term “product” is
not defined in the Patents Act and should be given
its ordinary meaning, covering anything resulting
from the patented process that can be commercially
exploited. The Harmony test was carried out for
the purpose of obtaining the results, which were
undoubtably of economic value (costing in the order
of $400 per test).

Significance
This decision provides certainty that claims defining
practical applications of natural phenomena
(including diagnostic methods) are patent eligible
under Australian law. This decision is also significant
as it considers the meaning of “product” in the
context of the Patents Act, finding that the meaning
is not limited to tangible products, but also intangible
information such as the results or reports of
diagnostic tests that are the outcome of a patented
process or method. An appeal to the Full Court of the
Federal Court remains pending.

The effect of
patient consent
forms for clinical
trials on patent
validity
InterPharma Pty Ltd v
Hospira, Inc (No 5) [2019] FCA 960
(20 June 2019)
Read the Decision
Judge: Kenny J
pharmaceutical | clinical trial
method of treatment claims
consent forms | novelty

Authors

As reported in our Best Patent Cases 2017
publication, Pfizer had previously obtained an
interlocutory injunction precluding InterPharma from
marketing generic dexmedotomine, despite triable
issues under several grounds of patent invalidity
having been raised: InterPharma Pty Ltd v Hospira,
Inc (No 3) [2017] FCA 1536

Arguments
InterPharma accepted that, to the extent that
relevant claims were valid, its proposed conduct
would infringe the 484 Patent. Novelty, manner
of manufacture, inventive step and fair basis were
considered in the context of validity. The novelty
arguments focused on: (1) US Patent 4,910,214
(US 214); (2) a PIC form from the Duke University site
of clinical study no. DEX-95-004 (Duke Form); and
(3) a PIC form from Part 1 of clinical study no. W97-249
(249 Form).

Serena White PhD
Senior Associate (Patent Attorney)

Decision

Duncan Longstaff
Principal (Lawyer)

Novelty

Snapshot
This decision provides guidance on the relevance
of patient information consent (PIC) forms, a
requirement for clinical trials, for novelty purposes
in the context of patent validity. In this case, it was
found that PIC forms for two clinical trials, which were
carried out before the priority date, failed to anticipate
method of medical treatment claims.

Background
This proceeding related to the construction, validity
and, if valid, alleged infringement of Australian Patent
No. 754484 entitled “Use of dexmedotomine for ICU
sedation” (484 Patent). Hospira, Inc was the patentee
and Pfizer Australia Pty Ltd the exclusive licensee
(collectively, Pfizer) of the 484 Patent, which was
directed to an allegedly new use of dexmedotomine
(a known compound) for Intensive Care Unit (ICU)
sedation. InterPharma Pty Ltd (InterPharma)
commenced proceedings to revoke the 484 Patent.

18

Pfizer argued in a cross-claim that InterPharma
threatened to infringe by (amongst other things)
offering to supply, and by supplying, generic
products.

Shelston IP  Established. Excellence.

Justice Kenny found that if a skilled addressee at the
priority date were to follow the limited information
regarding the “method of sedation/analgesia” in
US 214, he or she would not inevitably arrive at
the invention, particularly having regard to the
unknown relative magnitude and quality of the
sedative, anxiolytic and anti-hypertensive properties
of dexmedetomidine. Therefore, the 484 Patent was
found to be novel over US 214.
The information in the Duke Form was deemed
“publicly available”, in that it was made available to at
least one member of the public who, in that capacity,
was free, in law and equity, to make use of it. Justice
Kenny emphasised that what was involved was a
clinical study to ascertain the potential benefits of
dexmedetomidine as an anaesthetic adjunct during
surgery and for pain relief after surgery, and the
outcome of the study was expressed as uncertain.
The Duke Form disclosed that sedation would be
an outcome of interest (as a potential side effect)
but not that it was necessarily expected to occur,
and therefore it was held not to contain a direction,
recommendation or suggestion concerning the use
of dexmedetomidine for ICU sedation. Thus, the Duke
Form did not anticipate the claims of the 484 Patent.

The information in the 249 Form, like the information
in the Duke Form, was deemed “publicly available”.
Justice Kenny rejected InterPharma’s submission
that the skilled addressee “reading the 249 Form
would have a reasonable expectation of seeing a
sedative effect on patients in the ICU who received
dexmedetomidine”. Instead, Kenny J found that
the skilled addressee would understand that the
249 Form described and related to an early study
(a Phase II trial) with an uncertain outcome, and
that a significant proportion of Phase II trials
were unsuccessful. Her Honour found that the
249 Form disclosed the possibility of the use of
dexmedetomidine as an ICU sedative and that
a study was to be conducted, but that was not a
statement that disclosed that the method would
work and should be tested to obtain regulatory
approval. Accordingly, the 249 Form was held not to
anticipate the claims either.

Inventive step
Justice Kenny determined the claimed subject
matter to be inventive, accepting that the skilled
addressee would not have been directly led by the
relevant citation to try dexmedetomidine (a drug that
had no sedative effects post-operatively) as an ICU
sedative.
Significantly, because of its age, the validity of
the 484 Patent was governed by the Patents Act
1990 (Cth) in the form in which it stood prior to
the Patents Amendment Act 2001 (Cth) and the
Intellectual Property Laws Amendment (Raising
the Bar) Act 2012 (Cth). Accordingly, the 484 Patent
benefited from a narrow prior art base comprising
the common general knowledge (CGK) in Australia
only, plus published prior art documents that could
be established as a reasonably expected to have been
ascertained, understood and regarded as relevant
by a skilled addressee as at the 1 April 1998 priority
date. Unsurprisingly, InterPharma did not attempt
to establish that either the Duke Form or the 249
Form fell either within the CGK or would have been
ascertained, understood and regarded as relevant,
as such exercises would likely have proven futile.
However, if either of those patient consent forms
could have been included in the prior art base, it
seems reasonably likely (noting both PIC forms
appear to have been used before any applicable
grace period) the Court would have considered the
claimed methods of using dexmedetomidine for
ICU sedation as obvious in light of the statements in
those forms regarding the purpose of the clinical trial,
notwithstanding the uncertainty of outcome (akin
to the findings in AstraZeneca AB v Apotex Pty Ltd
[2015] HCA 30).
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Significance
Care must be taken when preparing PIC forms.
Whilst there is a need for full disclosure of the nature
of the study, the forms should also minimise the
risk of the disclosed information compromising
patentability of any resultant invention. PIC forms
provided to prospective clinical trial participants
before the priority date may be considered prior art.
Indeed, prospective participants must be free to
discuss the information with anyone (e.g. a doctor,
family members, friends) so they can make informed
decisions about whether or not to participate.
In the present case, the Duke Form and the 249 Form
fell short of the threshold for anticipation because
they did not teach that dexmedetomidine is effective
for use in ICU sedation. The Duke form did not
contain a direction, recommendation or suggestion
concerning the use of dexmedetomidine for ICU
sedation and the 249 Form was deemed to describe a
study, the outcome of which was uncertain.
This decision distinguishes the disclosures
of the Duke Form and the 249 Form from
the circumstances in Merck & Co Inc v Arrow
Pharmaceuticals Ltd [2006] FCAFC 91, in which the
patent in question related to a method of treatment
involving administration in weekly doses and the
relevant prior art was a published article. That article,
which disclosed a once-weekly dosage interval, was
found to be novelty destroying. The fact that the
article indicated that further testing was required was
not necessarily fatal to a finding of anticipation.
Further, as noted above, neither the Duke Form
nor the 249 Form satisfied the requirements under
Australia’s “old law” of obviousness for their inclusion
in the prior art base for assessing obviousness.
However, under Australia’s current law of obviousness,
inventive step is assessed against a broader prior art
base. In particular, the CGK is now deemed global and
a prior art document only needs to be established
as publicly available to be considered together with
the CGK. Accordingly, if they are publicly available
more than 12 months before the priority date of the
patent (and therefore not entitled to any type of grace
period), PIC forms that describe an experimental
method that is subsequently claimed could invalidate
the patent for obviousness even if they do not destroy
novelty.

Allegations
of unjustified
threats made to
customers of an
alleged infringer
unsuccessful
Liberation Developments Pty Ltd
v Lomax Group Pty Ltd [2019]
FCA 1180 (30 July 2019)
Read the Decision
Judge: Greenwood J
mechanical | purposive construction
claim construction | infringement
unjustified threats

Author
Allira Hudson-Gofers
Principal (Patent Attorney)

Snapshot
This case provides guidance in applying the
reasonable person test to consider when a statement
amounts to an unjustified threat of infringement
proceedings. Here, the Court held that a letter to
a third-party referring to existing proceedings and
stating that the sender did not want to involve any
other persons in the dispute did not constitute a
direct or indirect threat of infringement proceedings
to the recipient of the letter.

Background
Liberation Developments Pty Ltd (Liberation)
is the patentee of Australian Innovation Patent
2013100057 entitled “A Weighted Support Assembly”
(057 Patent). The 057 Patent was certified by the
Commissioner on 1 August 2013, has an earliest
priority date of 25 May 2011, and has been granted a
term of eight years. Titan Hoarding Systems Australia
Pty Ltd (Titan) was Liberation’s exclusive licensee
of the patent. Liberation and Titan commenced
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proceedings alleging that Lomax Group Pty Ltd
and the other respondents (collectively, Lomax)
had infringed claims 1, 2, and 4 of the 057 Patent by
manufacturing and supplying the Lomax Hoarding
System (LHS). Lomax denied the infringement
allegations. They also contested the construction of
the claims adopted by the applicants, and argued
that if the construction was found to be correct and
if the LHS embodied each of the integers of the
claims in suit, those claims were not fairly based on
disclosures contained in the specification. Finally, the
Court heard Lomax’s cross-claim that Titan made a
representation to a third-party customer of Lomax
constituting an unjustified threat.

Arguments
Construction of the claims and the alleged
infringement
The weighted support assembly claimed in the 057
Patent principally comprised a base, an elongate
support member fixed to the base for support, a post
of a hoarding in an upright orientation, a number of
weights that can be placed on the base, and a locking
arrangement configured to permit the weights to
be locked to at least one of the base and the support
member. In developing this assembly, the inventor
noted in the specification of the 057 Patent that
“hoardings and other temporary structures can
become unstable and prone to being knocked over if
weights are removed from the base or even knocked
off the base”. The LHS, distributed by Lomax, has the
following features:
• the weights of the LHS rest directly on the ground,
such that there is no discrete base; and
• the post and support member of the LHS
respectively slot into recesses and holes in the
weights.
To establish infringement, Liberation needed to
show that the LHS comprised a “base”. They argued
that there was no indication in the specification that
the base could not be a “weight”. They went on to
purposively construe that the “bottom weight” as the
lowermost supporting part of the structure could be
a base for the purpose of claim 1.
Claim 1 also required that the elongate support
member be fixed to the base to support a post of a
hoarding in an upright orientation. Liberation referred
to the object of the invention and argued that the
word “fixed” should be understood to mean that
lateral movement of the weights was inhibited, at
least in the sense that it inhibits the weights from
being knocked off. Conversely, Lomax submitted

that the integer “fixed to the base” means that the
elongate support member cannot move relative
to the base regardless of the direction in which it is
sought to be moved.

assembly… that the elongate support member is
fixed to the base of the assembly”. The LHS did not,
therefore, exhibit the feature of the elongate support
member being fixed to the base.

Finally, Liberation contended that the locking
arrangement was present in the LHS through either
the mechanism of the assembly engaging with a
timber stud or through the complementary nesting
of the weights and a hoarding post. Lomax argue
that the “capacity to lock” must be present in the
assembly before the introduction of a hoarding
post, and that the LHS did not provide any capacity
for locking the weights to the base or the elongate
support member at all, and certainly not before the
addition of the hoarding panels.

It was also determined that claim 1 ought not to be
construed so as to include a hoarding post. Justice
Greenwood considered that to do so would be
taking an improper approach to the methodology
of purposive construction by adding an entirely new
integer to claim 1. Accordingly, it was accepted that
the locking arrangement of claim 1 does not engage
the hoarding post as any aspect of the structural
combination making up the locking arrangement.

Unjustified threats of infringement
proceedings
In the statement of cross-claim, Lomax asserted that
Titan has represented to a third-party in Australia
interested in exploiting hoarding systems that the
LHS infringed the 057 Patent. The cross-claimants
relied upon the following statements in a letter sent
on behalf of Titan to Mirvac dated 9 April 2018:
“As soon as we heard about the LHS we started
proceedings in the Federal Court of Australia.……
Currently the dispute is confined to Titan and
Lomax. Titan sincerely does not want to involve
any other persons in this dispute.”
Lomax argued that the statements were akin to a
threat because Mirvac would undoubtedly wonder
why the letter was sent and conclude that any
future purchase by Mirvac of the LSH would be
accompanied by a risk that Liberation and Lomax
would involve Mirvac in the ongoing dispute.

Decision
Alleged infringement
Justice Greenwood found that the reference in the
specification to a number of weights that can be placed
on the base suggests a conscious separation between a
base on one hand and a weight on the other. As a result,
to infringe, the LHS must have had within its assembly a
base separate and distinct from a weight. The LHS does
not contain a base in that sense.
Regarding the locking assembly, Greenwood J took
a dictionary meaning of the word “fixed” and, as a
result, was unable to accept that “if the elongate
support member can simply be lifted out of the
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For these reasons, the LHS did not infringe claim 1 of
the 057 Patent.

Cross-claim of contended unjustifiable
threat
Justice Greenwood referred to Australian Steel Co
(Operation) Pty Ltd v Steel Foundations Ltd (2003)
[2003] FCA 374, which provides that for a claimant
to succeed in a proceeding for unjustified threats, it
is necessary to show that a threat has been made.
Further, Greenwood J applied C & P Development
Coy (London) Ltd v Sisabro Novelty Coy Ltd (1953)
70 RPD 277 at 282, where it was accepted that it is
not necessary for the threat to be made explicitly,
but it is enough if the language used is such as
would convey to any reasonable person, that the
person using the language intended to bring
proceedings for infringement against the person
said to be threatened. The Court was not satisfied
that the language of the letter from Titan would
convey, objectively, to a reasonable person, a threat
that Liberation and Titan might bring infringement
proceedings against Mirvac.

Significance
This decision confirms that purposive construction
does not allow the claim scope to be extended
beyond the meaning of the words in the claim when
read in conjunction with the specification more
broadly. This highlights the need to carefully consider
the language selected for a patent claim to ensure
that it is broad enough to capture workable variants
which could be adopted by a competitor.
This decision also highlights the importance of
carefully considering the language of notification
letters and of considering the risks associated with
making assertions that the actions of a competitor
constitute infringing behaviour. This is particularly
pertinent when the assertions are made to customers

SNF fails in latest
bid to curtail
BASF’s tailings
treatment
monopoly
SNF (Australia) Pty Limited v
BASF Australia Ltd [2019] FCA 425
(27 March 2019)
Read the Decision
Judge: Beach J
chemical | mining | inventive step
novelty | secret use

Authors
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Principal (Patent Attorney)

Snapshot
In the latest in a long line of decisions in various
court and Patent Office proceedings between these
two parties, SNF was unsuccessful in an appeal
from decisions in Patent Office oppositions to two
BASF patent applications relating to mining tailing
treatment processes.

Background
SNF’s appeal (and its original oppositions) related
to two opposed standard patent applications
concerning processes for treating mining tailings
(the mineral slurry waste remaining after the
processing of ore to extract mineral concentrates)
with a class of polymers known as flocculants, used
to thicken the tailings and assist with its disposal. In
the original oppositions (one to each BASF patent
application), SNF asserted before the Patent Office
that the claims of both patent applications were
invalid for lack of inventive step, and in light of secret
use of the claimed method before the priority date.
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A Delegate of the Commissioner found that certain
claims of both applications did lack inventive step,
but allowed BASF the opportunity to amend the
applications to restrict the subject matter of the
claims to that which was found to be patentable.
SNF was wholly unsuccessful in the oppositions in
establishing secret use. Following the Patent Office
decisions, BASF amended the claims of each of the
patent applications in a manner that addressed
the Delegate’s concerns. SNF appealed both of the
decisions to the Federal Court, which were heard
together in this case before Beach J.

Arguments
Novelty and Inventive step
The main thrust of SNF’s case was that all claims of
both BASF patent applications lacked inventive step
in light of the common general knowledge (CGK),
either alone or in combination with one or more of
five prior art documents. SNF also ran an argument
that many of the claims lacked novelty in light of a
variety of allegedly anticipating email disclosures and
reports. The inventive step case largely turned on
whether a person skilled in the art seeking to achieve
a mining tailings disposal solution would have used
a second dose of flocculant in a tailings stream
comprising coarse and fine particles (known as “codisposal”) to rigidify the sediment mound formed
on deposition of the tailings, and to release water for
recycling.

Secret Use
SNF also contended that the invention as claimed
had been used in a manner not falling within one of
the exceptions to secret use provided for in section 9
of the Patents Act 1990 (Cth) (Patents Act) as it stood
at the priority date. At that time, use for “reasonable
trial and experiment” was excepted, as was use
occurring solely in the course of a confidential
disclosure. SNF asserted that the use of commercial
quantities of flocculant for treating mining tailings
at three separate mine sites before the priority date
amounted to an undue prolongation of the patent
term from which commercial benefit was derived in
the form of payment for the flocculant used, which
was in the order of around $90,000. Additionally, SNF
contended that BASF had sold or licensed equipment
for use in the claimed invention before the priority
date, and derived at least $50,000 in income from
that use. SNF argued that these examples provided
BASF with a commercial advantage and was thus not
solely for “reasonable trial and experiment”.

Decision
Inventive Step
Justice Beach found that SNF failed to establish that
the claimed inventions lacked inventive step over
the CGK. His Honour was not prepared to find that
a person skilled in the art would have chosen codisposal of tailings, or that they would have added
a second dose of flocculant to a tailings stream.
Accordingly, the combination of co-disposal and
additional flocculant was deemed inventive. His
Honour also found all the allegedly anticipating
emails and reports were not publicly available as
required under the Patents Act, and in any case, did
not individually or in combination constitute a clear
enabling disclosure.

Secret Use
Justice Beach also found that SNF failed to make out
its secret use case. His Honour agreed with BASF that
the overall cost of the trials exceeded the contribution
made by the mine operators towards the price of
flocculant used, and the monies received merely
represented an offset to some of the costs incurred
in running the trials (and there was no profit). His
Honour also found that the evidence showed that
the trials and their results were discussed and
documented in numerous R&D project meetings
and reports, reflecting their experimental nature. His
Honour also considered tailings disposal methods
to be a technology where field testing and lengthy
trial was necessary, such that the trials conducted
with customers on-site were reasonable, noting they
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were, in any case, confidential disclosures. Finally, his
Honour noted that SNF did not establish it was use
of the invention as claimed in many of BASF’s claims
that was the subject of the alleged secret use.

Significance
Although many aspects of the inventive step
case discussed in this decision are themselves
unremarkable, a number of notable matters merit
mention. First, His Honour noted on several occasions
that for many of SNF’s witnesses, their oral evidence
departed from their affidavit evidence and that
“reconstruction was manifest”. Another interesting
aspect of the case that ultimately worked against SNF
was that they filed “voluminous evidence” relating
to test work undertaken in relation to treating mine
tailings before the priority date and spanning a
period of over 20 years. However, this ultimately only
served to demonstrate that, despite a number of
people in the field undertaking a significant amount
of test work, no person skilled in the art arrived at
the invention claimed in the opposed applications,
thereby inadvertently providing a form of secondary
indicia of non-obviousness. Finally, this decision again
demonstrates the difficulty of succeeding in a secret
use action. It is for the impugning party to discover
the use, which by its nature must have been secret
(and therefore may require reconstruction from
documents obtained during discovery) and then
to show that the use has the requisite commercial
character, such that the trial or confidentiality
exceptions do not apply. Additionally, the use must
be of the invention as ultimately claimed, even
though the final form of the claims will post-date the
allegedly secret use by several years.

Background

Method of
separating mined
material deemed
a manner of
manufacture
Technological Resources Pty
Limited v Tettman [2019] FCA 1889
(15 November 2019)
Read the Decision
Judge: Jagot J
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manner of manufacture
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Mr Tettman successfully opposed the grant of
Australian Patent No. 2011261171 entitled “Separating
mined material” (171 Application) before the
Commissioner of Patents. The Delegate found
that the claimed invention was not a manner of
manufacture on the basis that the invention as
claimed was a mere scheme and refused the grant
of the 171 Application. Technological Resources
Pty Limited filed an appeal to the Federal Court of
Australia.
The 171 Application describes and claims methods
and apparatus for identifying and separating mined
material on a bulk basis (a form of ore sorting in
which a sensor is used to make an assessment of
material on a bulk basis) and describes how low grade
iron ore can be upgraded by implementing a system
that assesses the grade of segments of ore and then
separates the ore based on the assessed grade of
segments of ore. The main ground of contention in
the decision was that the claimed invention was not
a manner of manufacture (i.e. not patentable subject
matter) on the basis that (i) what was claimed was a
mere scheme, (ii) the claimed invention involved only
mere working directions; and (iii) the invention was
a mere collocation and/or was nothing more than a
claim for the use of a known material for a purpose
for which its known properties make that material
suitable.

Arguments
Snapshot
The Federal Court of Australia has overturned an
Australian Patent Office (APO) opposition decision
regarding the “manner of manufacture” requirement
for patentable subject matter. In the opposition
before the APO, the Delegate considered that the
claimed invention was not a manner of manufacture
on the basis that the invention as claimed was a mere
scheme. In the Federal Court appeal, Jagot J found
that the Delegate had mischaracterised the claimed
invention and that the claimed invention was not
analogous to those considered to be mere schemes.
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Mere collocation
Mr Tettman contended that the claims of the 171
Application were not a manner of manufacture
because they defined a mere collocation and/or were
nothing more than a claim for the use of a known
material for a purpose for which its known properties
make that material suitable. It was argued that there
was no inter-related working between the claimed
integers in the sense that any one of the integers was
doing something which it could not do without the
presence of one or more of the other integers. It was
argued that the individual integers of the claimed
method were known and the claimed invention
involved the use of known systems to a purpose to
which they were all well suited.

Technological Resources argued that the invention
of its method claims was not a combination of parts
at all, but rather a method comprising a series of
steps undertaken in a sequential manner for the
processing of ore. In each of those claims, the ore is
processed sequentially by each step and does not
proceed to the next step until it has completed the
previous step. It was argued that in that sense, the
steps plainly have a working inter-relationship.

Mere scheme and working directions
Mr Tettman relied upon the reasoning of the
Delegate which found that the claimed invention
did not involve a manner of manufacture since what
was claimed was a mere scheme and mere working
directions. Technological Resources argued that the
171 Application did not involve a business method or
scheme and is distinct from gathering, processing or
presentation of information in the fields of finance
or business. The “…claimed invention resides in the
field of mining or mineral processing, a technical
field, and involves methods and apparatus for the
processing of ore in a series of physical process
steps to produce upgraded material, a physical
and tangible result. So understood, the invention
is a classic example of a manner of manufacture
according to traditional principle”.

Decision
Mere collocation
Justice Jagot found that the methods and apparatus
claimed were in fact different to anything that formed
part of the common general knowledge that had
been established by the parties’ expert evidence.
In particular, the evidence established that bulk
sorting and particle sorting were niche applications
not widely used in mineral processing and that the
combination of the two was not known or used at all
before the priority date. Her Honour also found that
what is involved in both the method and apparatus
claims is a functionally-integrated series of steps
in which each subsequent step depends on the
creation of a new state of affairs by the preceding
step. Further, the specification did not support the
inference that bulk sorting and particle sorting
formed part of the common general knowledge
of the skilled addressee. None of the experts in the
proceeding knew of the concept of bulk sorting

25

Shelston IP  Established. Excellence.

followed by particle sorting as a method of mineral
processing. In these circumstances, Mr Tettman’s
case that the claimed invention involved the mere
use of known material for known purposes could not
succeed.

Mere scheme and working directions
Justice Jagot also found that the claimed invention
was not analogous to those considered to be mere
schemes. Her Honour found that the Delegate’s
reasoning involved a mischaracterisation of the
claimed invention, which “involves physical steps
carried out on a physical product using physical
apparatus, to produce a physical and tangible result.
It does not bear a resemblance to the cases on which
the Delegate relied” Accordingly, no meaningful
analogy to Commissioner of Patents v RPL Central
Pty Ltd [2015] FCAFC 177 or Research Affiliates LLC v
Commissioner of Patents [2014] FCAFC 150 could be
drawn.

Significance
The requirement that an invention be a manner of
manufacture in order to be patentable subject matter
has often been difficult to reconcile with technologies
such as software or computer-implemented
inventions. For subject matter which resides in
an “abstract idea” (such as business methods
or schemes), these inventions cannot be made
patentable subject matter merely by processing
using a computer. However, inventions involving
physical steps carried out on a physical product
using physical apparatus, to produce a physical and
tangible result, remain patentable if they give rise
to an artificially created state of affairs of utility in
a field of economic endeavour (the useful arts), as
established by the High Court of Australia in National
Research Development Corporation v Commissioner
of Patents (1959) 102 CLR 252.

No meaningful
technical detail
means no
patentable subject
matter
Repipe Pty Ltd v Commissioner
of Patents [2019] FCA 1956
(22 November 2019)
Read the Decision
Judge: McKerracher J
computer-implemented method
manner of manufacture
innovation patent

Authors
Tam Huynh
Senior Associate (Patent Attorney)
Alana Gibson
Patent Attorney

Snapshot
Two innovation patents directed to software
inventions were revoked after the Court determined
that a lack of technical detail in the specifications
meant the patents were not directed to patentable
subject matter. The claims for the inventions failed to
provide sufficient technical detail to be considered
more than mere generic computer implementation.

Background
Repipe Pty Ltd (Repipe) was the owner of Australian
Innovation Patent 2017100560 (560 Patent) and
Australian Innovation Patent 2017100943 (943
Patent) (together, the Patents). The Patents
claimed similar subject matter and were divisional
applications originating from the same parent
application. The Patents were directed to methods
of providing information to a portable user device
to improve compliance by employees with field
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risk management procedures and requirements in
industries such as construction and mining. Claim 1 of
the 560 Patent recited:
“A method of providing information for risk
management to a user of a portable personal
computing device performing a job in the field,
said method comprising:
selecting a document to be completed by the
user related to a job to be performed by the user;
downloading information to the portable
personal computing device;
displaying the downloaded information for
selection of items in the information so as to
complete the selected document; wherein the
downloaded information comprises information
provided by one or more other users having an
administrative role and information provided by
one or more other users having a field worker role;
receiving input to the portable personal
computing device, wherein the input comprises
selection of one or more of the items in the
information, and/or the input comprises providing
new information;
uploading the input, whereby a record of
the input is stored in relation to the selected
document, and the new information is added to
the information to be downloaded by other users.”
After three adverse examination reports issued in
relation to each of the Patents, and an unsuccessful
hearing in which a delegate of the Commissioner
of Patents issued a decision (Repipe Pty Ltd [2018]
APO 42), Repipe appealed that decision to the
Federal Court. Both parties agreed that the only issue
disputed was whether the Patents claimed inventions
that were a manner of manufacture under s 18(1A)(a)
of the Patents Act 1990 (Cth).

Arguments
Repipe submitted the substance of the invention
claimed in the 560 Patent was the combination of
the server, communications network and a portable
computing device configured and controlled in the
specified way by a specific software application so the
user can use and create an expanding collection of
items to select from as each field worker completes
his or her own risk management document. Similarly,
Repipe contended that the substance of the 943
Patent was the combination of infrastructure items
configured and controlled by a specific computer
program installed on the server and the smartphones
to operate them to undertake the steps of the

claims. In both cases, it was submitted that each of
the inventions claimed in the Patents provided a
technical solution to a technical problem.
The Commissioner argued that the substance of
the invention in both Patents was a mere scheme
for sharing and completing workplace health and
safety documents, and consequently not a manner
of manufacture. The Commissioner emphasised that
there was a lack of any meaningful technical detail
in the claims or the accompanying description in the
body of the specification of the Patents. In particular,
the claims recited ordinary computer functions
without prescribing the technical means by which
any such functions must be performed. The lack of
detail left the selection of hardware and creation of
software to implement the steps entirely up to the
person skilled in the art.

Decision
The decision of the Court hinged on the question
of whether or not the method of each invention
merely required generic computer implementation
of a scheme or abstract idea. Justice McKerracher
determined that there was “no meaningful technical
content” in either specification, despite providing
detail as to the computing device functionality.
Importantly, McKerracher J highlighted the absence
of specific application software being claimed or
even identified in any claim of the Patents, as well
as drawing attention to the absence of computing
programming logic or code being disclosed. In
paragraph 93, his Honour noted:
“The substance of both inventions is a mere
scheme that can be implemented using some
unidentified software application to cause a
server computer and smartphone to perform
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the steps identified in the claim. To implement
the scheme, a reader must use his/her own skill
and knowledge to write an appropriate software
application. No such application is disclosed in
the Patents.”
Justice McKerracher referred to a number of
authorities in the decision including the recently
issued expanded Full Federal Court decision in
Encompass Corporation Pty Ltd v InfoTrack Pty Ltd
[2019] FCAFC 161 (Encompass, referred to earlier
in this publication). Following the approach of the
Full Court in Encompass, his Honour found the
claimed methods merely required generic computer
implementation and therefore could not be a
manner of manufacture.

Significance
Australian patent law does not explicitly exclude
software or computer-implemented inventions
from patent-eligibility. These types of inventions
may still be patentable. However, this decision
reiterates the expanded Full Federal Court’s decision
in Encompass, emphasising the need for careful
consideration in drafting specifications in this field
of technology. In particular it is essential that the
claims define how any hardware features, computer
processing functions or software applications used for
carrying out the steps of the invention perform their
technical functions and represent an improvement
in the computer. Such approaches to drafting the
specification and claims of a patent for computerimplemented methods can reduce the risk of an
examiner, hearing officer or judge characterising
the invention as merely requiring generic computer
implementation and therefore failing manner of
manufacture requirements.

claim 1 was directed to:

Method of
innovation a mere
scheme and would
have “chilling
effect” if granted
Watson v Commissioner of
Patents [2019] FCA 1015
(28 June 2019)
Read the Decision
Judge: Rares ACJ
computer-implemented method
manner of manufacture
“chilling effect” | innovation patent

Authors
Tam Huynh
Senior Associate (Patent Attorney)
Alana Gibson
Patent Attorney

Snapshot
In this Federal Court of Australia decision, Mr Dale
Watson appealed a decision by the Delegate of the
Commissioner of Patents to revoke an innovation
patent entitled “A Method of Innovation”. After finding
that the patent was directed to an abstract idea for
a business model, the Court also commented on the
chilling effects of allowing such an invention to be the
subject matter of a granted patent.

Background
Mr Dale Watson is the presently recorded Applicant
and inventor for Australian Innovation Patent No.
2017101681 (681 Patent) entitled “A Method of
Innovation”. Mr Watson is a registered patent and
trade mark attorney and his firm, Bellator, was
originally the Applicant for the 681 Patent before it
was transferred into Mr Watson’s own name. Method
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“A method of innovation comprising the steps of
an organisation engaging with an innovation
services provider to innovate, said organisation
disclosing aspects of the organisation to said
innovation services provider and specifying
a financial return to said innovation services
provider for said innovation, wherein said
innovation services provider describes or defines
or describes and defines said innovation as a
corresponding IP right prior to its disclosure
to said organisation and the amount of said
financial return is determined, at least partially,
from the value or benefit or advantage of any
sort or any other consideration or value of any
kind to said organisation of said IP right.”
During examination for certification of the innovation
patent, five examination reports were issued, all of
which concluded that the invention was directed
to a business model, and therefore was not suitable
subject matter for a patent (a mere scheme and
not a “manner of manufacture”). After the fifth
examination report, Bellator requested a hearing. In
the resulting hearing decision, the Delegate of the
Commissioner of Patents also concluded that the
claims were directed to a business scheme or model.
The Delegate therefore revoked the innovation
patent as none of the claims were for a “manner of
manufacture”. That decision of the Delegate was
appealed to the Federal Court by Mr Watson, who
took an assignment of the 681 Patent from his firm
Bellator.

Arguments
Mr Watson submitted that a necessary step in the
method of the claims was the definition of the
innovation as a corresponding IP right. The IP right
being a form of property such as a patent, trade
mark, design, plant breeder’s right or copyright.
Mr Watson then contended that the product of
the claimed invention was the IP right created by
following the method of the invention, and as such
the product constituted an “artificial state of affairs”.
Mr Watson argued that “[t]he significance of the
product is economics, for it provides [an] advantage”,
ultimately arguing that the invention claimed was
patentable because it was “something that can
be made by man… or at the least [was] some new
mode of employing practically his art and skill”,
thereby amounting to an observable phenomenon.
Mr Watson further submitted that the IP right, as
claimed in claim 1, was “a useful product” that was a
“tangible, physical and observable effect”.

Decision
Justice Rares dismissed Mr Watson’s appeal,
concluding that the claimed invention is directed
to an abstract idea for a business scheme under
which persons can agree to contract for intellectual
property services, where those services might result
in the creation of an IP right (through some uncertain
process) that might be useful and, if so, make an
additional agreement as to a reward.
The claims were considered to involve a collocation
or combination of well-known steps. The idea of
providing remuneration on the basis of success
and the calculation of a reward based on some
relationship of the value of what is created for the
engaging party was not considered to be new,
nor was the combination of such a method of
remuneration with the engagement of a professional,
to produce an IP right.
His Honour also commented on the vague nature of
the claims. The claims were determined to amount
to no more than assertions of a method that might
produce a result. Further, Mr Watson’s argument that
the invention is to a method to arrive at a price was
considered to be baseless, given that the claims only
required that an unspecified part of the reward be
payable at the time that the innovator discloses its IP
right to the organisation.
Justice Rares noted that one would have to follow
the method claimed by Mr Watson’s 681 Patent
in full before knowing whether or not the original
engagement of the innovator fell inside or outside
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of the scope of the claims. As Rares J put it, “to allow
such a… monopoly would have a chilling effect on
all intellectual property professionals... because
they would be at risk of infringing the patent if they
followed the supposed method and succeeded in
producing a useful result”. Consequently, his Honour
concluded that the method was not considered
to be patentable based on the claimed subject
matter being a mere scheme or business model, the
uncertainty of the alleged invention idea, and the
unsettling ramifications of allowing such subject
matter to be deemed eligible for a patent.

Significance
Inventions for abstract business ideas or schemes are
not considered to be patentable subject matter, and
applications directed to abstract ideas, schemes and
intellectual information have never been held to be
patentable. Anyone attempting to seek protection
for such subject matter should also take note of
the Court’s reasoning as to the unsettling effects of
allowing such patents. The decision demonstrates
that Australia’s courts and Patent Office remain
prepared to reject or revoke patents on the basis of:
• a lack of a useful physical result or technical effect,
such as an improvement in a computer;
• a lack of well-defined boundaries and the resulting
ambiguity surrounding the scope of the claims; and
• the negative effects that granting of the patent
would have on innovation or on activities beyond
those formally the subject of the patent.

Federal Court
shows generics
how to avoid
infringement of
Swiss-style claims
Mylan Health Pty Ltd v Sun
Pharma ANZ Pty Ltd [2019] FCA 28
(22 January 2019)
Read the Decision
Judges: Nicholas and Yates JJ
pharmaceutical | swiss-style claims
interlocutory injunction
balance of convenience

Authors
Candace Wu PhD
Patent Attorney
Grant Shoebridge PhD
Principal (Patent Attorney)

Snapshot
In Australia, both method of treatment and Swissstyle claims in the format “use of [compound X] in
the manufacture of a medicament for the treatment
of [condition Y]” are permitted. Method of treatment
and Swiss-style claims are directed to different
infringing acts in Australia. This highlights the
importance of pursuing both these claim types in
Australian pharmaceutical patents.

Background
Mylan’s product, fenofibrate (marketed under the
name Lipidil), was indicated for the treatment of
retinopathy, in particular diabetic retinopathy, and
covered by the Swiss-style claims of Australian Patent
No. 2006313711. The allegedly infringing products
(collectively, the Ranbaxy Products) were originally
approved for the same indication as the Mylan’s
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product. However, the product information (PI) for
the Ranbaxy Products was subsequently amended to
remove reference to diabetic retinopathy.

Arguments
Mylan’s infringement case alleged that:
• the amended PI for the Ranbaxy Products asserted
that the Ranbaxy Products were bioequivalent to
Lipidil;
• the PI for Lipidil expressly stated that it was
indicated for the reduction in the progression
of diabetic retinopathy and included details of
the FIELD and ACCORD trials relevant to that
indication; and
• the PI for the Ranbaxy Products did not assert
that the Ranbaxy Products were not indicated for
diabetic retinopathy or that it was not bioequivalent
for that purpose.

Decision
Justice Nicholas acknowledged that the Ranbaxy
Products were suitable to be administered for the
therapeutic use designated in the Swiss-style claims,
but rejected the submissions above and said:
“[i]n my view the evidence does not support
a finding that the Ranbaxy products will be
manufactured with the intention that they be
used for the prevention or treatment of diabetic
retinopathy. The infringement case based on the
Swiss-style claims must fail.”
In reaching that decision, Nicolas J was guided and
accepted the observations of the UK Supreme Court
in Warner Lambert Company LLC v Generics (UK) Ltd
[2018], including:
• that a Swiss-style claim is “purpose limited” and
that the monopoly claimed is for the preparation or
manufacture of a medicament for the treatment of
a particular medical condition; and
• as a matter of construction, a Swiss-style claim
required a “mental element” involving an “objective
intent” or a “subjective intent” of the manufacturer.
The test of “subjective intent” is whether the
manufacturer made the product with the intention
of targeting the patent-protected market while the
“objective intent” asks whether the manufacturer
reasonably should have known or foreseen that at
least some of the prescriptions for the claimed drug
for the claimed indication would actually be fulfilled
by its own product. While Nicolas J did not find it
necessary to decide in the present case whether the

Swiss-style claims are concerned with the objective
or subjective intention of the manufacturer, he found
the reasons given by the UK Supreme Court which
favoured the “objective intention” more persuasive
and stated:
“[o]f course, it is for the applicants to establish that
the manufacturer has made (or will make) the
relevant medicament with the objective intention
that it be used to treat the condition designated
in the Swiss-style claims. The fact that it may
be reasonably foreseeable or even likely that a
substantial portion of the product manufactured
will be used to treat that condition is certainly not
determinative at least not where the product is
also used extensively in the treatment of other
non-designated conditions.”
The Court confirmed that infringement of a Swissstyle claim requires the patentee to establish that the
manufacturer has made (or will make) the relevant
medicament with the “objective intention” that it be
used to treat the condition defined in the claim.
Justice Nicholas found the asserted claims of Mylan’s
patents invalid for lack of novelty in light of a clinical
trial protocol published before the priority date and
for lack of inventive step in light of the common
general knowledge and the seminal text MIMS
Annual.

Subsequent Interlocutory
Injunction Applications
In the decision discussed above, Nicolas J discharged
the injunctive relief previously ordered in favour
of Mylan despite Mylan applying for a stay of the
discharge. In March 2019, Mylan appealed and
attempted, without success, to obtain a further
interlocutory injunction pending the outcome of the
appeal (Mylan Health Pty Ltd v Sun Pharma ANZ
Pty Ltd [2019] FCA 411). A month following its failed
attempt to obtain injunctive relief, Mylan applied to
restrain both Sun Pharma (Mylan Health Pty Ltd v
Sun Pharma ANZ Pty Ltd (No 2) [2019] FCA 505) and
Cipla (Mylan Health Pty Ltd v Cipla Australia Pty
Ltd [2019] FCA 506) from launching generic versions
of its fenofibrate product. These applications were
heard and dismissed by Yates J.
Mylan’s position was particularly challenging as
its patents had been found invalid by the Court at
first instance. Significantly, while Justice Yates was
persuaded that, overall, Mylan had an arguable
appeal, his Honour held that the balance of
convenience weighed in favour of Sun Pharma and
Cipla. Justice Yates considered that:
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“[t]he most compelling reason for the
conclusion to which I have come is the
difficulty, complexity and uncertainty
involved in assessing compensation under an
undertaking as to damages given in patent
infringement proceedings involving the supply
of pharmaceutical products in the Australian
market. I accept that the recent experience of
the Court has demonstrated that, whatever
general views might have been held in the past
about the difficulty of that task compared with
the task of assessing damages for infringement,
the calculation of compensation under an
undertaking as to damages can impose burdens
and raise uncertainties that are far greater
than the burdens and uncertainties involved in
assessing damages for infringement.
[w]hat is clear is that, if interim injunctive relief
is granted and Mylan’s appeal fails, the task of
assessing compensation would likely involve the
consideration of multiple counterfactual cases
advanced by multiple claimants, including (I can
anticipate) the Commonwealth, each seeking
to hypothesise what the market would have
been like had interim injunctive relief not been
granted.“

Significance
The Court’s decision suggests that establishing the
intention of a potentially infringing manufacturer
may be difficult, particularly when the product
has a wide range of indications. Importantly,
simply because the products are bioequivalent
does not establish an intention, nor does a lack of
disclosure excluding the claimed indication on the
PI. As such, innovators should include all possible
medical indications of a product in a Swiss-style
claim as sufficiently supported and enabled by the
specification.
Consistent with some other recent decisions,
the Court held that the balance of convenience
weighed in favour of the generics (Sun Pharma and
Cipla) as it would be more difficult to calculate the
potential losses of the generics (as well as other
potential suppliers of the generic product and the
Commonwealth) compared to Mylan’s losses - noting
the patent had already been found invalid and
that decision was under appeal. Australian courts
are becoming more inclined to consider each case
on its own merits and circumstances and refuse
interlocutory injunctions where appropriate. This is
a shift from the prevailing practice which generally
favoured the granting of injunctions against generic
products during the past decade.

Preliminary
Discovery ordered
in case of repair
of patented
mining equipment
components
MMD Design and Consultancy
Limited v Camco Engineering
Pty Ltd [2019] FCA 1803
(7 November 2019)
Read the Decision
Judge: O’Bryan J
mechanical | mining
preliminary discovery | reasonable belief

Authors
Onur Saygin
Lawyer
Duncan Longstaff
Principal (Lawyer)

Snapshot
An application for preliminary discovery of
engineering drawings used to repair patented
components of mining machinery succeeded in
circumstances where the suspicions of patent
infringement arose from the parties’ past dealings
combined with information provided informally by
third party customers and an anonymous source.

Background
The MMD parties were MMD Design and Consultancy
Limited (MMD UK), the owner of Australian Patent
No. 2004289510 (510 Patent) and MMD Australia Pty
Ltd (MMD Australia), the exclusive licensee (together
MMD). The 510 Patent relates to the design of a tooth
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construction on a mineral breaker used in mining
operations to pulverise rock into smaller pieces.
MMD sought orders for preliminary discovery from
Camco Engineering Pty Ltd (Camco) in connection
with potential patent infringement associated with
Camco’s repair and maintenance of mineral breakers,
which included replacing the teeth.
Previous commercial arrangements between Camco
and MMD Australia had involved the signing of a nondisclosure agreement to protect information provided
by MMD Australia to Camco for the purpose of
informing Camco’s repair and maintenance services
of MMD’s mineral breakers. After this agreement was
terminated in 2015, the managing director of MMD
Australia (Mr Hillyer) found out from mine employees
that mine sites using mineral breakers supplied by
MMD Australia had been repaired by Camco and
received photographs in late 2017 showing this. In
early 2018, anonymous photographs depicting repair
of mineral breakers understood by Mr Hillyer to be
by Camco were received by MMD Australia and
shown to a patent attorney acting for MMD, who
concluded likely infringement of the 510 Patent.
The parties corresponded, had a “without prejudice”
meeting in 2018 and were ultimately not able to
reach any resolution. Subsequently, MMD applied for
preliminary discovery under rule 7.23 of the Federal
Court Rules 2011 (Cth).

Arguments
Camco did not contest that MMD held the subjective
belief that it may have a right to obtain relief but
contested that the belief was reasonable when
viewed objectively, given the lack of authentication
of the 2017 and 2018 photographs. Camco did not
dispute that “sufficient information” in this case
meant knowledge of whether the tooth construction
used by Camco contains all of the essential features of
claim 1 of the 510 Patent, but argued that:
• MMD had failed to make “reasonable enquiries” as
it had not sought key evidence, being inspection of
the mineral breakers themselves, from the relevant
mining companies. It was not disputed that MMD
had not sought to inspect the mineral breakers.;
and
• Camco had already shown MMD the tooth
construction technique it had used on the mineral
breakers at the “without prejudice” meeting
between the parties in 2018 (excluding engineering
drawings which Camco resisted providing due to
confidentiality) which was sufficient to allow Camco
to decide whether there was infringement.

MMD relied on its patent attorney’s evidence
that, once assembled, inspection will not allow a
determination of how a tooth was assembled onto
the relevant component without actually destroying
the tooth component of the mineral breaker. In this
case, MMD’s satisfaction of the reasonable belief
identified in subrule 7.23(1)(c) was not contested by
Camco.
Camco argued that the Court should not exercise
its discretion to grant preliminary discovery because
it was unnecessary in circumstances where Camco
had, during verbal discussions between the parties,
offered to MMD that an independent person inspect
the tooth construction to provide the information
required by MMD but that MMD had not accepted
this offer.

Decision
In considering subrule 7.23(1)(a), the Court found that
the evidence established:
• MMD had supplied mineral breakers to three mine
sites.
• Camco had repaired and maintained those mineral
breakers between 2012-2015, and during that period
had access to MMD’s confidential information,
including engineering drawings.
• Following termination of the confidentiality
agreement between the parties, Camco continued
to provide repair and maintenance services for
mineral breakers at the three mine sites.
• A reasonable basis for MMD (Mr Hillyer) to believe
that the 2017 and 2018 (anonymous) photographs
depicted mineral breakers that had been repaired
by Camco, as the former came from an employee
of a mine site and the latter depicted Camco’s
workshops which Mr Hillyer had visited, and the
evidence of Camco’s witnesses did not establish the
contrary.
• That MMD’s patent attorney believed that
the anonymous photographs showed a tooth
construction likely to infringe claims of the 510
Patent.
• The maintenance and repair services provided
by Camco include the supply of the tooth
construction, or the shell for the teeth, for the
mineral breakers and that if the essential features
of claim 1 of the 510 Patent were incorporated in the
tooth construction, infringement would be made
out.
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On the basis of this evidence, the Court found the
requisite “reasonable belief” in rule 7.23(1)(a) was
present. In considering subrule 7.23(1)(b), the Court
ruled in favour of MMD on the basis that it was
unreasonable to expect MMD to seek evidence
from third party mine sites by asking to inspect
mineral breakers on those sites in circumstances
where they would need to be damaged for analysis
to take place. Furthermore, the mine sites would be
unlikely to agree to such measures. The Court was
satisfied that the information provided by Camco
previously was inadequate to allow MMD to form a
view on infringement. In relation to subrule 7.23(2),
noting that evidence in relation to the offer was “very
limited”, that destructive testing on the mineral
breakers would be required by any independent
expert and that Camco had not suggested any
undertaking that could alleviate the need for
preliminary discovery, the Court dismissed Camco’s
arguments.

Significance
Often an owner or exclusive licensee of a patent that
suspects that a third party may be infringing the
relevant patent(s) may not have sufficient information
to determine whether there is a potentially sound
cause of action for infringement or whether the
litigation is worthwhile. This case illustrates how a
preliminary discovery application can be used by a
patentee or exclusive licensee to informs its position
and decision-making without imposing upon its
existing or potential customers.
The case also illustrates that it is also important to
keep in mind when resisting preliminary discovery
applications on the basis of subrule 7.23(1)(b) that the
Court is likely to consider the impact on third parties
where it is argued that the applicant has not made
“reasonable enquiries” for want of making enquiries
with third parties. This also applies to arguments
resisting the exercise of the discretion under subrule
7.23(2).

Federal
Court allows
amendments
to claims to
overcome
invalidity findings
Meat & Livestock Australia
Limited v Cargill, Inc (No 2) [2019]
FCA 33 (23 January 2019)
Read the Decision
Judge: Beach J
life sciences | genetic screening
amendment application
discretionary considerations

Author
Duncan Longstaff
Principal (Lawyer)

Snapshot
The Federal Court allowed a patent applicant in an
appeal from a Patent Office opposition to amend the
claims of the patent application in a way that would
overcome the only findings on which it was otherwise
invalid (being grounds relating to claim construction
and consequential lack of clarity and utility).

Background
Cargill Inc. and Branhaven LLC are co-applicants
for Australian Patent Application No. 2010202253 for
an invention entitled “Compositions, methods and
systems for inferring bovine traits” (253 Application).
The 253 Application includes method claims for
identifying a trait of a bovine (cow) subject from a
nucleic acid sample, performing gene association
analyses to identify single nucleotide polymorphisms
and correlate traits of bovine subjects.
The grant of the accepted 253 Application was
opposed in the Patent Office by Meat & Livestock

34

Shelston IP  Established. Excellence.

Australia Limited and Dairy Australia Limited
(collectively MLA), with a decision issued on 6 May
2016: Meat & Livestock Australia Limited and Dairy
Australia Limited v Cargill, Inc. and Branhaven
LLC [2016] APO 26 (Opposition Decision). The
opposition was unsuccessful save for findings by
the Delegate that some claims lacked clarity and
one claim (claim 13, the product claim directed
to the isolated polynucleotide) failed to meet the
“manner of manufacture” requirement for patentable
subject matter in light of the High Court’s decision
in D’Arcy v Myriad Genetics Inc [2015] HCA 35. Justice
Beach found that the methods claimed by the 253
Application were not excluded from patentability
because they related to the use of naturally-occurring
sequences of DNA (rather than simply the sequences
themselves) to create an artificial state of affairs with
economic utility.
MLA appealed the Opposition Decision to the
Federal Court of Australia, and only Branhaven LLC
(Branhaven) resisted that appeal. Justice Beach
delivered lengthy reasons in that appeal on 9
February 2018: Meat & Livestock Australia Limited v
Cargill, Inc [2018] FCA 51 (Trial Decision). His Honour
upheld the Patent Office’s rejection of MLA’s attacks
based on manner of manufacture (except regarding
claim 13, which Branhaven had not appealed), novelty,
inventive step, sufficiency and fair basis. His Honour
also largely rejected MLA’s inutility grounds, but did
make some findings in MLA’s favour with respect
to some inutility and clarity arguments in light of
findings made on the construction of some aspects
of the 253 Application’s claims and stated that those
would “fall away” if “appropriate amendments”
were made. In the Trial Decision Beach J invited
Branhaven to apply to amend the claims to address
the identified deficiencies under section 105(1A) of
the Patents Act 1990 (Cth) (Patents Act). Branhaven
applied to amend the claims of the 253 Application
in the ways suggested by Beach J, and MLA opposed
that amendment application.

Arguments
MLA argued that Beach was unable to consider
Branhaven’s amendment application because
Branhaven’s appeal of the Opposition Decision had
been finally determined by the Trial Decision. MLA
also argued that Branhaven’s proposed amendments
were not allowable pursuant to section 102(1) of the
Patents Act because the amended claims of the 253
Application would claim matter not in substance
disclosed in the specification as filed. MLA further
argued that the proposed amended claims still
lacked fair basis and clarity.

MLA argued that even if it did have power to make
the amendments and the amendments were
allowable, the Court should exercise its discretion
against granting Branhaven leave to amend because
it obtained unfair advantage through the broader
unamended form of the claims. MLA noted that
Branhaven had sought to license persons in Australia
to exploit the invention of the 253 Application
in its broader unamended form and asserted
Branhaven had unreasonably delayed in seeking the
amendments, particularly as it ought to have been
aware of the breadth and lack of clarity issues from
prosecution of corresponding foreign equivalents to
the 253 Application. MLA also argued that Branhaven
had not provided full and frank disclosure.
Branhaven challenged MLA’s arguments regarding
the Court’s power and the allowability of the
proposed amendments. Branhaven also noted that
while utility and clarity objections had been raised
against foreign equivalent applications, those foreign
equivalent applications nonetheless proceeded to
grant with the broader claims equivalent to those of
the 253 Application as accepted.

Decision
After detailed consideration of the prosecution
histories of the 253 Application and its foreign
equivalents, Beach J found Branhaven lacked
knowledge of a risk under Australian law that rose to
the level of requiring it to act any earlier than it did
in making the amendment application. His Honour
found that Branhaven was not obliged to “second
guess” the outcome of the Australian Patent Office
opposition, particularly as claims of varying scope had
been allowed in different jurisdictions.
Justice Beach found that Branhaven had made
the disclosures necessary for the Court to exercise
the discretion under section 105(1A) in its favour.
Branhaven explained the nature and purpose of the
amendment application through a senior employee
who annexed copies of the relevant documents and
was made available for cross-examination. Branhaven
gave discovery in the categories to which Beach J
earlier found MLA was entitled, responded to a notice
to produce, and waived privilege in some of the
documents discovered and produced. Branhaven
acted on reasonable advice from its experienced
patent attorney in each relevant jurisdiction.
Justice Beach found that MLA failed to adduce
any evidence of unfair advantage to Branhaven
arising from any delay in seeking to amend the
253 Application. Ultimately, MLA only relied upon
Branhaven’s commercial negotiations with MLA
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regarding licence fees and Branhaven’s proposal that
those negotiations be resolved by the payment of
particular licence fees, which MLA rejected.
Accordingly, Beach J allowed Branhaven’s application
to amend the 253 Application pursuant to section
105(1A). MLA has appealed the decisions of Beach J
allowing Branhaven’s amendments and dismissing
MLA’s appeal from the opposition to the Full Court of
the Federal Court of Australia. That appeal was heard
by Kenny, Nicholas and Burley JJ on 29 August 2019
and the Full Court’s decision is still reserved.

Significance
The sequence of events and decisions in this case is
interesting. Branhaven was given the opportunity by
the single judge in the appeal from the Patent Office
(Beach J) to make amendments addressing the only
issues found to compromise the validity of its patent
claims, which saved time and expense. It should
be noted that this is only likely to play out where a
limited number of invalidity grounds are successful
and allowable amendments (narrowing and drawn
clearly from the content of the specification) can be
made to address all invalidity issues, rather than only
some. A patent applicant in a Federal Court appeal
from a Patent Office decision should nonetheless
always make clear to the judge throughout
the conduct of the case that it would seek the
opportunity to make amendments under section
105(1A) should any of the invalidity grounds succeed,
so that final orders are not made when the judge
delivers reasons regarding the validity grounds.
This is another in a recent spate of Australian
cases in which patent owners have applied to the
Federal Court for leave to amend the claims in suit.
Patentees and applicants requesting that the Court
exercise its discretion in their favour have been
required to explain fully when they became aware
of the potential need or desirability of making the
amendment (including in light of objections raised
by foreign patent examiners to equivalent patent
applications) and the reasons for any delay (including
often disclosing and waiving privilege in legal advice).
The increasing willingness of patentees and patent
applicants to take such steps – and succeed – as
Branhaven did here, is an interesting trend and
perhaps signals that the possibility of claims in suit
being amended will become a more prominent
factor in the conduct of Federal Court patent
litigation.

Neurim allowed to
amend its patent
claims during
Federal Court
infringement
proceedings
Neurim Pharmaceuticals (1991)
Ltd v Generic Partners Pty Ltd
(No 2) [2019] FCA 154
(19 February 2019)
Read the Decision
Judge: Nicholas J
pharmaceutical | amendment
application during litigation
discretionary considerations

Author
Duncan Longstaff
Principal (Lawyer)

Snapshot
This case concerned an application during Federal
Court infringement and revocation proceedings by a
patentee (Neurim) to amend the claims of its asserted
patent by introducing four limitations that had
been introduced into corresponding foreign patent
applications 6 years earlier. The Court exercised its
discretion to grant the patentee leave to make all of
the amendments, accepting that the patentee at
all times believed the unamended claims to have
been valid even though on a broad construction they
would not be.

Background
Neurim Pharmaceuticals (1991) Ltd (Neurim) is the
patentee of Australian Patent No. 2002326114 entitled
“Method for Treating Primary Insomnia” (114 Patent),
which it alleged would be indirectly infringed by
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Generic Partners Pty Ltd (Generic Partners) and
Apotex Pty Ltd (Apotex) each supplying prolongedreleased melatonin formulations. Generic Partners
and Apotex cross-claimed for revocation on
numerous grounds, including lack of novelty and
inventive step.
After commencing infringement proceedings,
Neurim made an interlocutory application to amend
the claims and specification of the 114 Patent
pursuant to section 105 of the Patents Act 1990 (Cth)
(Patents Act) to introduce four express limitations:
• limiting the active ingredient to melatonin, deleting
the alternative “melatonin agonists”;
• limiting the insomnia treated to that “characterized
by non-restorative sleep”;
• limiting the formulation of melatonin to a
prolonged-release formulation in unit dosage form;
and
• limiting the dosage range to 0.025-10mg, whereas
previously it was 0.0025-510mg.
Generic Partners and Apotex resisted each of these
amendments, but acknowledged the non-restorative
sleep limitation was the most significant. Generic
Partners and Apotex did not suggest any of the
proposed amendments were not allowable under
section 102 of Patents Act, the applicable form of
which (now superseded by an even stricter provision)
prohibits claim amendments that result in claiming
matter not in substance disclosed in the specification
as filed or broadening of the scope of the claim.
Rather, both Generic Partners and Apotex opposed
the proposed amendments on purely on the basis
that the Court should exercise its discretion to refuse
the amendments.

Arguments
Neurim’s chief scientific officer and managing
director, who is also a named inventor of the 114
Patent, gave evidence that she is, and had always
been, of the view that the 114 Patent is valid in
its current form. In particular, various prior art
documents raised by Generic Partners and Apotex,
and cited by foreign patent offices during prosecution
of corresponding patent applications, disclosed that
melatonin was used to treat lack of sleep quantity but
not to treat lack of sleep quality. Her understanding
(and Neurim’s) was that the unamended claims were
all directed to restorative sleep quality. However, she
acknowledged corresponding patents were amended
some 6 years earlier to overcome objections by
foreign patent offices and therefore making those
same amendments in Australia could improve
Neurim’s prospects of successfully defending the

challenge to the validity of the 114 Patent in these
Australian proceedings. Neurim also contended there
was benefit in narrowing the scope of the claims
and in turn the scope of the issues in dispute in the
Australian proceedings.
Generic Partners and Apotex argued in response
that the claims of the 114 Patent, broadly construed,
were invalid without the amendment (because they
were not confined to sleep quality as distinct from
quantity), and that the amendments would improve
Neurim’s prospects of the 114 Patent being found
valid. They also argued that Neurim had unjustifiably
delayed 6 years in seeking to amend the 114 Patent
despite being constructively on notice of the
potential validity issues with the unamended claims
and making the same or similar amendments to
equivalent foreign patents during prosecution. They
contended that Neurim had failed to fully disclose its
reasons for not making the amendments sooner and
that Neurim took unfair advantage of the 114 Patent
in its (unamended) broader form for the 6 years it had
been granted and in force in Australia.

Decision
Justice Nicholas noted that the Court’s discretion
under section 105 of the Patents Act is broad, but
stated “…it is generally exercised by reference to a
number of guiding principles that seek to balance
the right of the patentee to apply to amend its
patent in an appropriate case and the public interest
in ensuring that an amendment application is made
promptly, for proper purposes, and not so as to allow
the patentee to obtain an unfair advantage were it
to be allowed”.
Justice Nicholas noted that failure by a patentee to
act promptly in seeking amendments after becoming
aware of the need or desirability of doing so may
provide sufficient basis for refusing an application
to amend. However, his Honour accepted Neurium’s
evidence that it believed the unamended claims
to be valid notwithstanding the amendments
made earlier to corresponding foreign applications
to overcome objections based on prior art – even
though his Honour stated Neurim either knew or
ought reasonably to have known that if claim 1 was
given the broader interpretation then there would be
a substantial risk it would be invalid.
Having examined the prosecution correspondence
regarding the 114 Patent in Australia and Neurim’s
corresponding patent applications in the US, Canada
and Europe, Nicholas J found they supported the
validity of the unamended claims (being directed
to restorative sleep quality) and that none of them
“should have indicated to Neurim that, absent the
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amendments now sought to be made, claim 1 of the
114 Patent was, or may well be, invalid”. With respect
to the other proposed amendments, Nicholas J
noted there was nothing in the evidence to indicate
that Neurim concluded earlier during foreign patent
prosecutions that it was necessary to confine the
claims of those corresponding patents to introduce
the melatonin limitation, the prolonged release
limitation or the dosage range limitation.
Accordingly, Nicholas J granted Neurim leave to make
all four of the requested amendments.

Significance
This decision provides some hope to patentees who
consider seeking amendments to their claims after
commencing infringement proceedings, provided
they can establish that they did not consider the
unamended claims to have been invalid in light of
matters they can be demonstrated to have known by
reference to prosecution histories of corresponding
foreign patent applications. It is another example
amidst several other recent decisions in which a
patentee seeking amendments during litigation has
been required to divulge significant details regarding
its internal beliefs and decision-making processes.
In some cases, that has required waiving privilege
in legal advice, such as in Apotex Pty Ltd v ICOS
Corporation [2017] FCA 466 (as we reported here).
Australian patentees should remain mindful of the
potential need to amend their pending, accepted or
even granted Australian patents to address potential
invalidity issues arising during prosecution of foreign
equivalent patent applications, even where those
same objections were not raised by the Australian
examiners.

Best Method
requirement
invalidates another
Australian patent
and the Federal
Court refuses leave
to amend
BlueScope Steel Limited v
Dongkuk Steel Mill Co., Ltd (No 2)
[2019] FCA 2117 (17 December 2019)
Read the Decision
Judge: Beach J
chemical | best method
constructive notice
amendment application

Author
Charles W Tansey PhD
Principal (Patent Attorney)

Snapshot
In this decision, Beach J held that it would be
permissible to amend a specification after grant
to include the best method, subject to the Court’s
discretion. However, the Court refused BlueScope’s
request to amend for a variety of discretionary
reasons, including the lengthy delay and its
constructive knowledge of the need to amend from
prosecution of equivalent foreign applications.

Background
BlueScope owned two related patents (BlueScope
Patents) directed towards hot dipped alloy coated
steel sheets useful for example as roofing or fencing
material. The inventions related generally to coatings

applied to the steel sheets at a highly uniform film
thickness. BlueScope alleged that Dongkuk Steel Mill
Co. (Dongkuk) infringed, by way of importation into
Australia, various claims in the BlueScope Patents
for the method of forming the coated sheets and
the sheets themselves. Dongkuk cross-claimed for
revocation on several invalidity grounds.

Arguments
Infringement and Validity
Following a detailed technical analysis, Beach J
found that Dongkuk’s coated steel sheet did not
infringe any of the claims of the BlueScope Patents.
Dongkuk’s cross-claim failed to establish that the
BlueScope Patents lacked novelty, inventive step,
fair basis and sufficiency, but it was on the ground of
failure to disclose the best method of performance
that Dongkuk’s invalidity arguments gained the most
traction.

Best method
It was common ground amongst the experts that
to achieve the benefits promised by the BlueScope
Patents, any variation in the thickness of the alloy
coating on the steel sheets needed to be kept to a
minimum. The BlueScope Patents disclosed only that
this thickness was controlled by “special operational
measures”. Dongkuk pointed out that this reference
demonstrated that BlueScope knew at the filing date
of the “special operational measures” and therefore
clearly knew the best method of performing the
invention. The question was whether or not the
reference to “special operational measures” in the
context of the specification was sufficient to disclose
the best method of performing the invention.
BlueScope alleged that the relevant operating
parameters would have been known to a skilled
person, and that a normal part of the manufacturing
process would have involved undertaking routine trial
and experiment to ensure that the coating thickness
was appropriately controlled. The experts were able to
identify adjustment of the gas jets used to wipe the
coated sheet immediately after dipping as a “special
operational measure”, among others known before
the priority date.

Amendment application
BlueScope also sought to amend the BlueScope
Patents to include a fuller description of the relevant
details of their “special operational measures”.
Dongkuk argued that the amendments should be
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refused out of hand because they would be futile, as
they could not cure the failure to disclose the best
method of performing the invention which was
required to be disclosed at the filing date. Dongkuk
further argued that the amendments should be
refused because BlueScope failed to provide full and
frank disclosure of the circumstances surrounding
the amendment; had unreasonably delayed in
making the amendment application; and had
obtained an unfair advantage by failing to disclose
the best method of performing the invention.

Decision
Best Method
BlueScope conceded that at the filing date, the
best method known to it involved the use of four
operating measures together, namely: reducing
the height of the wiping gas outlets; reducing the
distance between the wiping gas outlets; reducing
the pressure of the wiping gas; and using an
electromagnetic or air flotation stabiliser. Justice
Beach held that a person skilled in the art would not
understand what was meant by “special operational
measures” in the context of the specification.
Further, even if the “special operational measures”
did form part of the common general knowledge, a
person skilled in the art would not understand what
measures were being referred to in this particular
case. The use of the word “special” in the phrase
“special operational measures” tended to suggest the
operational measures were not routine, and some of
the measures were established on evidence not to be
part of the common general knowledge at the filing
date. These reasons were sufficient for the BlueScope
Patents to fail for want of disclosing the best method
of performance.

Amendment
Justice Beach considered the timing of the
amendment and interestingly concluded that “a
failure so to disclose [the best method] at that [filing]
date can, theoretically, be cured by later amendment
whether before or after grant.” Thus, the amendment
request was not futile, but rather would have a very
significant outcome on whether the BlueScope
Patents were valid or not. The Court’s discretion to
allow the amendment was of critical importance.
The timing of the amendment, more than ten
years from filing, and the fact that BlueScope had
been using the best method for at least six years,
weighed against BlueScope. The Court concluded
there had been unreasonable delay in seeking the
amendment. Further, BlueScope was found not to
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have been full and frank in relation to its reasons for
amendment, having failed to disclose objections to
the “special operational measures” raised in the US.
This was considered “constructive notice of the need
to amend.
The Court also found that BlueScope had achieved an
unfair advantage by not disclosing the best method,
namely, it was not possible for others to experiment
or improve upon the invention and further,
BlueScope had de facto achieved a secret use of the
invention.

Significance
The case shows, in conjunction with recent decisions
in Sandvik Intellectual Property AB v Quarry Mining
& Construction Equipment Pty Ltd [2017] FCAFC 138
and Les Laboratoires Servier v Apotex Pty Ltd [2016]
FCAFC 27, that the issue of disclosure of best method
of performing the invention is taken seriously by the
Australian courts. It is interesting however to note
that the Court considers that it is possible to amend
the specification after grant to insert details of the
best method of performance.
The Court’s finding that patent examiner’s objections
(even when ultimately overcome) constitute
constructive notice of invalidity appears somewhat
harsh, given such objections are dispensed and
shared quite freely by the various patent offices
around the world. However, it is equally difficult
to imagine that, by the time it commenced
infringement, BlueScope was wholly unaware of
a potential problem with the lack of disclosure of
best method. Ultimately the Court concluded that
BlueScope made a calculated decision to take
its chances with the disclosure as it stood whilst
simultaneously benefiting commercially from the
best method to the detriment of the public.
Patentees often consider whether the claims need
to be amended prior to commencing proceedings to
ensure the claims are novel and arguably inventive.
Given amendments to rectify a lack of best method
disclosure appear to be permissible, it would appear
that patentees should consider amendments to
address any deficiencies in the description as well.

Withdrawing
admissions
relating to patent
infringement in
Federal Court
of Australia
proceedings
Juno Pharmaceuticals Pty Ltd v
Millennium Pharmaceuticals, Inc.
[2019] FCA 526 (16 April 2019)
Read the Decision
Judge: Besanko J
pharmaceutical | admissions
leave to withdraw | expert opinion

Author
Charles W Tansey PhD
Principal (Patent Attorney)

Snapshot
Early in patent infringement proceedings, a party
alleged to infringe and cross-claiming for revocation
of a pharmaceutical patent made admissions as to
the specific chemical form of the active ingredient,
which it later sought to withdraw as more information
became known. The Court refused leave to withdraw
the admissions, despite finding the alleged infringer
had not acted unreasonably, primarily to preserve the
existing trial dates.

Background
Millennium Pharmaceuticals, Inc (Millennium)
was the owner of an Australian patent directed
towards bortezomib, an anti-cancer medication
(Compound Patent), and was also the exclusive
licensee of another patent directed towards
bortezomib formulations (Formulation Patent). Juno
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Pharmaceuticals Pty Ltd (Juno) obtained an ARTG
registration with a view to marketing bortezomib in
Australia and proactively commenced Federal Court
of Australia proceedings to invalidate some of the
claims of the Compound and Formulation Patents.
Millennium cross-claimed that Juno’s generic
products would infringe a claim in the Compound
Patent and a number of claims in the Formulation
Patent.
Juno made certain admissions about the particular
form of the bortezomib it intended to supply.
Subsequent to making those admissions, Juno
became aware around September 2018 that there
was some doubt as to the exact form of bortezomib
that was being provided to it by its supplier. Juno
sought Millennium’s consent to withdraw those
admissions in December 2018, but no consent was
forthcoming. In March 2019, Juno sought relief
from the Court that would allow it to withdraw its
admissions.

The admission
Juno’s admission was that the active form of
bortezomib to be present in its generic products
was the D-mannitol boronic ester of bortezomib.
Juno’s understanding was based on the description
of the particular product in the Formulation Patent,
representations in affidavits on behalf of Millennium
in support of its infringement case, various
documents provided by Juno’s supplier (including for
regulatory approvals), and expert evidence provided
to the Australian Patent Office on behalf of Juno
in respect of earlier re-examination requests of the
Formulation Patent.

The attempted withdrawal
Some time after Juno’s admission, Juno’s suppliers
advised it of an ongoing dispute between Juno’s
supplier and Millennium as to whether the
boronic ester of bortezomib was indeed present
in the marketed bortezomib formulation. Juno
subsequently received details of the manufacturing
process from its supplier and conferred with one of
its expert witnesses, who formed the view that the
reaction conditions employed would not necessarily
lead to the D-mannitol boronic ester of bortezomib.
The Compound Patent itself also contained
statements that on closer reading suggested
that what was actually formed was a mixture (as
distinct from a reaction product) of D-mannitol
with bortezomib boronic acid. While Juno’s expert
remained firmly of the view that the D-mannitol
boronic ester of bortezomib was not formed, he
noted that there was a relatively simple experiment

that would put the issue beyond doubt. Juno did not
carry out that experiment, seemingly because of its
expert’s strong conviction and sought to withdraw its
admission on the basis of the expert evidence.

• whether the applicant had done all it could do to
establish the admission was incorrect;

Arguments

• the significance of the admission to the respective
cases of the parties;

Juno’s admission in relation to the D-mannitol
boronic ester of bortezomib effectively amounted
to an admission of infringement by Juno, so
unsurprisingly, Millennium opposed Juno’s request.
Millennium argued that if Juno was permitted to
withdraw its admission, then Millennium would
need to file additional evidence on infringement.
Millennium also indicated that if the admission was
withdrawn, it would seek to join Juno’s supplier as
a cross-respondent, on the basis that Juno and its
supplier had formed a common design to infringe
Millennium’s patents.

• the prejudice to either party in allowing or refusing
withdrawal of the admission; and

Millennium noted that Juno’s supplier was located
in the Netherlands, and asserted that serving Juno’s
supplier would be a lengthy process, and that the
subsequent preparation of a defence by Juno’s
supplier, as well as a relatively involved discovery
phase based around the existence of the D-mannitol
boronic ester of bortezomib (or not), would add
significantly to the timetable set down for the
proceedings and make it likely that the scheduled
trial date would be lost. Millennium’s experts also
were said to be significantly inconvenienced by any
delay in proceedings.
It was noted that during an opposition to a
corresponding European patent, Juno’s supplier
had argued that the D-mannitol boronic ester of
bortezomib did not, in fact, form. The European
Patent Office rejected the arguments of Juno’s
supplier, and concluded that the D-mannitol boronic
ester of bortezomib did indeed form. Interestingly,
Millennium had engaged two other experts who
disagreed with its first expert’s conclusion. At the
hearing, Juno maintained its position that the
D-mannitol boronic ester of bortezomib did not form
but admitted to some uncertainty as to the exact
form of its bortezomib product.

Relevant Principles
In coming to a decision, Besanko J set out the
relevant principles that applied, namely:
• the circumstances surrounding the admission;
• the strength of the case that the admission is or
may be incorrect;
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• the conduct and timing of the party seeking to
withdraw the admission;

• the Court’s case management principles.

Decision
Justice Besanko noted that Juno’s admission was not
careless or without basis, its conduct was transparent
and it had acted in a timely manner. His Honour
noted the doubt about whether the product was or
was not the D-mannitol boronic ester of bortezomib
but considered it a factor of some significance that
Juno had not carried out the relatively simple NMR
experiment that would have put the issue beyond
doubt. Juno had not withdrawn its representations to
the TGA so it did appear to reinforce the position that
there was uncertainty as to the correctness of the
admission.
The most significant factor was the prejudice caused
to Millennium by the likely loss of trial date if the
admission was withdrawn, as well as the need to
follow appropriate case management principles.
Justice Besanko concluded that the application to
withdraw the admission should be refused.

Significance
This decision reinforces the need to be very careful
about making any admission regarding any
aspect of an infringement claim in Federal Court
patent proceedings. Further, it is clear that for an
admission to be withdrawn, it needs to be clearly
and convincingly incorrect, not merely in doubt. The
effect of a withdrawal on the trial timetable is also a
significant factor that must be considered.

Background

Website evidence
from the Wayback
Machine given a
way forward

Authors

Dyno Nobel Inc. (Dyno) commenced proceedings
against Orica Explosives Technology Pty Ltd (Orica)
seeking to revoke Australian Patent No 2004293486,
which is titled “Method of blasting multiple layers or
levels of rock”. Orica cross-claimed for infringement.
This decision was delivered during the course of
the trial to resolve Orica’s objection to Dyno seeking
to adduce into evidence various historical copies
of pages from websites operated by Orica prior to
November 2003. Orica admitted it had operated
those websites but stated it could not verify their
content as at any particular time before November
2003. Orica contended the Wayback Machine
records of the webpages, introduced through both
an affidavit of an employee of the Internet Archive
(which operates the Wayback Machine) and also a
patent attorney who obtained the records from the
Wayback Machine (http://archive.org), constituted
inadmissible hearsay and did not qualify for any
exception (such as for business records) under the
Evidence Act 1995 (Cth) (Evidence Act).

Michael Zammit PhD*
Principal (Patent Attorney)

What is the Wayback Machine?

Dyno Nobel Inc v Orica Explosives
Technology Pty Ltd (No 2) [2019]
FCA 1552 (17 September 2019)
Read the Decision
Judge: Burley J
mining | wayback machine | evidence
hearsay | business records

Duncan Longstaff*
Principal (Lawyer)
* Both authors were engaged by Dyno
Nobel in this Federal Court proceeding
and related opposition proceedings in
the Australian Patent Office.

Snapshot
In this decision, Burley J exercised his discretion to
admit into evidence historical copies of pages from
a website from the Wayback Machine, a digital
database that makes freely available an archive of
historical versions of websites in the form they were
available as at different historical dates. Although his
Honour found the Wayback Machine records to be
hearsay and not within the exception for “business
records”, they were admitted into evidence on
discretionary grounds due to their importance to the
case and probative value and the fact the websites in
question were operated by the party to the litigation
objecting to the evidence.
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The Wayback Machine is a service, provided free
of charge by the Internet Archive, a not-for-profit
organisation based in California (since the mid-1990s),
to give access to a digital library of internet sites and
other cultural artefacts in digital form. The archived
data is compiled using software programs known
as “crawlers” that surf the World Wide Web and
automatically store copies of website files, preserving
them as they exist at the point of time of capture.
The Wayback Machine makes it possible for Internet
users to surf more than 400 billion webpage captures
(including multiple captures of the same webpages
at different dates) stored in the web archive, and see
what was on a particular website at a particular date.
The use of the Wayback Machine and similar internet
research tools can be very useful in intellectual
property matters. For example, to ascertain the
common general knowledge or statements being
made by a patentee at a point in time before the
priority date when assessing issues of novelty,
inventive step or utility.
As IP Australia is not bound by the rules of evidence
(see the Patent Examiner’s Manual at 3.5.2), evidence
from the Wayback Machine is routinely considered
on the balance of probabilities in patent opposition
matters. However, the rules of evidence applicable in

Federal Court proceedings are considerably stricter,
particularly with respect to hearsay evidence (which
presumes indirect evidence of an asserted fact, not
from personal knowledge, is inadmissible to prove
the truth of the asserted fact). One exception to the
hearsay rule is the “business records” exception set
out in section 69 of the Evidence Act. This exception
provides that the hearsay rule does not apply to a
previous representation recorded in a document that
forms part of the records kept by an organisation in
the course of a business.

Arguments
Orica submitted that the Wayback Machine materials
were not admissible as business records because
they were not documents belonging to either Orica
or Dyno (rather, they were copies of websites created
by another party and made available by the Internet
Archive), and because they were not business records
of the Internet Archive.
Dyno also relied on section 190 of the Evidence
Act, which provides for certain rules of evidence
(including the hearsay rule) to be waived in certain
circumstances. Specifically, the Court has discretion
to dispense with the hearsay rule where the evidence
is “not genuinely in dispute” or its application “would
cause or involve unnecessary expense or delay”. The
Court may also take into account the importance
of the evidence to the proceeding and its probative
value.

Decision
Justice Burley agreed with Orica and found section
69 of the Evidence Act was not satisfied because the
documents did not “fall within the concept of an
internal record, kept in an organised form accessible
in the usual course of business, actually recording the
business activities themselves which does not include
the product of the business itself”.
Justice Burley noted that the website in dispute was
one operated on behalf of Orica itself, making “the
content of the website something about which it
must have been aware”, and that there was other
evidence in the proceedings that supported the
accuracy of the Wayback Machine materials. Justice
Burley noted that the representations made in the
Wayback Machine materials were not challenged
by Orica, which operated the relevant website at
the relevant point in time, but which had not kept
records to verify or correct the Wayback Machine
representations. Justice Burley further noted that
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there was no genuine dispute regarding the accuracy
of the Wayback Machine materials, and that there
was a genuine public interest in ensuring that all
evidence which was relevant and of probative value
was before the Court. Accordingly, his Honour ordered
that section 59 of the Evidence Act (the hearsay
rule) be waived in respect of the Wayback Machine
materials, and in so doing accepted the reliability of
the Wayback Machine materials.
The Wayback Machine materials were, however,
subject to a limitation that the materials would only
be used to prove the availability of the website and of
the contents on particular web pages, at particular
points in time, and that the use did not extend to
proving the truth of any fact represented on the
captured webpages.

Significance
This decision demonstrates that the Court will
likely treat Wayback Machine evidence as hearsay,
insofar as it includes the content of archived web
pages. Section 190 of the Evidence Act provides
that the rules of evidence can be waived in certain
circumstances, as a discretionary matter, and this is
likely to be particularly relevant where the Wayback
Machine evidence relates to the webpages of the
counterparty to the litigation who is inherently in a
position to verify or contradict it. Where the evidence
is “not genuinely in dispute” or where the admission
would prevent “unnecessary expense or delay” the
Court may consider waiving the hearsay rule, so there
may be scope to rely upon section 190 of the Evidence
Act in seeking to rely upon Wayback Machine
evidence relating to historical websites of third parties
uninvolved in the litigation. This will be fact-specific
to each case. The decision is also a useful reminder for
businesses to be diligent in keeping internal records
of their websites to support their intellectual property
rights, rather than relying on external archives.

Patent
infringement
proceedings
against Sony
regarding
PlayStation
controllers
summarily
dismissed
Pilkin v Sony Australia Limited
(No. 2) [2019] FCA 980
(3 June 2019)
Read the Decision
Judge: Rares J
electrical | IT | novelty | summary
dismissal | no reasonable prospects

Authors
Andrew Lowe
Senior Associate (Patent Attorney)
Mark Vincent
Principal (Lawyer)

Snapshot
Sony successfully obtained summary dismissal of
patent infringement proceedings brought by Mr
Pilkin, the inventor of an innovation patent, as there
were no reasonable prospects of success on the
pleadings.

Background
Mr Vitaly Pilkin sued Sony Australia for infringing
his Australian Innovation Patent No. 2010101517 (517
Patent) by its sale of the PS Vita, PS3 and PS4 video
game consoles (Consoles) in Australia. Mr Pilkin also
sought to serve proceedings on Sony entities based in
the US and the UK.
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The 517 Patent was converted from a national phase
patent application of a PCT application having a
priority date of 5 October 2009. The 517 Patent was
amended on 11 July 2014. Claim 1 of the 517 Patent
was directed to an electronic device having, inter alia,
a front touch screen visual display, a rear touch pad
and a joystick. By the 2014 amendment, the possible
locations of the joystick on the electronic device were
omitted from the claim.
Mr Pilkin alleged that the Sony parties had infringed
the 517 Patent by the sale of the Consoles in Australia
from 22 February 2012 to the end of the term of the
517 Patent on 7 September 2018. Sony did not seek
to argue that the Consoles did not fall within the
scope of claim 1 of the 517 Patent, but argued that
the pleadings in relation to infringement by the US
and UK Sony entities were defective and so did not
warrant service out of jurisdiction. Sony also crossclaimed for revocation of the 517 Patent on several
grounds .One such ground was that the 517 Patent
lacked novelty based on a US patent application
(Case Application). Sony sought summary dismissal
of Mr Pilkin’s infringement case on the basis it had
no reasonable prospects of success in light of the
apparent anticipation of the 517 Patent by the Case
Application.

Arguments
Priority date
The PCT application described the invention as
an arrangement of a visual display, touch pad and
joystick in an electronic device, with various options
for the location of the touch pad and the joystick
on the device. The claims of the PCT application
corresponded to this description, listing the possible
locations of the touch pad and the joystick as
alternatives in the claims. The Sony parties alleged by
cross-claim that the amendment to the 517 Patent
went beyond this original disclosure in the PCT
application, resulting in the 517 Patent not being
entitled to the earlier priority date of 5 October 2009,
but having a later priority date corresponding to the
date of the amendment. Mr Pilkin argued that the
amendment had the effect of narrowing the claim
of the 517 Patent, and that the location of the joystick
was not an essential integer of the invention.

Novelty
The Sony parties alleged that the Case Application
published on 27 August 2009 anticipated the 517
Patent, irrespective of which priority date was taken.
The Case Application described various electronic

devices, including a hand-held electronic device
without a joystick and a laptop which could be folded
over so that the keyboard and touchpad were located
underneath the top screen. Mr Pilkin argued that
the Case Application did not explicitly disclose all the
features of the claim, especially the control of a virtual
symbol on the touch screen display by the touchpad
or joystick.

Decision
Priority Date
Justice Rares found that on a reading of the PCT
application, it was clear that the location of the
joystick on the device other than a front surface was
essential to the invention. Hence, the omission of
any particular location of the joystick in the claim of
the 517 Patent meant that the amendment was an
impermissible broadening of the claim, deferring the
priority date of the 517 Patent to 11 July 2014.

Novelty
Justice Rares also held that the Case Application
anticipated the asserted claim of the 517 Patent, as it
described that a folded over laptop could include a
joystick to control a cursor on the front screen display.
The sales of the Consoles (before the deferred priority
date resulting from the 2014 amendment) also
anticipated the claims of the 517 Patent.
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Summary dismissal
As there were no reasonable prospects of success in
Mr Pilkin’s causes of action, the patent infringement
proceedings were summarily dismissed.

Service out of jurisdiction
Justice Rares held that the facts pleaded by Mr
Pilkin did not establish a prima facie case for relief to
warrant service on the Sony entities in the US and the
UK.

Significance
This decision illustrates the dangers in amending
the claims of a patent application to remove integers
asserted to be optional. While the removal of
optional integers may appear to narrow the scope
of a claim, there could be an argument that this
in effect broadens the scope of the claim beyond
its original disclosure. There was some basis for Mr
Pilkin’s argument that the location of the joystick
was optional, as some alternatives in the PCT claims
specified locations of the touchpad only and not the
joystick. However, the overall description indicated
that there was some significance to the location of
joystick, as embodied in its many alternatives.
Patent applicants and patentees should exercise
caution in amending the claims or drafting claims
with too many alternative integers to avoid a potential
loss of priority date and thus validity caused by a later
amendment.

“Strawman”
respondents
ordered to pay
security for costs
Toolgen Incorporated v
Fisher [2019] FCA 2158
(19 December 2019)
Read the Decision

client’s anonymity, a practice sometimes referred to
as a “strawman opposition”.
The opposition was partly successful but certain
grounds of opposition were rejected by the Delegate
of the Commissioner of Patents. Following the
decision in the opposition, the first respondent
assigned all his right, title and interest in the
opposition to the second respondent, ACN 004 552
363 Pty Ltd (ACN), following his retirement from
the relevant firm’s partnership. Toolgen appealed to
the Federal Court of Australia naming both the first
respondent and ACN (collectively, the Respondents).
The Respondents filed a notice of cross-appeal
including additional grounds of challenge against the
451 Application. A total of 18 separate grounds were
raised in the notice of cross-appeal.

Judge: Nicholas J
life sciences | security for costs
strawman opposition
grounds of cross-appeal

Author
Katrina Crooks
Principal (Lawyer)

Snapshot
The Federal Court has awarded security for costs
against respondents in an appeal from a decision
of the Delegate of the Commissioner of Patents,
on the basis that the respondents’ cross-appeal
was not purely in defence of the appeal brought
by the appellant, but rather raised extensive other
grounds of appeal against the Delegate’s decision.
Interestingly, the opposition in the Patent Office had
been brought as what is sometimes referred to as
a “strawman opposition”, where the opposition was
brought in the name of a partner of the law firm
acting for an undisclosed client.

Background
Patent Office opposition and appeal
The first respondent was previously a partner of an
Australian law firm. The first respondent opposed
Patent Application 2013335451 (451 Application), held
in the name of Toolgen Inc (Toolgen) in the Patent
Office. It was apparent in the circumstances that
the opposition was brought in the first respondent’s
name, on the instruction of a client to preserve the
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Application for security for costs
Toolgen applied for security for costs against the
Respondents in the sum of $850,000. The Federal
Court has a broad discretion to order an applicant
in a proceeding to give security for payment of
costs that may ultimately be awarded against them
in the proceeding. A key question in this case was
whether the Respondents were “an applicant in the
proceeding” against whom security for costs could be
ordered.

Arguments
Toolgen’s primary argument was that the
Respondents were, in substance (due to their
grounds raised in the cross-appeal), applicants in the
appeal proceeding, such that the Court should order
security for Toolgen’s costs in the proceeding as a
whole. Toolgen argued that the Respondents were
effectively in the position of applicants in substance
because the Federal Court appeal is a hearing de
novo and the Respondents (in the role of opponents
to the patent application) had to establish the
grounds of opposition relevant to both the appeal
and cross-appeal, irrespective of who filed the appeal.
Toolgen also drew attention to the fact that case law
supported the view that the opposition to the 451
Application would be rejected if the Respondents
were to withdraw from the appeal proceeding,
because no party would then be contesting the grant
of the patent application before the Federal Court.
The arguments made by the Respondents in
response to Toolgen’s contentions above are not
made clear in the judgment, although it is noted
that the Respondents raised a delay in bringing the
security for costs application (which was not given
significant weight by the judge).

Decision
Justice Nicholas found that the fact that the onus of
proof lay on the Respondents was not determinative
of the question of whether they were, in substance,
applicants. Rather, a consideration of the broader
context in which the proceeding came to be
commenced was required. In that regard, Nicholas
J took the view that an appeal against a decision
in a patent opposition is best characterised as a
proceeding in which the patent applicant is engaged
in a statutory process to determine its entitlement to
obtain the grant of a patent. The appeal is brought by
the patent applicant to overcome adverse findings
made by the Delegate, rather than because the
opponent files a notice of opposition.
Having determined that the Respondents were
not aggressors in the proceeding, based on this
understanding of the patent opposition process,
Nicholas J went on to consider whether the crossappeal could be said to be purely defensive, or
whether the Respondents could be considered
“applicants in substance”. Noting that the grounds
raised in the Respondents’ notice of cross-appeal
were extensive, his Honour found that the crossappeal could not be described as purely defensive,
as the Respondents sought to do more than
merely defend the Delegate’s decision. In those
circumstances, Nicholas J held that it was appropriate
to order security for costs, but only half the amount
sought by Toolgen, to reflect that security was only
appropriate with respect to the grounds of opposition
raised in the notice of cross-appeal
Justice Nicholas noted the significant public interest
in ensuring that a patent application should not
proceed to grant if the Court is satisfied that it
would be invalid and accepted that in some cases
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that consideration could weigh against making a
security for costs order if this would have the effect
of “stultifying” an appeal or cross-appeal from a
decision of the Commissioner. However, in this
case this consideration did not carry any weight
in circumstances where it was not suggested that
the Respondents (or the third party on whose
instructions they act) would be unable to provide
security for costs if ordered to do so.

Significance
Justice Nicholas’s judgment dispels the notion that
an opponent in a patent opposition might always
be potentially liable for security for costs on the basis
that it is the aggressor in the proceeding. However,
a Respondent bringing a cross-appeal in an appeal
of a patent opposition clearly may be liable for such
security, at least in relation to the grounds raised in
that cross-appeal.
Interestingly, the judgment makes no mention of
other circumstances which might be relevant to
the award of security for costs, such as whether the
relevant party will be unable to pay costs if ordered
to do so, particularly in circumstances where that
party is apparently a “strawman” opponent. Rule
19.01(3) of the Federal Court Rules requires an affidavit
supporting an application for security for costs to
state whether the applicant is suing for someone
else’s benefit, suggesting that this is a factor to be
taken into account in a security for costs application.
Having found that the Respondents were clearly in
that circumstance, it appears that this was sufficient
basis in itself (at least in the context of a “strawman
opposition”) to award security, a finding which should
be noted by parties considering bringing patent
oppositions on behalf of clients.

Vald Performance
Pty Ltd v
Kangatech
Pty Ltd
Vald Performance Pty Ltd v
Kangatech Pty Ltd [2019] FCA
1880 (13 November 2019)
Read the Decision
Judge: Greenwood J
licensing | litigation procedure
indemnity costs | standing as
exclusive licensee

Authors
Felipe Pereira
Lawyer
Mark Vincent
Principal (Lawyer)

Snapshot
A party that commenced infringement proceedings
at a time it was found not to have been an exclusive
licensee of the patent in suit has been ordered to pay
the other party’s costs up to the time the patent was
subsequently assigned on an indemnity basis.

Background
From March to June 2019, the Applicant, Vald
Performance Pty Ltd (Vald), sent the First
Respondent, Kangatech Pty Ltd (Kangatech), a
series of letters in which it alleged that Kangatech
had infringed a patent of which Vald purported
to be the exclusive licensee with standing to sue
under the Patents Act 1990 (Cth) (Patents Act). The
registered owner of the patent in suit was the Second
Respondent, Queensland University of Technology
(QUT), which Vald purported had granted it an
exclusive licence.
Kangatech contended in response that Vald had
failed to prove it was the exclusive licensee of the
patent and that because of this Vald had no standing
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to sue for infringement. Kangatech alleged in
particular that the licence granted by QUT to Vald
was not exclusive, as QUT had reserved to itself the
right to use the invention for research, development
and education, and Vald was not permitted to grant
any sub-licences.
On 23 July 2019, Vald commenced patent
infringement proceedings against Kangatech,
joining QUT to the proceeding in its capacity as the
registered patentee, as required by the Patents Act.
Vald later arranged for a deed to be signed between
itself and QUT by which QUT assigned to Vald the
patent in suit, but maintained that it had at all times
prior to that been the exclusive licensee.
At the case management hearing regarding whether
(among other issues) Vald should be granted leave
to file an amended originating application and
amended statement of claim to reflect its new role as
patentee, Kangatech argued Vald should be ordered
to pay all of Kangatech’s costs to that point on an
indemnity basis.

Arguments
Vald conceded liability to pay the costs of Kangatech
thrown away by reason of its pleading amendments,
but contended the costs should not be awarded
on an indemnity basis because it had at all prior
times been the exclusive licensee with standing
to sue for patent infringement. Kangatech argued
Vald’s manifest lack of standing on the face of the
licence agreements, which reserved rights to QUT as
patentee, warranted an award of indemnity costs.

Decision
In light of the Full Federal Court’s decision in Actavis
Pty Ltd v Orion Corporation [2016] FCAFC 121 (on
which we comment here), Greenwood J found that
the reservations of rights by the patentee meant Vald
was not an exclusive licensee when it threatened
and commenced the infringement proceedings.
Accordingly, Greenwood J ordered Vald to pay the
costs of Kangatech thrown away by reason of the
amendments Vald made to its pleadings, including
the costs of the Case Management Hearing, on an
indemnity basis.

Significance
This decision demonstrates the importance
of ensuring exclusive licensing arrangements
are formalised properly prior to threatening or
commencing infringement proceedings.

Background

Re-use of
animation
sequences using
less memory found
to be a patentable
computerimplemented
method
Apple, Inc. [2019] APO 32
(19 July 2019)
Read the Decision
Patent Office Delegate: Isaac Tan
computer-implemented method
opposition | manner of manufacture

Authors
Tam Huynh
Senior Associate (Patent Attorney)
Alana Gibson
Patent Attorney

Snapshot
An invention relating to computer user interfaces, and
more specifically to context-specific user interfaces
for indicating time, was found by the Patent Office
to be a manner of manufacture. Whilst the original
Examiner and more senior reviewing Delegate were
divergent in their characterisation of the substance
of the invention, it was ultimately found that the
claimed invention of re-using animation sequences
to produce user interface objects provided a technical
advantage in reducing computation burden.
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Australian Patent Application 2015298710 (710
Application) was filed on 7 June 2015 in the name
of Apple Inc. (Apple). On 20 August 2018, an earlier
decision issued in Apple Inc. [2018] APO 54 (earlier
decision). The circumstances which led to Apple
requesting the hearing that produced the earlier
decision provide important context to the later
decision discussed in this article, Apple Inc. [2019]
APO 32 (later decision).
A first examination report issued in relation to the 710
Application on 15 February 2017, raising objections
based on lack of clarity but not any objections based
on novelty, inventive step or manner of manufacture
(patentable subject matter). However, despite no
response being filed to the first report, a second
examination report issued on 13 April 2017. In addition
to maintaining the objections raised in the first
report, the second report added a new ground of
objection under the heading “Patentable subject
matter”. On 14 February 2018, in addition to filing
proposed amendments to address the objections
raised in the first report, Apple requested to be heard
in respect to the patentable subject matter objection
raised in the second report.
In the earlier decision, the Delegate was of the view
that there was a lack of evidence as to the state of
the art at the priority date of the claimed invention.
Accordingly, no determination was made of whether
the invention as described in the specification was
directed towards a manner of manufacture. The
Delegate left open the state of the art at the priority
date relating to producing user interface objects
using animation sequences and remitted the 710
Application back to examination.
A third examination report then issued on 24
September 2018 and a fourth examination report
issued on 6 November 2018. In the third and fourth
reports, the Examiner maintained that “the substance
of the alleged invention is a presentation of specific
aesthetic content” and concluded that the invention
as claimed was not a manner of manufacture. On
20 November 2018, Apple filed a request to be heard
and an oral hearing was held on 7 May 2019. The later
decision is a product of that second oral hearing.

Later Decision

Significance

During examination and in submissions for the
hearing of the earlier decision, Apple argued that
the substance of the invention lies in the re-use of
animation sequences in order to generate varied
presentations while using less memory to store the
animations used as compared to individually storing
each full presentation (and thus storing duplicated
content multiple times). Apple disagreed with the
Examiner’s characterisation, that the substance
of the invention “is a presentation of specific
aesthetic content” and submitted that instead, the
characterisation set out in the earlier decision should
be adopted.

The holistic approach of Rokt was adopted by the
Delegate in arriving at the later decision in this case.
In assessing “how” a result is produced rather than
“what” is being produced, the Delegate determined
that the invention provided a contribution to the art
in that re-using animation sequences to produce user
interface objects provided a technical advantage in
reducing computational burden.

In assessing manner of manufacture requirements,
the Delegate referred to the principles set out
in D’Arcy v Myriad Genetics Inc [2015] HCA 35,
Commissioner of Patents v RPL Central Pty Ltd
[2015] FCAFC 177 and Research Affiliates LLC v
Commissioner of Patents [2014] FCAFC 150. The
Delegate also made specific reference to the Federal
Court decision in Rokt Pte Ltd v Commissioner of
Patents [2018] FCA 1988. The Delegate stated that he
did not disagree with the principles set out in Rokt as
they were not dissimilar to what was previously found
in the earlier decision in which it was stated that
assessment of where the substance of the invention
may lie should be approached, with a holistic point of
view.
The Delegate in the earlier decision determined that
the “substance of the claimed invention is directed
towards an interface which, upon detection of a user
input, is designed to generate and display a second
user interface object and a third user interface object
in the specific manner described in the previous
paragraph.” In the later decision, the same Delegate’s
earlier view of the substance of the invention was
maintained and the Delegate emphasised that the
invention relates to how rather than what is being
produced.
The Delegate found that the claimed invention
is directed towards a manner of manufacture. In
particular, the Delegate is of the view that the specific
manner in which the invention re-used animation
sequences to produce user interface objects provided
a contribution to the art. That contribution, which
reduced computational burden in producing
user interface objects, was technical in nature and
therefore lies within established principles of what
constitutes a patentable invention.
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The later decision specifically refers to the Federal
Court decision in Rokt, which has been appealed
to the Full Federal Court and is set to be heard in
February 2020. The later decision was delivered before
the expanded Full Federal Court delivered its decision
in Encompass Corporation Pty Ltd v InfoTrack Pty Ltd
[2019] FCAFC 161 (reported earlier in this publication),
in which an invention similar in many ways to that
in Rokt was found to be an unpatentable scheme.
The invention in this Apple case can arguably be
distinguished from the scheme in Encompass
(and what appears likely to be a scheme in Rokt),
accepting Apple’s characterisation of its claimed
method as a technique for providing the animation
sequence functionality with the technical effect of
using less memory to store the required animations.
A key question will remain whether a claimed
invention is tied sufficiently to a particular technical
implementation to meet the requirements set out by
the expanded Full Federal Court in Encompass.

The plausibility
threshold remains
low in Australia
Gary B Cox v MacroGenics, Inc.
[2019] APO 13 (27 March 2019)
Read the Decision
Patent Office Delegate: S.J. Smith
life sciences | protein-based therapeutic
opposition | plausibility | sufficiency

Authors
Candace Wu PhD
Patent Attorney
Grant Shoebridge PhD
Principal (Patent Attorney)

Snapshot
This decision of the Patent Office suggests that
plausibility is still a low threshold in Australia, and that
the common general knowledge may be drawn upon
to enable the claims.

Background
Australian Patent Application No. 2012259162
owned by MacroGenics, Inc. related to a proteinbased therapeutic with extended serum half-life.
More specifically, it was directed to a polypeptide
comprising a portion of de-immunised albuminbinding domain (ABD) of Streptococcal Protein G.
The application disclosed that specific mutations of
the ABDs not only extended serum half-life but also
decreased immunogenicity. Such protein properties
are likely to maximise therapeutic efficacy without
triggering a heightened immune response.
The requirement that a patent specification
sufficiently enables the subject matter of the claims
is particularly relevant to pharmaceutical inventions
and can be a hurdle for innovators even if a claimed
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invention is deemed novel and inventive. The claimed
invention can fail the enablement requirement if it is
not “plausible” at the date of filing that the invention
would work across the full scope of the claims in the
eyes of a person skilled in the art. In Warner-Lambert
v Generics & Anr [2018] UKSC 56 (Warner-Lambert),
the majority of the UK Supreme Court disagreed
with the principle that plausibility is a low threshold
test and required that the patent specification itself
provide a reasonable basis for the scope of the claims.
In considering the requirement of “plausibility” under
section 40(2)(a) in this case, the Delegate noted the
absence of Federal Court authority on this provision,
and cited the approach from an earlier Patent
Office decision Evolva SA [2017] APO 57 (Evolva)
which stated that enablement of a claim should be
determined according to a 2-step test:
“Does the specification provide an enabling
disclosure of all the things that fall within the
scope of the claims, and in particular:
• Is it plausible that the invention can be worked
across the full scope of the claim?
• Can the invention be performed across the full
scope of the claim without undue burden?“
In Evolva, the Deputy Commissioner stated that the
threshold for plausibility is a low one, and may be
based on the slimmest of evidence, citing Human
Genome Sciences Inc v Eli Lilly & Co [2011] UKSC 51 in
which Lord Neuberger indicated that in some cases a
“plausible” or “reasonably credible” claimed use, or an
“educated guess”, can suffice.
The Delegate in MacroGenics also cited WarnerLambert, in which the majority of the UK Supreme
Court found that plausibility should be derived from
the disclosure of the specification read through the
eyes of the skilled person in light of the common
general knowledge. Although the disclosure need
not definitively prove the assertion that the product
works for the designated purpose, there must be
something that would cause the skilled person to
think that there was a reasonable prospect that
the assertion would prove to be true. While the
Delegate observed “it is clear that the Supreme
Court has adopted a higher threshold with respect
to plausibility…” the Delegate did not see this as
inconsistent with the decision in Evolva. The Delegate
stated “It remains the case that, as set out in Evolva,
the consideration is one of technical credibility or
believability. Plausibility may be a low threshold, but
it is a threshold nonetheless, and is not satisfied by
mere speculation or assertion”.

With regard to “undue burden” the Delegate
referenced the following statements from Evolva:
“My understanding of these authorities is that
the emphasis in relation to undue burden has
been on the nature of the work that is required
by the skilled person in view of the guidance in
the specification. To this end, one approach has
been to ask whether the skilled person would be
required to undertake a ‘research programme’ in
order to perform the invention.”

Decision
In this case, lack of enablement was asserted in two
ways. First, that the conjugation of the ABD to any
polypeptide was not enabled as the specification was
largely directed to diabodies; and secondly that the
claims were not enabled with regard to variants of the
specific ABDs exemplified. With regard to the first
of these, the Delegate found it plausible that fusion
of ABD as defined in the claims to any polypeptide
would extend the serum half-life of that polypeptide
and that there was no undue burden on the skilled
person in working the invention in this respect. As
to the second issue, the Delegate found that ABD
variants satisfying the functional requirements of
the claim could be identified and used to extend
polypeptide half-life. However, the Delegate
considered that, given the large number of possible
mutations to ABD, identification of variants with the
desired properties would be unpredictable in light of
the limited guidance provided in the specification.
While such work would be routine, the Delegate
considered that it would be an undue burden to work
the invention across the full scope of the claims. The
specification was thus found to lack enablement
under section 40(2)(a).
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Significance
The findings of the Delegate confirm that the
standard for plausibility is low in Australia. To
satisfy this standard, the patent was not required
to demonstrate a prima facie case that fusion of
the claimed ABD to any polypeptide would extend
serum half-life or that the ABD variants claimed
are deimmunised and could be used to extend
polypeptide half-life. The Delegate stated that
plausibility is a low threshold not requiring definitive
proof and the Delegate appeared to notably rely on
evidence of the common general knowledge rather
than drawing from the disclosure in the specification
itself. Nevertheless, due to the unpredictable nature
of this technology, it was deemed an “undue burden”
to perform the invention particularly because the
specification provided no indication on what is and
is not likely to work or guidance on how to proceed
when confronted with failures.
The Delegate further noted that the present
circumstances were quite different from the
one contemplated in Evolva, where the claimed
polypeptide was limited by sequence homology and
by structure-function.
Biotechnology and pharmaceuticals are areas of
technology often struck by unpredictability. While
the assessment of enablement will continue to be a
case-by-case approach, this decision provides some
guidance on how the Australian Patent Office is likely
to assess plausibility.

Conference poster
display held to be
prior art document
Regeneron Pharmaceuticals, Inc.
v Kymab Limited [2019] APO 36
(31 July 2019)
Read the Decision
Patent Office Delegate: S. Calanni
life sciences | opposition | “parameteritis”
conference posters | prior art

Author
Charles W Tansey PhD
Principal (Patent Attorney)

Snapshot
Regeneron Pharmaceuticals, Inc. (Regeneron)
opposed the grant of a patent to Kymab Limited
(Kymab) for modified rodents (and cells derived
therefrom) capable of producing antibodies
possessing both human and non-human regions,
which are potentially very useful therapeutic agents.
The decision, which ultimately favoured Kymab,
notably gave guidance in relation to the reliance
on parameters as a distinguishing feature in the
claims and perhaps more importantly addressed in
detail whether poster presentations at a conference,
which were somewhat ephemeral in nature, could
be regarded as “documents” for the purpose of
determining prior art (finding that, in general, such
posters are “documents”). The decision also addressed
what may be required in order to combine such
documents for the purpose of assessing novelty.

Background
Kymab’s Australian patent application was directed
towards modified rodents which mimicked the
human immune system. Mice with humanised
immune systems capable of producing chimeric
antibodies were previously known but those
processes were said to be inefficient, and the range
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and affinities of the antibodies produced was limited.
As part of an apparently global battle between
Kymab and Regeneron, Regeneron had opposed the
grant of a patent to Kymab on the grounds of lack of
novelty, inventive step, fair basis and clarity. A couple
of notable issues arose during the proceedings,
namely whether the claims suffered from so-called
“parameteritis” and how disclosures at conferences
should be dealt with.

Arguments
One of the features of Kymab’s claims was that the
modified rodent expressed a range of antibodies with
a specific profile (i.e. certain antibodies were always
present in greater amount than other antibodies).
The question arose as to whether or not that feature
added substance to the claims or was present merely
as an arbitrary parameter designed to give the illusion
of a previously undisclosed feature (parameteritis).
Further, Regeneron’s attack on novelty and
inventive step relied upon two posters presented
at a conference before the priority date of Kymab’s
opposed application. Typically, such posters are
exhibited en masse for a few hours amongst a free
flow of conference delegates. Kymab contended
that the nature of the disclosures was such that it
should be considered as disclosure through an act,
while Regeneron argued that the posters should be
considered as documents, and moreover, that the
two posters should be regarded as a single source of
information for the purpose of determining novelty.

Decision
Parameteritis
Parameteritis refers to the addition of parameters in
the claims which give the appearance of novelty, but
rather than being part of the invention are meaningless
and arbitrary. This is often incorrectly referred to as
parametritis, which is in fact a real disease. The question
to be decided was whether the parameters in the claim
were chosen to achieve a technical effect. The evidence
from the parties was predictably contradictory but
the Delegate decided that a technical effect did
flow on from the included parameter (the antibody
expression profile) since the resultant profile provided
a more useful antibody repertoire than previously. The
Delegate then considered whether the expression
ratio was explicitly disclosed or inferable from the prior
art, inherent in the prior art or inevitable if the prior art
directions were followed. There was no evidence that
the antibody expression profile was established in any
way in the prior art.

Posters
Kymab submitted that the conference posters should
be considered as a publicly available act, rather than
a document, and that establishing the disclosure by
the act of displaying the posters and communicating
their contents in public was considerably more
difficult than establishing documentary disclosure.
The abstracts of the posters were widely available,
but the content from the posters themselves was
only available via one of Regeneron’s witnesses, who
was an author and the sole witness able to swear
that the poster was exhibited at the conference.
There was some discussion about the relatively short
time the poster would be available (3-4 hours) and
whether the circumstances constituted a “publicly
available” document, given there was also no clear
duty of confidentiality on the attendees. The Delegate
concluded that since the disclosures were in written
form, the posters could be considered documents,
and were duly publicly available. The short access
time was not considered relevant and it was noted
that as a practical consideration, attendees would
have had sufficient time to make relevant notes and
discuss the posters with the presenters.
It was also considered whether the two posters
could have been considered as a single document
for the purposes of assessing novelty. The Delegate
concluded that given the shared authorship, shared
content and an explicit reference to each other, the
document would be considered a single source of
information when assessing novelty.

Significance
The case shows that presentations at conferences,
such as posters, which may be transitory and
presented to a limited audience are nevertheless
capable of being considered as novelty destroying
documents. Although the documents were not
available online, the authors were able to provide
copies of the posters and the content was given
weight equivalent to a published document which is
available in more permanent form.
It should be noted that the display of the posters
would likely also constitute a potentially noveltydestroying act, provided sufficient evidence could
be adduced regarding the communication of their
content to members of the public. This is a higher
threshold than for a documentary disclosure (for
which only publication of the content needs to be
established), but nevertheless a potentially useful
additional ground, including with respect to also
establishing the common general knowledge and
document ascertainment issues bearing upon
obviousness.

54

Shelston IP  Established. Excellence.

Background
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This case is a section 59 opposition proceeding
before the Australian Patent Office brought by
opponent Universal Polymers Pty Ltd (Universal)
against Australian Patent Application No. 2015221449
(449 Application) in the name of Greenzone Pest
Innovations Pty Ltd (Greenzone). The 449 Application
related to a termite resistant foam construction
element, with claim 1 was directed to “[a] construction
element for forming an expansion joint…comprising
a polymeric foam containing at least one insecticide”
and having an adhesive backing for ease of application.”
The element was intended to form an expansion
joint such that positioning of the element in concrete
structures allowed for expansion and contraction
of the concrete due to temperature and/or load
changes without compromising the physical
barrier at the joint where insects such as termites
might otherwise enter. The 449 Application also
contained claims directed to a method of protecting
a structure against the ingress of insects into the
structure comprising use of a construction element
comprising the polymeric foam of claim 1. Universal
opposed the 449 Application on multiple grounds
including that the claims lacked inventive step,
utility, clarity, sufficiency and support. The relevant
law for assessment of inventive step, support and
sufficiency in this case was the Patents Act 1990
(Cth) as amended by the Intellectual Property Laws
Amendment (Raising the Bar) Act 2012 (Cth) (the
Raising the Bar Amendments).

Decision
Snapshot
An opponent in a Patent Office Opposition (Universal)
has successfully argued that all claims of the opposed
patent application relating to an adhesive termite
resistant foam construction element lacked inventive
step in light of the common general knowledge (CGK)
in combination with a prior art US patent. The patent
applicant (Greenzone) responded by seeking to make
amendments addressing the obviousness finding
and those amendments were ultimately allowed
despite adverse comments from the opponent
(which elected not to formally oppose them).
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Construction
In construing claim 1, the Delegate noted that for a
polymeric foam to constitute a construction element
for forming an expansion joint, it needed to have
particular and specific “rebound” characteristics
so that the foam would maintain its shape during
expansion and contraction of any adjacent
concrete. However, claim 1 did not include any such
characteristic. Accordingly, Universal submitted that
absence of this characteristic and the specification’s
silence regarding rebound properties opened
claim 1 to a construction where rigid thermoplastic
polystyrene sheet material would fall within its scope.
However, the Delegate disagreed and was satisfied
that the requisite rebound properties would be clear
to a person skilled in the art (PSA) and would be
understood as inherently included within the scope of
claim 1 by virtue of the purpose of the polymeric foam
being “for forming an expansion joint”.

Sufficiency and support
Despite no particulars being provided at the hearing
regarding sufficiency, the Delegate gave both parties
14 days after the hearing to file submissions regarding
sufficiency. Greenzone additionally provided two
short declarations from experts.
Universal alleged that the PSA would be under
an undue burden to make a rigid material into
an expansion joint, but the Delegate rejected
this submission. Universal also argued that the
specification included inadequate instructions for
making and testing polymers across the full width of
the claims. However, the Delegate disagreed, noting
that none of Universal’s experts suggested that they
would have any problem in seeking to perform the
claimed invention across its entire breadth, and it was
open to Universal to file such evidence. Universal’s
support case mirrored its sufficiency case and was
found wanting for substantially the same reasons.
Universal also raised several minor clarity objections
that were dismissed.

Obviousness
Universal also asserted that the invention lacked an
inventive step over the common general knowledge
(CGK) alone and when combined with three prior
art documents. The CGK was found to include an
insecticidal polyurethane foam and thin synthetic
fibre sheets impregnated with insecticide, but as
there was no obvious suggestion from the CGK
to produce a polymer foam impregnated with
insecticide and also having an adhesive backing,
the CGK alone did not deprive the claims of an
inventive step. All claims were, however, found to
be obvious in the light of the CGK in combination
with a prior art US patent, as the Delegate deemed
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it obvious to modify that US patent’s polymer foam
sheets impregnated with insecticide and which were
inherently suitable as expansion joint materials to
include an adhesive backing.

Significance
The Raising the Bar Amendments that came into
effect in April 2013 included changes to the section
40 requirement that an invention be disclosed in a
manner that is “clear enough and complete enough”
to be performed across the whole width of the claims,
and for the invention as claimed to be supported
by the matter disclosed in the specification. As the
opponent, Universal had the burden of establishing
lack of sufficiency, but failed to put on evidence
demonstrating that a skilled addressee would have
encountered problems in adequately reproducing
the invention as defined by the claims. This is a
valuable reminder for opponents to ensure that their
evidence regarding lack of sufficiency (and support)
must clearly demonstrate the problems a skilled
addressee would face in practicing the invention
across the full claim scope.
Further, in relation to support, it may be of assistance
to patent applicants that the Delegate was prepared
to find implicit support in the specification for certain
parameter ranges in the claims that were described
only generally in the description on the basis that this
general disclosure “pointed” the skilled addressee
in the direction of the parameters claimed, and no
undue burden or further invention was required of
the skilled addressee to obtain the claimed ranges.
This case illustrates the tensions parties often face in
advancing arguments about sufficiency and support
(and what the PSA would routinely do) at the same
time as arguments about obviousness (and what the
PSA would not have done or expected).
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Snapshot
Two recent decisions issued by the Intellectual
Property Office of New Zealand provide new hope
that, in certain circumstances, it may be possible to
obtain an extension of time to file a divisional patent
application.

Background
New Zealand patent practice has long operated on
a “drop dead” deadline for the filing of a divisional
application – once the would-be parent is accepted,
the facility to file a divisional application expires,
irrespective of the circumstances. Many have sought
an extension/correction on some entirely reasonable
grounds – clerical errors, communication problems,
time-zone issues or computer failures (all reasons that
tend to be looked upon favourably when it comes to
Australian practice) – and all have failed.
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The facts in Primapak LLC [2019] NZIPOPAT 1
(Primapak) and Magic Leap, Inc. [2019] NZIPOPAT
8 (Magic Leap) were fairly similar. An administrative
staff member withdrew the postponement of
acceptance, thereby allowing both cases to proceed
to acceptance. In both instances, no divisional was
filed beforehand. In both cases, the attorney had
instructions to file a divisional. In both Primapak and
Magic Leap, the respective applicants sought leave
under subsection 202(1) of the Patents Act 2013 to
correct clerical errors, allowing the sought divisional
applications to be filed validly.

Decisions
Subsection 202(1) of the Patents Act 2013 provides
that the Commissioner may correct an error. There
was no precedent case law on subsection 202(1)
and as such, subsection 88(3) of the Patents Act
1953 was relied upon in the applicants’ submissions;
this affords the Commissioner a broad discretion.
Subsection 88(3), however, seemed as problematic
as it was not helpful to the applicants’ position. A
notice of acceptance did not fall within the specified
categories of correctable documents, which of course
juxtaposes nicely with the broad discretion afforded
to the Commissioner. Indeed, high-profile failures in
Fisher & Paykel Limited [1995] NZIPOPAT 6, Baxter
Healthcare SA [2011] NZIPOPAT 2 and American
Aerogel Corporation [2011] NZIPOPAT 3 had effectively
rendered subsection 88(3) somewhat toothless for
the purposes of correcting genuine administrative
errors.
The Assistant Commissioner found in Primapak –
and it was followed by the Delegate in Magic Leap
– that despite withdrawal of the postponement of
acceptance being a deliberate action taken on behalf
of the responsible attorneys, it nonetheless amounted
to the required “error” insofar as the client’s express
instructions to file a divisional application were not
able to be carried out. Presumably this reasoning
could be applied to a broader category of “errors”
beyond merely withdrawing the postponement of
acceptance via the IPONZ website.
Regulation 52(2) of the Patents Regulations 2014,
which requires that a request for antedating a
divisional be filed at the same time as the divisional
itself was waived in both instances under Regulation
149; the IPONZ website functionally prohibited this
regulation being complied with at the time the
respective divisionals were filed. This seems entirely
reasonable under the circumstances and represents
a further softening of IPONZ’ stance in relation to the
correction of errors.

The net effect of both decisions was that the act
of erroneously withdrawing the postponement
of acceptance, at least before filing a divisional
application, was taken never to have been performed.
As such, both parents were not formally accepted
until the postponement expired 12 months after
issuance of the first examination report. By corollary,
both divisionals were taken to have been filed during
the pendency of their respective parent and were
therefore now taken to have been validly filed.

Significance
In combination, Primapak and Magic Leap provide
a safety net that had previously been missing from
New Zealand patent practice. The divisional deadline
is not wholly inflexible as it may have appeared
previously – rather, depending upon the facts, and
provided that such circumstances are verifiable, it
may be possible to late-file a divisional application.
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