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Introduction
Welcome to Shelston IP’s round
up of Australian trade mark cases
for 2019.
While there were plenty of cases in 2019,
we have selected a few which we think are
interesting and provide an indication of
the types of issues dealt with by the Courts
throughout the year. See below for a quick
snapshot of each case followed by a more
detailed discussion of the main issues that
arose in each case.

Snapshots
Australian Meat Group Pty Ltd v JBS
Australia Pty Limited [2018] FCAFC 207
Deceptive similarity Reputation Infringement
The reputation of an allegedly infringed trade mark
is not relevant to the determination of deceptive
similarity, except in very limited circumstances. Rather,
the respective trade marks should be considered
as a whole, having regard to their similarities and
differences. This Full Federal Court decision provides
further clarity regarding the tests for deceptive similarity
and the role of any reputation in the trade marks when
determining deceptive similarity.

Trident Seafoods Corporation v Trident
Foods Pty Ltd [2019] FCAFC 100
Non-Use Authorised use Discretion
The Full Federal Court examined the issue of whether
use of a trade mark by the parent company of the
registered owner of the mark amounted to an
authorised use sufficient to protect the registration
from cancellation for non-use. The Court found that
use of the mark in this instance was authorised use
because the registered owner had sufficient control
over use of the mark by the parent company.
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Bauer Consumer Media Ltd v Evergreen
Television Pty Ltd [2019] FCAFC 71

Mitolo Wines Aust Pty Ltd v Vito Mitolo &
Son Pty Ltd [2019] FCA 902

Intention to use Ownership First use

Infringement Surname defence Confusion
Consumer law Passing off

The Full Federal Court has refused registration of
DISCOVER DOWNUNDER by Evergreen, reversing
the initial trade mark opposition and first instance
Federal Court decisions. The Full Court held
that Evergreen did not intend to use DISCOVER
DOWNUNDER as a trade mark for the services
specified in the trade mark application and that
Bauer’s opposition to registration of the mark by
Evergreen should therefore succeed under s59 of the
Trade Marks Act 1995.

Rodney Jane Racing Pty Ltd v Monster
Energy Company [2019] FCA 923
Reputation Deception Confusion Ownership Use
The Federal Court considered whether “Monster
Energy” trade marks used for energy drinks and for
the promotion of various extreme sports, including
motorsports, had such a reputation in Australia that
the registration and use by Rodney Jane Racing
of trade marks incorporating the word “Monster”
for alloy wheels would be likely to deceive or cause
confusion.

Southcorp Brands Pty Ltd v Australia Rush
Rich Winery Pty Ltd [2019] FCA 720
Different language marks Infringement
Deception Confusion Use as a trade mark
The Federal Court has confirmed that trade marks
registered in one language can be infringed by
trade marks in other languages, primarily if the
target market would interpret the infringing mark
as conveying the same meaning as or acting as
an equivalent of the registered trade mark. This
decision is good news for Australian brand owners
with a focus on exports to foreign markets or sales
to foreign speaking customer bases in Australia, as it
clarifies that Australian trade mark owners can rely on
their trade mark registrations to take action against
others using foreign language equivalents to export
competing products or sell such products in Australia
to relevant target markets.

This case is an important reminder about the
limitations of the use of a person’s name as a defence
to trade mark infringement. The name used must
generally match the person’s legal name, and the
use must be in good faith. Strong evidence of actual
confusion from independent parties is “gold” in
establishing trade mark infringement and breach
of the Australian Consumer Law. Here, a contraction
of the name with no reputation was used, and the
use was not in good faith in any event. Infringement
established.

Sensis Pty Ltd v Senses Direct Mail and
Fulfillment Pty Ltd [2019] FCA 719
Infringement Defence – s122(1)(fa) Deceptive
similarity Confusion Non-use
In circumstances where an alleged infringer has
used a mark that is substantially identical with or
deceptively similar to a registered trade mark, s122(1)
(fa) of the Trade Marks Act 1995 provides a defence
to infringement if the Court is persuaded that the
infringer would obtain registration of the alleged
infringing mark if it were to apply for registration
– for example, as a result of the alleged infringer
satisfying the Court that it has made prior continuous
use or honest concurrent use of the mark in a
manner that would justify registration. In addition to
considering whether the alleged infringing marks
were deceptively similar to the registered mark and
whether the registered mark may be removed based
on non-use, this case provides guidance on the
application of the s122(a)(fa) defence and the proper
time for assessing the defence.

Hells Angels Motorcycle Corporation
(Australia) Pty Limited v Redbubble
Limited [2019] FCA 355
Infringing use Facilitation Use as a trade mark
Use in Australia
This case confirms that third party service providers
may be liable for infringements by their users if they
participate in and facilitate commercial activities
associated with the infringements.
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AMG applied for and has used the following:

AMH’s strong
reputation put
through the
grinder by AMG
Australian Meat Group Pty Ltd v
JBS Australia Pty Limited [2018]
FCAFC 207
Read the Decision
Judges: Allsop CJ, Besanko and Yates JJ

Authors
Stuart Hughes
Senior Associate
Michael Deacon
Principal

Parties
JBS Australia Pty Ltd (JBS) is a meat processing
entity which sells meat products in Australia and
internationally. It was incorporated in 1990 and was
named Australian Meat Holdings Pty Ltd from 1990
to 2007. Since 1991, it has traded under the name
and trade mark “AMH” (as well as certain other
brands). Australian Meat Group Pty Ltd (AMG) was
incorporated in 2014 and also sells meat products
in Australia.

Trade Marks
JBS is the owner of:
a)	trade mark no. 515268 dated 20 July 1989,
being the following logo registered for
various meat products in class 29 (the
AMH Logo Registration):
b)	trade mark no.1719465 dated 4 September 2015,
being the word “AMH” registered for various meat
goods in class 29 (the AMH Word Registration).
(together the AMH Marks)
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a)	trade mark application no. 1616230
dated 8 April 2014, being the
following logo filed for various
meat products in class 29 as well
as services in classes 35, 39 and 40
(the AMG Logo Mark):
b)	trade mark application no. 1756459
dated 3 March 2016, being the
following logo filed for various
meat products in class 29 as well as
services in classes 35, 39 and 40 (the
AMG Premium Logo Mark):
c)	trade mark application no. 1756462
dated 3 March 2016, being the
following logo filed for various
meat products in class 29 as well
as services in classes 35, 39 and 40
(the AMG Southern Ranges
Logo Mark):

Background and Issues
JBS is the largest meat processing company in
Australia, wholesaling meat products for sale in
Australia and to over 80 countries. Prior to October
2007, the company was named Australian Meat
Holdings Pty Ltd and began using the acronym
“AMH” in relation to meat products (including in the
form of both of its AMH Marks). JBS traded under the
AMH brand at all stages of the supply chain, including
in relation to the slaughter of animals, processing and
packing products and the sale of those products to
re-sellers and end consumers, both in Australia and
overseas.
‘Australian Meat Group’ was chosen to be AMG’s
corporate name in March 2014. AMG subsequently
lodged the trade mark application for the AMG Logo
in April 2014 and then began trading under the AMG
Logo and under the trade mark “AMG” (the AMG
Word Mark) in January 2015.
AMG used the AMG brand for a number of products
which were in direct competition with JBS products
sold under the AMH brand. JBS filed proceedings in
the Federal Court in December 2015, alleging trade
mark infringement and misleading or deceptive
conduct under the Australian Consumer Law (ACL).

Previous Decision (First
Instance – Federal Court)

Accordingly, the Full Court then considered each of
the AMH and AMG marks to determine deceptive
similarity.

JBS abandoned its ACL claim and proceeded only
on the trade mark infringement claims. During the
proceedings, it was not disputed that AMG was using
the various AMG trade marks as trade marks. The
main question was whether the AMG trade marks
were substantially identical with, or deceptively
similar to, JBS’ registrations.

In relation to the AMH Word Registration and the
AMG Word Mark, their Honours found that the
primary judge had placed too much significance on
the identical ‘AM’ components of each mark, and
that he had wrongly discounted the distinguishing
last letters, ‘H’ and ‘G’, in his comparison. In addition,
the Full Court found that the common nature of
acronyms in the meat industry, and the fact that
purchases of meat were often significant and made
by informed consumers, were relevant to deceptive
similarity, and that in light of each factor, the trade
marks were not deceptively similar.

JBS put on a significant amount of evidence in
relation to its reputation in the AMH Marks, possibly
due to its initial ACL claim. In the decision, Greenwood
J discussed JBS’ reputational evidence in great
detail and accepted that JBS did enjoy a significant
reputation in the AMH Marks.
His Honour found that the various trade marks
were not substantially identical – while the “AM” in
common was an essential feature of both sets of
marks, the dissimilarity between the “H” and the “G”
were sufficient to differentiate the two sets of marks.
As to deceptive similarity, Greenwood J found that
each of AMG’s trade marks were deceptively similar
to each of the AMH Marks, on the basis that the
differences between the marks were insufficient to
differentiate the marks. Notably, his Honour found that
the extent of use of the AMH Marks was relevant to
the question of deceptive similarity, as the significant
reputation of the AMH Marks would increase the
likelihood of confusion in the minds of consumers.
The Court found in favour of JBS and found that each
of AMG’s trade marks infringed the AMH Marks.

Decision
AMG appealed the decision to the Full Federal Court
on a number of bases, including that the trade
marks were not deceptively similar, and that the
primary judge erred when taking into consideration
the evidence of reputation of the AMH Marks when
considering deceptive similarity. The Full Federal
Court allowed the appeal unanimously.
Their Honours found that the primary judge
approached the issue of deceptive similarity by first
considering the reputation of the AMH Marks, and
then comparing the trade marks, which led him to
form the view that the marks were deceptively similar.
Their Honours found this approach to be incorrect, as
it meant that important differences in the marks were
overlooked. The correct approach for determining
deceptive similarity is to consider the trade marks as a
whole, and to not allow the reputation of the marks to
affect this consideration.

In comparing the AMG Logo Mark with the AMH Logo
Registration, the Full Court noted the importance of
the words “Australian Meat Group” at the base of the
AMG Logo Mark, and that the differences between
the marks were more significant than the similarities.
In light of these matters, and the factors considered
in relation to the word marks, the AMG Logo Mark
and the AMH Logo Registration were found to not be
deceptively similar.
In considering the AMG Premium Logo Mark, the
AMG Southern Ranges Logo Mark and the AMH
Marks, their Honours found that as there were even
more important differences between the marks than
for the other marks discussed above, the marks were
clearly not deceptively similar.

Significance
The decision confirms that the reputation of a trade
mark is generally irrelevant when determining
deceptive similarity for the purposes of a trade mark
infringement claim. One exception to this may be
where the allegedly infringed trade mark is so well
known that consumers would be taken to be familiar
with it and with its use in relation to particular goods
or services, such that deception or confusion is
less likely. However, the case confirms that in most
infringement actions, the way to determine deceptive
similarity is to consider the two trade marks as a
whole, considering their similarities and differences,
and to disregard any reputation in the marks.
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Background and Issues

Parent company
use spears
Trident Seafoods
non-use
challenge
Trident Seafoods Corporation
v Trident Foods Pty Ltd [2019]
FCAFC 100
Read the Decision
Judges: Reeves, Jagot and Rangiah JJ

Authors
Kathy Mytton
Associate
Sean McManis
Principal

Parties
Trident Foods Pty Ltd (Trident Foods) sells a range
of packaged food and condiment products, with
a strong focus on Asian cuisines. Trident Seafoods
Corporation (Trident Seafoods) also sells packaged
food products but with a focus on seafood.

Trade Marks
Trident Foods owns two Australian word trade
mark registrations for TRIDENT in relation to
goods in class 29, including fish and fish products
(the TRIDENT Marks).
Trident Seafoods applied for
registration of the following
trade mark in class 29 in
respect of seafood and
edible oils:
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The TRIDENT Marks have been used in Australia
in relation to a range of food products since the
early 1970s, in particular for Asian flavourings and
ingredients.
Trident Foods is a wholly owned subsidiary of
Manassen Foods Australia Pty Ltd (Manassen), which
uses the TRIDENT Marks in Australia.
Trident Seafoods wanted to sell its TRIDENT
SEAFOOD branded products in Australia. The
TRIDENT Marks blocked its application for the TS
Logo and Trident Seafoods filed applications for
removal of the TRIDENT Marks on the basis of nonuse. In response, Trident Foods secured acceptance
for a subsequent application for TRIDENT relying on
the “other circumstances” provisions of s44(3)(b) of
the Trade Marks Act 1995.
The Registrar’s delegate was not satisfied that Trident
Foods had used the TRIDENT Marks during the
relevant three year non-use period, or had authorised
Manassen’s use of the marks, but exercised discretion
to leave the marks on the Register due to Trident
Foods’ residual reputation in the trade marks and the
likelihood of confusion if they were removed.

Previous Decision (First
Instance – Federal Court)
The primary judge agreed with the delegate in
finding that Trident Foods had not used the TRIDENT
Marks for any fish or fish products. Her Honour found
that Trident Foods could not rely upon any use by
Manassen because Trident Foods did not control
the activities of Manassen. However, she exercised
discretion in favour of leaving the TRIDENT Marks
on the Register having regard to Manassen’s uses of
TRIDENT for fish products up until 2007, during and
after the relevant non-use period.
Trident Seafoods prevailed in its opposition to Trident
Foods’ later application for TRIDENT. The primary
judge found that Trident Foods could not rely on the
“other circumstances” discretion because Manassen
was the owner and user of the trade mark, not Trident
Foods.

Decision
The Full Court disagreed with the primary judge and
found that use of the TRIDENT Marks by Manassen
was authorised by Trident Foods. This rendered the
primary judge’s exercise of discretion unnecessary
as it resulted in a finding that the trade mark owner
had made use of the trade mark sufficient to defend
the non-use action. The question is not whether
one company controlled the other but whether
Trident Foods had control over Manassen’s use. In
this regard, it was considered sufficient that the two
companies had the same directors and the evidence
indicated that they operated with a unity of purpose
to maximise sales and to enhance the value of the
TRIDENT brand.
The opposition was also dismissed as the Court found
that there were sufficient circumstances to justify
acceptance of the later application for TRIDENT by
Trident Foods under the provisions of s44(3)(b). The
Court considered that the discretion to accept the
application under that provision should be exercised

according to the circumstances as they exist at the
time of exercising the discretion rather than as at the
priority date of the application. At that time, it was
known that the blocking application filed by Trident
Seafoods could not succeed because the earlier
registrations owned by Trident Foods were not being
removed from the Register.

Significance
This decision should make it easier for companies
in a corporate group to establish the existence of
control of use of the trade mark sufficient to maintain
a trade mark registration (including where the trade
mark owner is the subsidiary of the company using
the trade mark). It remains to be seen whether the
“unity of purpose” test can apply to arm’s length
arrangements. In those circumstances, trade mark
owners should ensure that appropriate licence
agreements are in place that clearly define the
ownership and control of the trade mark (and ensure
that control is in fact exercised).
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Evergreen
discovers
Downunder
mark not
properly used
Bauer Consumer Media Ltd v
Evergreen Television Pty Ltd
[2019] FCAFC 71
Read the Decision
Judges: Greenwood, Rangiah and
Burley JJ

Authors
Onur Saygin
Lawyer
Michael Deacon
Principal

of Evergreen at that time. During those discussions,
Colin Parrôt suggested the program be called
Discover Downunder Now, but ultimately the name
was finalised as Discover Downunder.
Evergreen entered into a licence agreement with
Network TEN in 2005 and the Discover Downunder
program first aired that year on Channel Ten and
Southern Cross Television. The arrangement was that
Evergreen would produce the program for Trader and
supply it to Channel Ten for an agreed amount per
episode paid by Trader. The program continued for
many seasons and in 2007 it switched broadcasters
from the Ten Network to the Nine Network and WIN
TV.
In 2009, the Nine Network terminated the services of
Evergreen and relaunched Discover Downunder in
2010 using a different production company. Around
that time, Warren Parrôt was made redundant
by ACP and began representing Evergreen in
discussions with Channel 7 to produce Discover
Downunder. Around the same time, Colin Parrôt
incorporated a new company and in 2009 Channel
7 offered that company the right to broadcast 30
episodes of a new program with the name What’s Up
Downunder.
A few days after the announcement of the relaunch
by the Nine Network in late 2009, Evergreen filed a
trade mark application for DISCOVER DOWNUNDER.

Previous Decisions and Issues
Parties

Trade Mark Opposition

Bauer Consumer Media Limited and Bauer Media Pty
Ltd (together Bauer) and Evergreen Television Pty Ltd
(Evergreen) each produce television programs.

Bauer opposed registration of DISCOVER
DOWNUNDER by Evergreen on various grounds,
including: (a) under s58 of the Trade Marks Act 1995
(the Act) – on the basis that Evergreen is not the
owner of the DISCOVER DOWNUNDER trade mark
(that is, someone else is the true owner); and (b)
under s59(a) of the Act – on the basis that Evergreen
did not intend to use DISCOVER DOWNUNDER for
the services specified in the trade mark application.
In Australian practice, the owner of a trade mark is
generally the first person to author and use the trade
mark for the relevant goods and services.

Trade Mark
On 9 October 2009, Evergreen applied to register
DISCOVER DOWNUNDER (application no. 1324177) in
class 41 for ‘production of television programs’.

Background
Warren Parrôt was an employee of ACP Publishing
Pty Ltd (ACP), which later became Bauer Media
Pty Ltd. In 2004, when Warren Parrôt was working
in the Trader Classifieds (Trader) division of ACP,
Evergreen approached Trader with a proposal for a
television program promoting caravans, camping and
Australian tourist attractions. Colin Parrôt (Warren
Parrôt’s father) was a co-director and shareholder
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Bauer argued that ACP used DISCOVER
DOWNUNDER before Evergreen (during the
promotion and production of the television series as
early as 2004) and was therefore the owner of the
trade mark. Evergreen relied on its licence agreement
with Network TEN and their associated discussions as
evidence of its first use of the mark.

Bauer also referred to the new program What’s Up
Downunder to support its argument that Evergreen
did not intend to use DISCOVER DOWNUNDER.
The Hearing Officer dismissed Bauer’s opposition,
deciding that Bauer’s evidence was unpersuasive
and instead preferring evidence of email exchanges
between Evergreen and Network TEN as establishing
that Evergreen was most likely the true owner of the
mark.

Federal Court (First Instance)
Bauer appealed to the Federal Court on the same
grounds on which it initially opposed registration
of the trade mark and also sought an order for
removal of the trade mark under sections 92(4)(a)
and (b) of the Act, on the basis that Evergreen had no
intention in good faith to use the trade mark as at the
application date and/or had not made genuine use
for a period of 3 years. Bauer also sought to reframe
its argument under s59(a) of the Act. Specifically,
rather than referring to What’s Up Downunder, Bauer
argued that even if Evergreen had used DISCOVER
DOWNUNDER as the name of a television program,
it did not have any intention to use DISCOVER
DOWNUNDER as a trade mark for the purposes of
“production of television programs”, nor had it used
DISCOVER DOWNUNDER as a trade mark for those
production services.
The primary judge took the view that because,
amongst other things, the reframed s59(a) argument
was only adequately articulated by Bauer during
closing submissions, Bauer was not permitted to
rely on that argument. The primary judge focused
primarily on the s58 ownership issue and again
preferred Evergreen’s evidence. As a result, the
primary judge dismissed Bauer’s appeal against
the Hearing Officer’s decision and its application to
remove the trade mark registration on the basis of
non-use.

Issues on appeal
Bauer appealed to the Full Federal Court. The key
issues before the Full Court were whether the primary
judge was justified in refusing to allow Bauer to rely
on its reframed s59(a) argument that use of the mark
as the name of a television program was not the
same as use of the mark for production of a television
program and, if Bauer was permitted to rely on that
argument, whether that argument was persuasive.

Full Court Decision
After considering the course of proceedings in the
lower Court, Greenwood J and Burley J each found
that the primary judge had erred by refusing to give
due weight to Bauer’s reframed s59(a) argument.
Justice Rangiah dissented, preferring to accept the
primary judge’s position on the basis that the primary
judge was best placed to evaluate whether Bauer’s
argument was adequately raised and dealt with
during those proceedings.
In arriving at their conclusion, Greenwood J and
Burley J noted that Bauer’s arguments that use of
the mark as the name of a television program was
not the same as use of the mark for production of a
television program were either sufficiently raised or
foreshadowed by Bauer in its pleadings, written and
oral opening submissions, during cross examination
of Colin Parrôt, in Bauer’s closing submissions and at
other times during the primary hearing.
After considering the meaning of the phrase
‘production of television programs’ and the evidence
before the primary judge, Burley J (with whom
Greenwood J agreed) found that at the time of filing
the trade mark application, Evergreen did not intend
to use the trade mark for ‘production of television
programs’. In arriving at this conclusion, Burley J
(with whom Greenwood J again agreed) found that
production of the Discover Downunder program
had occurred under the name Evergreen and that:
A distinction is to be drawn between the acts of
production or creation of a television program and
the result of that process.
As a result, Bauer was ultimately successful with
its appeal and registration of the DISCOVER
DOWNUNDER trade mark by Evergreen was refused.
Evergreen was also ordered to pay Bauer’s legal costs.

Significance
This decision illustrates that trade mark applications
and registrations can become vulnerable to being
refused or removed if the goods/services for which
the mark is used are not correctly reflected in the
trade mark application to begin with. Trade mark
applicants and owners should take care to ensure
that their goods and services are properly classified
and described in their trade mark applications
to reduce the risk of: (a) their applications being
opposed and refused registration on the basis of a
lack of intention to use the mark for the specified
goods/services; and (b) their subsequent trade mark
registration being challenged in the future on the
basis that the mark has not been used for the goods/
services specified in the trade mark registration.
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Rodney Jane
treads on
Monster Energy
over tyres
Rodney Jane Racing Pty Ltd v
Monster Energy Company [2019]
FCA 923
Read the Decision
Judge: O’Bryan J

Authors
Felipe Pereira
Lawyer
Michael Deacon
Principal

Parties
Rodney Jane Racing Pty Ltd (RJR) sells automotive
wheels and Monster Energy Company (MEC) supplies
energy drinks internationally.

Trade Marks
RJR applied to register the following trade marks in
class 12 for “Alloy wheels for automobiles excluding
motorbikes”:

(the RJR Marks)

MEC sought to challenge the registration and use of
the RJR Marks based on the reputation arising from
its use of the following marks:

“Monster” “Monster Energy”
(the MEC Marks)

Background and Issues
Rodney Jane is the sole director of RJR and a director
of Bob Jane Corporation (BJC).
Since 2002, RJR has developed and promoted
the Rodney Jane Racing motorsport brand,
which includes the “RJR Wheels” brand used for
performance vehicle wheels.
BJC operates several Bob Jane T-Marts stores in
Australia and has also franchised some of the Bob
Jane T-Marts stores. The Bob Jane T-Marts business
was founded by Rodney Jane’s father and has for over
50 years sold automotive tyres across Australia. The
Bob Jane T-Marts business is therefore well-known in
Australia for selling wheels and tyres.
On 22 June 2009, RJR granted BJC an exclusive
licence to use the “RJR Wheels” brand. Under the
licence, BJC agreed to promote “RJR Wheels” as its
main brand for wheels across the Bob Jane T-Marts
stores. Since then, other brands have been developed
for use in association with the “RJR Wheels” brand,
including the “Monster” brand that was first
conceived by Rodney Jane in 2010.
In February 2011, RJR applied to register MONSTER
as a trade mark for vehicle tyres, wheels and
parts. However, the application was unsuccessful.
Despite this, Rodney Jane believed that “Monster”
was an ideal name for wheels sold by RJR, so in
2013 he arranged for the RJR Marks to be created
and engaged Mullins Wheels to manufacture and
distribute wheels bearing the RJR Marks.
On 22 May 2013, RJR applied to register the RJR Marks
and around that time entered into an agreement
to license the RJR Marks to BJC (the 2013 Licence
Agreement). The RJR Marks were refused registration
as they were considered too similar to an existing
registration of MONSTER for motorcycles, owned by
Ducati Motor Holding S.p.A.
RJR applied to register the RJR Marks again on 27
January 2015 (the Priority Date). This time RJR limited
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the scope of the applications to “alloy wheels for
automobiles excluding motorbikes”. The applications
were accepted and the 2013 Licence Agreement was
amended to reflect the 2015 applications for the RJR
Marks.

Ownership and use - sections 58 and 59

MEC opposed registration of the RJR Marks under
section 60 of the Trade Marks Act 1995 (the Act), on
the basis that the MEC Marks had already acquired a
reputation in Australia as a result of their use by MEC
for energy drinks and for the promotion of motor
vehicle events and, because of that reputation, use
of the RJR Marks by RJR for alloy wheels would likely
deceive or cause confusion.

Justice O’Bryan first noted the common law
principles regarding trade mark ownership, one
being that trade mark ownership can be established
by evidence of authorship and prior use of the mark,
before considering the concepts of authorship and
trade mark use. Justice O’Bryan also confirmed that
use of a trade mark by a third party is deemed to be
use by the trade mark owner for the purposes of the
Act if such use is made under the authorisation and
control of the trade mark owner.

Previous Decision (IP Australia)
The Hearing Officer held that the MEC Marks had
acquired a reputation for energy drinks before the
Priority Date. Furthermore, the Hearing Officer held
that there was a “striking” similarity between the
RJR and MEC Marks because the trade marks either
incorporated the word “Monster” or the “M” elements
as a prominent feature. Based on these similarities
and the reputation of the MEC Marks, the Hearing
Officer concluded that consumers would likely have
a reasonable doubt as to whether there existed any
connection between the RJR and MEC Marks. The
Hearing Officer also noted the presence of the MEC
Marks at motor sport events and the likelihood that
consumers who attended these events may relate
the MEC Marks not only to energy drinks, but also to
motor vehicle goods. As a result, the Hearing Officer
upheld MEC’s opposition and refused to register the
RJR Marks.

Decision
RJR appealed the Hearing Officer’s decision to the
Federal Court. Justice O’Bryan primarily considered
the issues of whether:
•	RJR had a valid claim to ownership of the RJR
Marks at the Priority Date – s58 of the Act;
•	RJR had the intention to use the RJR Marks at the
Priority Date – s59 of the Act;
•	the MEC Marks had attained such a reputation
before the Priority Date that use of the RJR Marks
by RJR for alloy wheels would likely deceive or
cause confusion – s60 of the Act; and
•	use of the RJR Marks by RJR would deceive or
confuse in breach of the Australian Consumer Law
(ACL) and therefore whether registration of the
RJR Marks would be contrary to law – s42(b) of the
Act.

MEC argued that BJC was the true owner of the RJR
Marks and that RJR therefore was not entitled to
registration of the RJR Marks.

Justice O’Bryan found that RJR was the author of
the RJR Marks and that BJC was an authorised user
of the RJR Marks that had been using the marks
under RJR’s control. Various factors lead to this
conclusion, including that: (a) RJR had attempted
to register the “Monster” word mark and the RJR
Marks numerous times; (b) Rodney Jane was acting
as the director of RJR when he selected the types of
wheels to be produced and supplied under the RJR
Marks and made commercial arrangements with
Mullins Wheels for that purpose; (c) the 2013 Licence
Agreement included a right for RJR to exercise quality
control over BJC’s use of the RJR Marks as reasonably
necessary to maintain the validity and goodwill of the
RJR Marks; (d) the 2013 Licence Agreement required
BJC to comply with specifications and quality
standards prescribed by RJR; and (e) BJC had paid
royalties to RJR in compliance with the 2013 Licence
Agreement.
The same evidence regarding RJR’s trade mark
applications; the licence agreements between RJR
and BJC; and RJR’s control over BJC’s use of the
marks, confirmed that RJR intended to authorise use
of the RJR Marks at the Priority Date.

Reputation and confusion - sections 60
and 42(b)
MEC argued that because of its reputation in the MEC
Marks, consumers would mistakenly believe that,
or be confused as to whether, MEC was affiliated in
some way with alloy wheels produced and promoted
under the RJR Marks.
In considering MEC’s use of the MEC Marks over time
and the reputation derived from such use, O’Bryan
J took the view that although the word “Monster”
may have some limited reputation, the substantial
reputation was derived from use of “Monster” with
the word “Energy” or from use of the logos or devices
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comprised in the MEC Marks. In other words, relevant
consumers would tend to associate use of the word
“Monster” with MEC only where “Monster” was used
with the word “Energy” or in the form of the MEC logo
or device marks (i.e. where “Monster” is used with the
“M” image or in the stylised script incorporating the
stylised letter “o” as depicted in the MEC logo and
device marks). The word “Monster” is also registered
as a trade mark by different companies for a wide
variety of products; is an ordinary English word with
commonly known meanings; is used as the name of
motorbikes manufactured by Ducati; and is also used
as the name of the “Monster Jam” event. MEC also
failed to furnish evidence that it had used “Monster”
on its own as a brand. This all showed that the word
“Monster” and the reputation in connection with the
word “Monster” itself could not necessarily be linked
exclusively to MEC.
In comparing the RJR Marks with the relevant MEC
Marks, O’Bryan J noted that the distinctive elements
of the MEC Marks were the “M” image which has the
“appearance of a claw mark made by a figurative
monster” and the phrase “Monster Energy” in a
“suggestive Gothic script”, not the word “Monster”.
The RJR Marks did not include the word “Energy” or
incorporate any of those distinctive features of the
MEC Marks. For those reasons, the RJR Marks did not
resemble the relevant MEC Marks to an extent that
would be likely to cause confusion.
Furthermore, O’Bryan J emphasised that although
MEC had developed a reputation associated with
the MEC Marks in the context of motorsports events
via its sponsorship activities, such reputation did not
extend to alloy wheels in any case. Consumers of
alloy wheels would also not be likely to mistakenly
associate MEC with alloy wheels sold under the RJR
Marks because such consumers are generally well
informed and would make discerning decisions
about which products they purchase given the price
of alloy wheels.
As a result of the above, O’Bryan J concluded that
use of the RJR Marks for alloy wheels by or under the
authorisation of RJR would not be likely to deceive or
confuse consumers in the manner alleged by MEC.
There was therefore no need to further consider
whether registration of the RJR Marks would be
contrary to law under s42(b) of the Act.

12

Shelston IP  Established. Excellence.

RJR’s appeal was upheld. The Court ordered that the
RJR Marks be accepted for registration and ordered
MEC to pay RJR’s relevant legal costs associated
with both the trade mark opposition and appeal
proceedings.

Significance
There are various factors in assessing the reputation
associated with trade marks and the circumstances in
which deception or confusion is likely to arise because
of that reputation. These include considerations
of the specific form in which both marks are used;
the goods and services for which both marks are
used; the nature of the consumers of such goods
and services; and which aspects of the marks, as a
whole, consumers are likely to associate with each
trade mark owner. This decision indicates that it
will generally be difficult for a trade mark owner to
establish a reputation in a word alone that is sufficient
to stop others using the same word if that word
has an ordinary meaning; is already used by others;
and/or is primarily used by the trade mark owner in
conjunction with other words, features or elements
that are more clearly associated with the trade mark
owner and its goods or services specifically. Where
brand owners use composite brands incorporating
a key word, they should consider registering as
trade marks both the composite mark/s and the key
word separately and making substantial use of both
versions. Adopting a key word that does not have
a common meaning and/or which is not already in
broad use is also recommended where possible.
This may give brand owners better prospects of
establishing a substantial reputation in the key word
component/s of their brands and put them in a better
position to stop others adopting the same key word.

wine labels:

Rush Rich out of
character with
Penfolds marks
Southcorp Brands Pty Ltd v
Australia Rush Rich Winery
Pty Ltd [2019] FCA 720
Read the Decision
Judge: Beach J

Author
Michael Deacon
Principal

Parties
Southcorp Brands Pty Ltd (Southcorp) is a subsidiary of
Treasury Wine Estates Ltd (TWE), which produces and
distributes wine in Australia and overseas. Southcorp
owns a large number of Australian trade mark
registrations for various TWE wine brands, including
the well-known Penfolds brand. Australia Rush Rich
Winery Pty Ltd and its related entities (all together
referred to as ARRW) comprise an Australian-based
winery that sells wines in Australia and exports wines to
China.

Trade Marks
Southcorp is the registered owner of the following
trade marks, all of which are registered for wine:
•

TM no. 37674 – PENFOLDS (the Penfolds Mark)

•

TM no. 1762333 – BEN FU (the Ben Fu Mark)

•	TM no. 1762317 - 奔富 (the Chinese Character Mark)
(the Southcorp Marks).
ARRW used the following Chinese characters on its

•

奔富;

•

奔富酒园;

•

奔富酒庄;

•

澳大利亚奔富酒庄; and/or

•

澳洲大利亚奔富 酒庄

(the Disputed Marks).

Background and Issues
Southcorp initially adopted its Chinese Character Mark
in 1995 as a Chinese translation of “Penfolds”, on the
recommendation of its distributor in China. The Ben
Fu Mark was also registered by Southcorp as a Chinese
translation/equivalent of “Penfolds”. This was because:
(a) the Chinese Character Mark is pronounced by
Mandarin and Cantonese speakers as “Bēn Fù” and is
written as “Bēn Fù” in pinyin (the Roman letter version
of Chinese characters based on their pronunciation);
(b) the pronunciation of the Chinese Character Mark
and “Bēn Fù” by Mandarin and Cantonese speakers
is phonetically very similar to and approximates to
“Penfolds”, which has no other equivalent in Mandarin
or Cantonese; and (c) because of the above, many
Mandarin and Cantonese speakers refer to the brand
“Penfolds” as “Bēn Fù”.
The Chinese Character Mark and “Bēn Fù” are also
widely used in written and verbal form to refer to the
“Penfolds” brand.
ARRW used the Disputed Marks on the labels of wines
that it sold in Australia and exported to customers in
China. All of the Disputed Marks wholly encompass
the Chinese Character Mark owned by Southcorp. The
other Chinese characters in the Disputed Marks are
purely descriptive and translate to either “winery”, “wine
park” or “Australia”.
Under s120(1) of the Trade Marks Act 1995 (the Act), a
person infringes a registered trade mark if it uses as a
trade mark a sign that is substantially identical with, or
deceptively similar to, the trade mark in relation to the
goods for which the trade mark is registered.
In addition, s228 of the Act provides that if a trade mark
is applied in Australia to or in relation to goods that are
to be exported from Australia, the application of the
trade mark is deemed to constitute use of the trade
mark in relation to those goods for the purposes of the
Act.
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Southcorp alleged that use of the Disputed Marks
by ARRW on its wine labels infringed each of the
Southcorp Marks. ARRW did not appoint sufficient
legal representation, nor did ARRW file any
submissions despite being provided with opportunities
to do so.

Southcorp also provided evidence of how important
the Mandarin and Cantonese speaking customer base
is to Southcorp and TWE, including:

Key issues for the Court regarding Southcorp’s
infringement claim were whether any of the Disputed
Marks: (a) are substantially identical with, or deceptively
similar to, the Southcorp Marks; and (b) were used by
ARRW “as a trade mark”.

•	23% of visitors in 2015/2016, 26% of visitors in 2016/2017
and 29% of visitors in 2017/2018 to Southcorp’s Magill
Estate Cellar Door were from China;

Decision

•	Southcorp employs Mandarin and Cantonese
speaking staff, runs daily tours in Mandarin and
Cantonese and uses Mandarin signage at its Magill
Estate.

Assessment of the Disputed Marks and
relevant market
Given that the Disputed Marks were Chinese
characters, the Court (Beach J) noted it was important
to consider the ordinary signification, pronunciation,
transliteration and translation of the Disputed Marks in
determining whether they are substantially identical
with, or deceptively similar to, the Southcorp Marks and
whether their use for wine was likely to deceive wine
consumers considering the Southcorp Marks.
Referring to the decision in Canterella Bros Pty Ltd v
Modena Trading Pty Ltd [2014] HCA 48, in which the
High Court discussed the approach for evaluating the
ordinary signification of a word, Beach J confirmed that
it was necessary to determine the meaning conveyed
by the Disputed Marks to the relevant target market
or, in other words, to assess how the Disputed Marks
would be understood by wine consumers to which
the products were targeted. In assessing the relevant
market, Beach J noted the following “significant
background facts”:
•	consumers of wine include many Mandarin and
Cantonese speakers;
•	as at 30 June 2016, 526,000 Australian residents had
been born in China, with Mandarin being the most
common foreign language spoken at home and
Cantonese the third most common;
•	in 2016, there were over 1.2 million short term visitor
arrivals to Australia from China (an increase of 284.1%
since 2006) and more than 450,000 short term
departures from Australia to China (an increase of
80.6% since 2006); and
•	China is the most significant export market for the
Australian wine industry – with the value of wine
exports to China in 2017 being around $848 million
(or 33% of total wine exports).
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•	TWE net sales revenue of $297.5 million in Asia for
the first half of the 2018 financial year;

•	around 8% of all visitors were Australian residents
speaking Mandarin or Cantonese; and

The Court also noted that when assessing if the use
of Chinese language marks constitutes trade mark
infringement and/or is likely to mislead or deceive
relevant consumers, emphasis should be placed on the
meaning and pronunciation of the Chinese characters
as well as considering the appearance and sound of
those characters. Misleading and deceptive conduct
could also be established even if the class of potential
customers misled or deceived by use of the Disputed
Marks was limited to Mandarin and Cantonese
speakers only.

Substantial identity and deceptive similarity
Justice Beach held that that the Disputed Marks were
all substantially identical with or deceptively similar to
the Southcorp marks.
In the case of Southcorp’s Chinese Character Mark, this
was on the basis that: (a) two of the Chinese characters
used in all of the Disputed Marks (the Conflicting
Characters) are identical to the Chinese Character
Mark in appearance, sound and meaning; (b) the other
characters in all of the Disputed Marks mean “winery”,
“wine park” or “Australia” and may be discounted given
that they are purely descriptive; (c) the Conflicting
Characters were the first two characters used by ARRW
on its wine labels and were displayed in bold font;
(d) the first part or word/s of a composite mark are
generally given prominence when assessing deceptive
similarity; and (e) considering the above, the Conflicting
Characters, which are identical to Southcorp’s Chinese
Character Mark, were the dominant cognitive cue of
each of the Disputed Marks and acted to indicate the
origin of the products to which the Disputed Marks
were applied.
Even though the appearance of the Disputed Marks
was not identical with or similar to the Ben Fu Mark,
Beach J took the view that the Disputed Marks were

still either substantially identical with or deceptively
similar to the Ben Fu Mark because: (a) the Conflicting
Characters are pronounced and written by Mandarin
and Cantonese speakers as “Ben Fu”; (b) use of the
Conflicting Characters is effectively a “wholesale
aural reproduction” of the Ben Fu Mark; and (c) there
is a tangible danger that Mandarin and Cantonese
speakers with imperfect recollection of the Ben Fu
Mark would wonder whether wines labelled with the
Disputed Marks were from the same source as wines
branded with the Ben Fu Mark.
Each of the Disputed Marks was again held to be either
substantially identical with or deceptively similar to
the Penfolds Mark. Justice Beach also held that use
of the Disputed Marks would likely deceive or confuse
Mandarin and Cantonese speaking wine consumers
with an imperfect recollection of the Penfolds Mark.
This is especially the case given that: (a) the Disputed
Marks were targeted at Mandarin and Cantonese
speaking wine consumers; (b) the Conflicting
Characters are pronounced by such consumers as
“Ben Fu”; (c) “Ben Fu” is phonetically very similar to and
approximates to “Penfolds”; and (d) the meaning of the
Disputed Marks to Mandarin and Cantonese speaking
wine consumers would generally be “Penfolds Winery”,
“Penfolds Wine Park” or “Australia Penfolds Winery”.
Certain conduct also suggested that ARRW used the
Disputed Marks with the intention of misappropriating
the reputation of the “Penfolds” brand and/or
misleading Mandarin and Cantonese speaking wine
consumers. This conduct included: (a) operating a
website that used the English word “Penfolds” and
copied images of TWE’s winemakers; (b) operating an
online store that featured ARRW’s “Rush Rich” logo,
but with a photo of the Magill Estate and the words
“Rawson’s Retreat” (which is another Australian trade
mark owned by Southcorp); and (c) offering for sale
bottles of wine with labels that appeared to mimic the
labels of certain Penfolds-branded wines. The Court
considered that ARRW’s apparent intention behind
using the Disputed Marks was a relevant consideration
and that, in circumstances where it is apparent that
such use was made with the intention of deceiving or
confusing, it is open to the Court to decide that such
use is likely to do so.

Use “as a trade mark”
Even if a sign is substantially identical with, or
deceptively similar to, a registered trade mark,
infringement will only occur if that sign is used as
a trade mark (i.e. for the purpose of indicating the
source or origin of the relevant goods or services). As
put by Beach J, the question is whether the Disputed
Marks “would appear to consumers as possessing the
character of the brand”.

After reviewing evidence of how the Disputed Marks
had been used by ARRW, Beach J was of no doubt that
ARRW had used the Disputed Marks as trade marks.
Justice Beach reached this conclusion because ARRW:
•	used 奔富酒园 and 澳洲大利亚奔富 酒庄 in bold text
centred text on its wine labels;
•	used the ® symbol immediately after the above
characters – clearly indicating to customers that they
are functioning as trade marks;
•	applied to register 奔富, 奔富酒园 and 奔富酒庄 as
trade marks for wine, which ARRW would not do if it
were not using those characters as trade marks;
•	used 澳大利亚奔富酒庄 (“Australia Penfolds Winery”)
on its wine labels immediately after the Chinese
characters for “Producer” – indicating to customers
that the wines were produced by “Australian
Penfolds Winery”; and
•	placed the Disputed Marks on its wine labels in
positions where information about wineries is
typically included on wine labels.
In addition to the above, application of the Disputed
Marks to wine bottles for export to China is clearly
deemed to be trade mark use under s228 of the Act.
As a result, the Court held that use of the Disputed
Marks by ARRW infringed the Southcorp Marks. The
Court ordered ARRW to: (a) cease use of the Disputed
Marks; (b) withdraw its trade mark applications for the
relevant Disputed Marks; (c) pay Southcorp $375,302.34
as an account of profits attributed to use of the
Disputed Marks; and (d) pay Southcorp’s legal costs.

Significance
This decision confirms that a trade mark registered
in one language can be infringed by using words or
characters in other languages, even if they do not have
a similar appearance. Infringement may occur where
the target market would interpret the offending mark
as conveying the same meaning as, or operating as an
equivalent or approximation of, the registered mark.
This decision may provide some comfort to Australian
trade mark owners that wish to inhibit the sale or
export of competing products branded with equivalent
foreign language marks. Not only should Australian
trade mark owners monitor and take action against
the use of such marks where necessary to protect their
brands from misappropriation, but they should also
consider registering in Australia transliterations of their
brands in languages or characters that are used in their
key markets, just as Southcorp did in this case.
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Family feud
over name ends
in sour grapes
for Vito
Mitolo Wines Aust Pty Ltd v
Vito Mitolo & Son Pty Ltd [2019]
FCA 902
Read the Decision

After a letter of demand and mediation failed
to resolve the issues, MW commenced legal
proceedings against VM, Vito and Tony alleging:
•

trade mark infringement;

•	breach of the Australian Consumer Law
(misleading or deceptive conduct and false
representations of sponsorship or approval); and
•

passing off.

Author

MW provided extensive evidence of confusion by
actual and potential customers in relation to a
connection between MW and VM arising from VM’s
activities.

Chris Bevitt
Principal

VM relied on the use of its own name in good faith as
a defence to the trade mark infringement claim.

Judge: Besanko J

Parties
Mitolo Wines Aust Pty Ltd (MW) and associated
entities are owned by Francesco Mitolo (Frank). MW
has been producing and selling red wine under the
MITOLO name since 1999, online and from its vineyard
in the McLaren Vale region in South Australia. Vito
Mitolo & Son Pty Ltd (VM) was established in 2013 and
is owned by Vito Mitolo (Vito) and his son Anthony
Mitolo (Tony), who are Frank’s cousins. VM acquired
two vineyards in McLaren Vale in or after October
2014 and began selling red wine under a label which
included the name V. Mitolo and Son.

Trade Mark
MW was the owner of the MITOLO trade mark in class
33 for wines, registered in 1999.

Background and Issues
In July 2014, Frank became aware via a Facebook
post that Tony was proposing to sell wine under
the Waveform name with a label that featured
prominently the words “V. MITOLO and SON”. After
some negotiation online, Frank agreed that Tony
could use a less prominent version of the name
in association with Waveform on the apparent
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understanding that wine sales would be limited to
New York. Subsequently, VM acquired two vineyards
in the McLaren Vale region and commenced selling
wine under the V. MITOLO and SON name from the
cellar door, online and at a restaurant operated at the
vineyard.
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Both parties led expert evidence in relation to the
linguistic aspects of the respective trade marks and
the nature of the wine market. VM’s expert argued
that the “V” addition, and other features of the label
provided sufficient differentiation, and that VM
operated in the mid-level tier of the market with MW
operating in the premium tier.

Decision
Besanko J found in favour of MW on all counts.
While his Honour found that some of the evidence
of confusion provided by MW did not rise above
“wonderment”, much of it went beyond that and
constituted a “powerful body of evidence of actual
confusion”.
In relation to the expert evidence, Besanko J preferred
the conclusions of MW’s expert, holding that the
word MITOLO was the overwhelmingly important
element of both trade marks despite the other words
and elements used in the label for VM’s products. The
fact that MITOLO was clearly a surname diminished
the extent to which the addition of “V.” could assist
in differentiating the two marks. His Honour also
rejected the tiered market segmentation proposed
by VM’s expert, concluding that consumers might
move between the different tiers of the market.
Accordingly, the judge found that VM’s mark was
deceptively similar to MW’s mark and infringement
was established.

His Honour adopted a narrow interpretation of the
use of own name defence. He found that the defence
only applied to use of the actual name (Vito Mitolo),
not a contraction of the name (V. Mitolo) at least in
the absence of strong evidence that the person was
well known by the contracted form of the name.
Even if that had been the case here, Besanko J found
that VM could not meet the good faith requirement
finding that VM “must have realised” or was “wilfully
blind” to the likelihood of confusion given the close
geographic proximity and the period and extent of
MW’s operations.
After examining MW’s business operations and
activities, Besanko J concluded that MW had a
substantial reputation in the market. This conclusion
is important for the Australian Consumer Law and
passing off elements of the case, which both require
evidence of reputation.
In view of MW’s reputation, his Honour had no trouble
finding that VM’s conduct breached various sections
of the Australian Consumer Law. Those sections
included the prohibition on engaging in misleading
or deceptive conduct in trade or commerce and
making false representations as to association
between VM and MW or of sponsorship or approval
by MW. VM’s actions in marketing wine under the
V. MITOLO and SON name from the McLaren Vale
region using the McLaren Vale geographical indicator
were also found to constitute the tort of passing off
by VM in seeking to pass off its products as being
associated with MW or that VM’s products were in
fact MW’s products.

Significance
The use of a person’s own name defence to trade
mark infringement will be narrowly construed,
for obvious reasons. The name used must be the
person’s actual name (or a well-known contraction)
and the use must be use in good faith. Given the
circumstances of this case, it was always going to be
very difficult for VM to meet these strict standards.
The evidence of actual confusion was a
strongly persuasive factor in this case so good
contemporaneous records of actual confusion by
independent parties are very useful for an applicant
in cases like this.
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Court helps
Senses come
to its senses
Sensis Pty Ltd v Senses Direct
Mail and Fulfillment Pty Ltd
[2019] FCA 719

services (excluding transport); business advisory
services; business planning and analysis services;
collection, preparation, compilation, storage,
processing, retrieval and provision of business
information; data security services; extraction and
retrieval of information and data mining by means
of computer networks.
SPL alleged that SDM infringed its SENSIS marks
by using SENSES DIRECT, SENSES DATA and the
following composite marks for which SDM also filed
trade mark applications:

Read the Decision
Judge: Davies J

Background

Authors

SPL has offered a service known as MacroMatch
under the SENSIS mark since 2002. MacroMatch is
a data cleansing service that allows SPL customers
to ensure their customer contact information is
clean, up to date and where possible enhanced
with further information by combining it with data
from other sources. MacroMatch was advertised as a
service which assisted with “direct mail campaigns”,
“email campaigns” and “SMS campaigns” and
[allowed customers] “to deliver relevant marketing
communications to the right targets”.

Onur Saygin
Lawyer
Michael Deacon
Principal

Parties
Sensis Pty Ltd (SPL) provides direct marketing and
data processing services in Australia. Senses Direct
Mail and Fulfillment Pty Ltd (SDM) provided direct
mail marketing services in Australia.

Trade Marks
SPL is the owner of two trade mark registrations for
SENSIS:
•	No. 878625 - filed on 8 June 2001 and registered for
a broad range of products and services, including
the following services in class 35: advertising
services; marketing, merchandising, retail and
wholesale distribution services (excluding
transport); business advisory services; business
planning and analysis services; collection,
preparation, compilation, storage, processing,
retrieval and provision of business information; and
business information services; and
•	No. 1418010 - filed on 4 April 2011 and registered
for a broad range of products and services,
including the following services in classes 35 and
42 (as applicable): advertising services; marketing,
merchandising, retail and wholesale distribution
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SDM was incorporated and the business name
SENSES DIRECT registered on 28 May 2013. The
sensesdirect.com.au domain name was registered
in the same month. SDM first launched its website
in late 2014, containing the mark SENSES DIRECT
along with a description of services offered which
included designing direct marketing campaigns
from “conception to completion”.
In 2015, SDM ran an advertisement in CEO Magazine
which again displayed the SENSES DIRECT mark and
included phrases such as “direct marketing”, “Print,
mail and fulfillment”, “creative solutions” and “data
solutions”. That same year, an interview with the
managing director of SDM was published in Business
Resource & Lifestyle Magazine, and suggested that
SDM provided marketing services generally, rather
than for direct marketing specifically.
On 2 February 2016, SDM applied to register the
above composite trade marks in class 35, including
for marketing services and business marketing
consulting. On 8 July 2016, SPL commenced
proceedings in the Federal Court alleging that SDM’s
use of SENSES DIRECT and SENSES DATA infringed
its SENSIS trade mark registrations.

Issues
SDM did not contest the allegations regarding
the SENSES DATA word and composite marks,
subsequently allowing its related trade mark
application to lapse. SDM also admitted it offered
services under the mark SENSES DIRECT for which
the SENSIS mark was registered.
The key issues before the Court were:
1.	whether the SENSES DIRECT marks were
deceptively similar to SENSIS, for the purposes of
establishing trade mark infringement under s120(1)
of the Trade Marks Act 1995 (the Act);
2.	whether, given SDM’s use of SENSES DIRECT, SDM
had a defence under s122(1)(fa) of the Act because
it would obtain registration of SENSES DIRECT in
its own name if it were to apply for it on the basis
of honest use concurrent with SPL’s SENSIS marks;
and
3.	what is the correct time for assessing whether
SDM has established a defence under s122(1)(fa)?
The Court also considered SDM’s cross-claim that
registration of SPL’s SENSIS marks should be partially
removed in class 35 by amending the registrations
to explicitly exclude the following services from the
scope of the registrations (the Disputed Services)
on the basis that SPL had not used SENSIS as a trade
mark for 3 years for these services:
	planning, preparation and distribution of direct
mail marketing materials through parcel and
mail delivery services; and also not including
the following services provided as part of the
delivery of the planning, preparation and
distribution of direct mail marketing materials
through parcel and mail delivery services: mail
delivery (electronically and with Australia Post);
mail fulfilment; digital printing, folding and
plastic wrapping of mail materials, intelligent
inserting of mail into envelopes, targeting mailing
lists, compilation of mailing lists, related SMS
messaging; related electronic mail messaging

Decision
Deceptive similarity
The Court found that SENSES DIRECT is deceptively
similar to SPL’s SENSIS mark. In reaching this
conclusion, the Court noted:

•

the visual similarity between SENSIS and SENSES;

•	the aural similarity between SENSIS and SENSES;
and
•	evidence of customers mistakenly using “Sensis
Direct” to refer to SDM, even after receiving emails
from SDM or visiting SDM’s premises.
The Court rejected SDM’s argument that because
SENSIS was an invented word and SENSES was a real
word with an established meaning, there was no risk
of confusion. Taking into account the consumer’s
imperfect recollection, the Court viewed the inclusion
of the word DIRECT to be descriptive only and not to
add a distinctiveness to the mark [SENSES DIRECT]
taken as a whole.
Considering the services offered by SDM as described
on its website, in its trade mark applications, by
witnesses and in SDM’s advertisements for its
services, the Court rejected SDM’s argument that
confusion would be unlikely on the basis of the
market for SDM’s business being confined to “one
specific aspect” of advertising services, being
direct mail services. The Court accepted that direct
mail services were a subset of marketing services
generally and that, after considering the evidence,
relevant consumers would have both a degree of
sophistication and a high level of involvement in the
services that the respondent is engaged to provide.
However, the evidence showed that SENSES DIRECT
had been used in connection with a number of other
marketing services. The Court determined that this
increased the likelihood of SENSES DIRECT being
confused with SENSIS.
The Court also rejected SDM’s argument that despite
having been trading under SENSES DIRECT for 5
years, SPL could not identify any actual instances of
confusion other than where its own customers had
misspelt SENSES as SENSIS, noting that there was
some evidence of actual confusion by employees of
one of SDM’s customers.

Defence to infringement - s122(1)(fa)
SDM argued that the relevant time for assessing a
s122(1)(fa) defence should be the filing date of the
relevant trade mark application (2 February 2016) or,
failing that, either the date of filing the defence (11
August 2016) or the date of the hearing (April/May
2018).
SPL argued that the relevant date for assessing
the defence is as at the time of the first infringing
conduct (i.e. May 2013).
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The distinction was relevant in this case because if the
earlier time of infringing conduct was the relevant
time, SDM could not rely on honest concurrent use
under s44(3) of the Act to support its defence. Section
44(3) permits the registration of a deceptively similar
trade mark if the Registrar is satisfied that there has
been honest concurrent use of the two trade marks.
Referring to the Full Court decision of Anchorage
Capital Partners Pty Ltd v ACPA Pty Ltd (2018) 259
FCR 514, the Court found that the correct time to
assess the s122(1)(fa) defence is at the time of first
infringing conduct. In justifying this finding, the
Court observed that:
•	sections 122(1)(e), 122(1)(f) and 122(1)(fa) of the Act
are interrelated and that given s122(1)(e) is to be
assessed at the date of the infringing conduct, this
context is relevant to interpret s122(1)(fa); and
•	the reference “in spite of s120(1)” at the start of
s122(1) of the Act indicates a connection between
the provisions, and the fact s120 deals with
infringing conduct requires that the relevant time
for assessing s122(1)(fa) should be as at the time of
the infringing conduct.
Consequently, the Court found that SDM could
not establish a defence under s122(1)(fa) of the Act
because SDM could not demonstrate sufficient
honest concurrent use of SENSES DIRECT as at May
2013, when the infringing conduct first occurred.
After a thorough evaluation of each party’s
arguments, the Court observed that SDM would not
be able to prove honest concurrent use of SENSES
DIRECT and establish a defence under s122(1)(fa) even
if the Court was wrong about the correct time to
assess the defence and any of the dates proposed by
SDM were accepted as an alternative.

Non-use
Relying on the decision of MID Sydney Pty Ltd v
Australian Tourism Co Ltd (1998) 90 FCR 236; [1998]
FCAFC 1616 (MID), SDM argued that SPL’s activities
were limited to data cleansing done for a non-specific
purpose whereas SDM’s services took their character
from the overall services provided by SDM, being
direct mail services. The Court summarised the MID
decision as follows:
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	MID is authority that, when comparing services,
the focus is primarily on a comparison of the
totality of the two services rather than the
individual aspects of those services. The analysis is
not to be conducted at such a granular level that
the essential nature of the services is overlooked.
Noting that “[t]he question is whether the applicant
is providing services that may properly be described
as “the planning, preparation and distribution of
direct mail marketing materials through parcel and
mail delivery services” or “targeted mailing lists” and
“compilation of mailing lists”, the Court observed that
while both parties provided services for the purposes
of direct marketing activities, SDM did so as part
of its direct mail service offering, whilst SPL did so
as part of its standalone MacroMatch service which
enabled and assisted its customers’ direct marketing.
After considering the evidence before it, the Court
concluded that the distinction was irrelevant, and for
that reason, SPL’s SENSIS marks had been used for
the Disputed Services during the non-use period.
The Court also noted that even if grounds for partial
removal had been established on the basis that
SPL had not used SENSIS for the Disputed Services
during the relevant 3 year non-use period, the public
interest favoured the Court exercising its discretion
not to remove registration of SENSIS for the Disputed
Services.

Significance
This case clarifies that the correct time at which to
assess whether the alleged infringer has established
a ground of defence specifically under s122(1)(fa) is
the time of the infringing conduct. This limits the
potential availability of the defence, as in many cases
the alleged infringer is unlikely to be able to rely on
a sufficient period of honest concurrent use of the
mark or other circumstances justifying registration
of its mark existing before the date of the infringing
conduct.

Hells Angels
burst
Redbubble’s
platform model
Hells Angels Motorcycle
Corporation (Australia) Pty
Limited v Redbubble Limited
[2019] FCA 355
Read the Decision
Judge: Greenwood J

Authors
Stuart Hughes
Senior Associate
Michael Deacon
Principal

Parties
Hells Angels Motorcycle Corporation (Australia)
Pty Limited (HAMC) is the Australian entity of the
worldwide “Hells Angels” motorcycle club.
Redbubble Ltd (Redbubble) is the Australian entity of
the international RedBubble business.

Trade Marks
Hells Angels Motorcycle Corporation (US) (HAMC US)
is the owner of the following registered trade marks:
a)	no. 526530 dated 8 January 1990, being the
following logo for goods in class 16:

c)	no. 723463 dated 5 December 1996, being the
following image in classes 9, 12, 14, 16, 25, 26:

d)	no. 1257992 dated 11 July 2006, being the words
“HELLS ANGELS” in classes 14, 16, 25, 26, 41
e)	no. 1257993 dated 11 July 2008, being the following
image in classes 14, 16, 25, 26, 41:

(collectively the HAMC TM Registrations).

Background and Issues
The image featured in the relevant HAMC TM
Registrations (the Death Head Image) was based
on a Hells Angels Motorcycle Club Membership Card
that was drawn or made for HAMC US by a man
named Sundown in or about September 1954 in San
Francisco. HAMC is the exclusive licensee in Australia
in respect of the HAMC TM Registrations, and any
copyright subsisting in artistic works depicted in
those trade marks.
Redbubble runs a business whereby “artists” (or any
member of the public) can log on to its website at
www.redbubble.com (Redbubble Website), upload a
work (e.g. an image, design, drawing, photograph or
any other item of their choice) and then choose from
Redbubble’s predetermined list of items, what goods
they would like the work to be applied to. The chosen
items are then made available for sale to consumers
via the Redbubble Website at a price determined by
the artist. The catalogue of products can be searched
on the Redbubble Website by consumers according
to certain keywords. For example, an artist could take
a photograph of a tree, upload that photograph to
the Redbubble Website and choose that it be applied
to t-shirts. A consumer can then search for “trees” on
the Redbubble Website, at which time the artist’s tree
t-shirt may be displayed and can then be purchased
by the consumer. Redbubble would organise for the
t-shirt to be created and shipped to the consumer
and retain a certain percentage of the sale price,
while the artist would be paid a certain percentage of
the sale price. The servers for the Redbubble Website
are all located in the US.

b)	no. 723219 dated 2 December 1996, being the
words “HELLS ANGELS” in classes 9, 12, 14, 16, 25, 26,
28, 41
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Before 2015, four products were offered for sale on the
Redbubble Website as follows:
Product 1 – A Hells Angels MC Virginia T-Shirt:

•	four sales were made of Product 2 - one of these
was to Gavin Hansen;
•	one sale was made of Product 3 - this was to
Gavin Hansen; and
•

no sales were made of Product 4.

Gavin Hansen was a trainee trade mark officer of
HAMC.
Product 2 – Angel with Angel Poster:

Product 3, a Hells Angel T-Shirt:

The image on Product 3 is as follows:

In September 2015, HAMC commenced proceedings
against Redbubble in the Federal Court, alleging that
each of the Relevant Products infringed the various
HAMC TM Registrations, various copyright owned by
HAMC US, and constituted misleading or deceptive
conduct under the Australian Consumer Law (ACL).

Decision
A significant portion of the case was concerned with
the copyright allegations and, in particular, whether
HAMC or HAMC US could prove that it was the owner
of the copyright in the Death Head Image.
In relation to the trade mark infringement claim,
Redbubble sought to defend the proceedings on the
basis that:
•	it had not used any of the HAMC TM Registrations,
as it was merely providing a service connecting
artists with buyers; and

Product 4 – a Hells Angel T-Shirt:

•	there was no relevant conduct occurring in
Australia because all of its servers are based in the
US.
Redbubble also cross-claimed for non-use of the
HAMC TM Registrations, on the basis that there was
no use of the marks in Australia by HAMC US, or no
authorised use by HAMC.

The image on Product 4 is as follows:

As to trade mark infringement, the Court considered
whether:
1.	Redbubble was using the words and images
displayed on each of the Relevant Products as
trade marks in relation to any goods covered by the
HAMC TM Registrations;

(collectively the Relevant Products)
Each of the Relevant Products featured images
uploaded to the Redbubble Website by third party
artists. Of the Relevant Products:
•	two sales were made of Product 1 - one of these
was to an Australian individual, Gavin Hansen;
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2.	the images/words displayed on the Relevant
Products were substantially identical with or
deceptively similar to any of the HAMC TM
Registrations; and
3. any “use” occurred in Australia.
As to Product 1, his Honour was satisfied that the
words “Hells Angels” and the logo displayed on
Product 1 were substantially identical with trade mark

numbers 723219 and 1257992 (the two Hells Angels
word marks) and trade mark numbers 723463 and
1257993 (the Death Head Image marks).
As to “use”, his Honour found that the artist who
uploaded the image which was used on Product 1
had used each of the trade marks, as trade marks.
This was because she was seeking to commercially
engage consumers by using the recognised name
and image of Hells Angels. Redbubble was facilitating
the supply of clothing featuring the various HAMC
TM Registrations, because it was receiving payment
and organising for the creation and supply of the
products, such that it was the “supplier” of the goods.
Accordingly, his Honour found that Redbubble
was also “using” the HAMC TM Registrations, as it
was generating revenue from the supply of goods
bearing marks or signs substantially identical with
the relevant HAMC TM Registrations. This “use” was
in Australia because users based in Australia, such
as Mr Hansen, had the capacity to engage with the
Redbubble Website and view and purchase the
Relevant Products.
The same reasoning was applied for Product 3 (in
relation to trade mark numbers 723463 and 1257993
only) and Product 4.
In relation to Product 2, His Honour was not satisfied
that use of the image on the product constituted use
as a trade mark of the Hells Angels word or the Death
Head Image. Accordingly, Product 2 was found to not
infringe any of the HAMC TM Registrations.
Redbubble’s cross claim for non-use against the
HAMC TM Registrations failed as his Honour was
satisfied on the evidence that there had been

significant use of the HAMC TM Registrations in
relation to almost all goods covered by them, and
that any use by HAMC was as an authorised user. In
light of the significant amount of use, his Honour
exercised his discretion to not remove the HAMC TM
Registrations for certain limited goods for which use
in the relevant period could not be proven.
In relation to the copyright claim, HAMC US was
unable to prove that it was the owner of the copyright
in the Death Head Image, as no assignment
document between “Sundown” and HAMC US
(transferring ownership of the copyright) could
be found. Accordingly, the copyright claim was
dismissed. The ACL claim was also dismissed due to a
lack of relevant evidence.
HAMC was awarded nominal damages of $5,000 in
relation to the trade mark infringement associated
with Products 1 and 3. No damages were rewarded in
relation to Product 4 (presumably due to the lack of
sales).

Significance
The decision again confirms that businesses such as
Redbubble, which run online marketplaces but take
active roles in facilitating sales to consumers, can be
liable for infringing conduct caused by its users. While
the damages were only nominal in this instance, had
the sales of the infringing products been significant
or significantly affected HAMC’s business, the
magnitude of damages could have been far greater.
The case also highlights the importance of being
able to demonstrate by hard evidence ownership of a
copyright work if copyright infringement is claimed.
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